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INTRODUCTION

Before trial, the court summarily dismissed Briggs’ fact-intensive

anticipation and obviousness defenses, erroneously relying on an ex parte PTAB

decision and nothing more. That error lead the court to preclude Briggs from

presenting to the jury prior art that is strikingly similar to the ‘863 patent—even for

purposes of damages—thereby allowing Exmark to incorrectly portray itself as the

inventor of mower baffles generally, rather than the specially-shaped baffle

covered by the ‘863 patent. Further capitalizing on this error, Exmark obtained a

damages award based on the mower’s entire market value, without apportionment

relating to the value of the patented feature. The result is an indefensible and

prejudicial verdict with an unlawfully excessive damages award. A new trial is

mandated for these reasons.

But this Court should go further and enter judgment for Briggs. Exmark’s

experts admitted that the ‘863 patent provides no objective guidance as to what

would infringe the claim term “elongated and substantially straight baffle portion.”

Claim 1, therefore, should be held invalid due to indefiniteness.

ARGUMENT

I. THE DISTRICT COURT ERRONEOUSLY GRANTED SUMMARY
JUDGMENT OF NO ANTICIPATION AND OBVIOUSNESS

The path to reversal starts with the court’s erroneous dismissal of Briggs’

anticipation and obviousness defenses. Exmark’s characterization of the court’s
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summary judgment decision as a “detailed analysis” (Exmark Br. at 1) is belied by

the ruling itself—a single paragraph mentioning the result of claim 1’s ex parte

reexaminations. Indeed, the sum total of the court’s reasoning is contained in one

sentence: “[a]ll of the defendants’ prior art invalidity arguments have been fully

considered by the PTO and rejected.” The court then held—without describing

any of Briggs’ evidence or arguments—that “[u]nder these circumstances”

summary judgment was warranted. This ruling is unsustainable on this record.

A. Anticipation Is A Fact-Intensive Issue On This Record

Exmark asserts that the Simplicity prior art mower—the centerpiece of

Briggs’ anticipation defense—lacks two elements of claim 1: a “flow control baffle

positioned in said mower deck which extends downwardly from the interior

surface of said top wall between said cutting blades and said front wall” and a

“discharge opening.” (Exmark Br. at 31-32.) Genuine factual disputes regarding

whether Simplicity describes these claim elements should have precluded summary

judgment.
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In arguing to the contrary, Exmark initially mischaracterizes the Simplicity

mower’s structure by providing a drawing that suggests the Simplicity baffle

consists only of V-shaped portions. (Exmark Br. at 32.) The Simplicity baffle,

however, actually extends from one side of the mower deck to the other, as shown

in red below:

“BAFFLE, Front,
Left Hand”

“BAFFLE, Front,
Right Hand”

mower front wall
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(Appx10040-10041.) The left and right portions—specifically called “baffles” in

Simplicity’s prior art document—are bolted to the inside of the front wall. (See

Briggs Br. at 22.) The bottom view, annotated in yellow below, shows the same

thing:

(Appx23915; see Briggs Br. at 46 (unannotated version).)

These images demonstrate that the Simplicity baffles satisfy even Exmark’s

description of its claimed baffle: the baffles are “separate elements” from the front

wall, “positioned in” the mower deck, “between the blades and the front wall,” and

“BAFFLE, Front,
Left Hand”

“BAFFLE, Front,
Right Hand”
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“extend downwardly from the interior surface of the top wall”1 as “clearly distinct

components separate from the walls.” (Exmark Br. at 33.) Given this record, a

reasonable jury could have found that the Simplicity baffles satisfied claim 1,

particularly when Exmark’s expert admitted that the metal adjacent the blades had

the claimed curved-straight-curved shape. (Appx11159 at 195:17-196:15;

Appx9445.)

Exmark also asserts that the Simplicity baffles do not satisfy the flow control

baffle’s claim construction as a “structure within the walls of the mower deck that

controls the flow of air and grass clippings.” (Exmark Br. at 34.) But, as just

illustrated, the Simplicity baffles clearly are a “structure within the walls of the

mower deck.” And, as Briggs’ expert explained, the Simplicity baffle controls the

flow of air and grass clippings because it is the only structure in front of the blades

that impinges upon the moving air and grass. (Appx7220-7222.) Exmark

responds that Simplicity’s front wall, not the baffles, controls the flow of air and

grass clippings. (Exmark Br. at 34.) But this argument is contradicted by the fact

that the front wall is not exposed to the air or grass clippings—the baffle is.

1 Exmark argued successfully during claim construction that a baffle could
“extend[] from the interior surface” of a wall, as claimed, even if there were a
small gap between the baffle and the wall; touching is not required. (Appx10-11.)
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Exmark simply ignores—just as the district court did—additional evidence

establishing that Simplicity’s baffles control the flow of air and grass clippings.

For instance, the baffles extend lower to the ground than the front wall to prevent

blow out—a fact that Exmark does not dispute. (Appx31-34.) The Simplicity

baffles also have a tab structure that runs along the bottom of the baffles (as shown

in yellow below)—another undisputed fact:

(Appx23909; see Briggs Br. at 46 (unannotated version).)

Exmark’s failure to challenge this evidence reveals its response to the

Simplicity reference for what it really is: an attempt to alter the agreed claim

construction by asserting that the entire baffle must be spaced apart from the front

wall in order to have a “meaningful effect” on airflow. (Exmark Br. at 34.)

Although the PTAB adopted that construction of “flow control baffle,” the district

court expressly refused to do so. (Appx42-43.) Under the agreed construction, a

jury reasonably could have found that Simplicity discloses the claimed baffle, just

as three Patent Examiners did in the 2014 reexamination.

tab structure
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Exmark’s attempt to explain away the fundamental differences between the

court’s and the PTAB’s claim constructions is contradicted by the record. (Exmark

Br. at 34 n.3.) The Examiners initially held that “the claims do not require any

spacing between the front baffle and deck wall.” (Appx6277.) The PTAB

reversed this holding: “we understand [Exmark’s] position is that the entire first

flow control baffle controls the flow of air and grass clippings in a meaningful

way. . . . [Exmark’s] contentions are persuasive.” (Appx8633.) The PTAB then

applied a different construction as illustrated below:

PTAB
“[T]he entire first flow control baffle controls the flow of air and
grass clippings in a meaningful way” (Appx8633.)

District
Court

The court “will not adopt the construction that every portion of the
baffle have a meaningful effect on the flow of air and grass
clippings.” (Appx43.)

From any perspective, therefore, the court’s reliance on the PTAB’s decision to

enter summary judgment is illogical and not supported by the record.2 The

contradictory claim constructions and the factual disputes about the structure and

function of the Simplicity prior art should have precluded summary judgment of

anticipation.

2 The expert testimony Exmark relied on in its summary judgment motion was
likewise based on the PTAB’s rejected claim construction. (See Briggs Br. at 28.)
This left Exmark’s summary judgment motion unsupported by any relevant expert
testimony, which concomitantly should have compelled its denial.
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Finally, Exmark’s claim that the Simplicity mower is not “relevant” because

it has a removable plate installed over the discharge opening only adds to the list of

reasons why anticipation is a jury issue. (Exmark Br. at 32.) The Simplicity

mower was found highly relevant by the Patent Office, as it formed the basis for

multiple rejections during reexamination. Specifically, the Examiners found that

its discharge opening “was still physically present in the deck even though this

opening was blocked by the mulching kit.” (Appx23930-23932.) The ‘863

patent’s dependent claims 4, 5, 9 and 10 further support the Examiners’

construction by reciting a plate mounted over the discharge opening.

(Appx3656-3659; see Appx3661-3663; Appx3692-3693.) Finally, Briggs

provided expert testimony supporting the Examiners’ rationale and likewise

explaining why anticipation is a jury issue in this case. (Appx6375-6376;

Appx6380.) There is no basis to disregard this evidence on summary judgment.

B. Obviousness Is A Fact-Intensive Issue On This Record

Disputed fact issues also abound on obviousness. For example, even

assuming that the claimed baffle must be spaced from the front wall—a

requirement not found in the claims, the intrinsic record, or the court’s claim

constructions—Briggs presented evidence that it would have been obvious to space

the Simplicity baffle from the front wall based on Kidd, Koehn, Walker, and/or

Peterson, which show that spaced apart baffles were well known in the art.
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(Appx6377; Appx6393-6398; see Appx5947-5953; Appx1194-1201; Appx1004;

Appx5831.) Briggs likewise provided a specific rationale for such spacing: to

improve the efficiency of the baffle and/or to reduce blow out.

(Appx10092-10093; see Appx6335-6336; Appx6375-6379; Appx6393-6398.) In

particular, Peterson explains that a baffle is “employed to further increase

efficiency of movement of air and clippings from the mower housing.”

(Appx5831; see Appx7725-7727.) Samejima ‘947 also explains how such baffles

reduce blow out. (Appx9447-9458 at 2:3-20; see Appx6335-6336.) Briggs’ expert

added to this evidence (Appx6335-6336; Appx6375-6379; Appx6393-6398), and

even Exmark’s experts admitted that spacing baffles from the front wall was

known to reduce blow out (Appx11155 at 179:25-181:13).

Exmark responds that the only purpose of the Simplicity baffle is to mount

the V-shaped portions to the front wall, so it would not have been obvious to space

the baffle from the wall.3 (Exmark Br. at 35.) But this assertion just raises more

3 Exmark relatedly argues that it would not have been obvious to space the
Simplicity baffle from the front wall because “why would one skilled in the art
nonetheless maintain the shape of the front deck wall?” (Exmark Br. at 36.) This
argument is irrelevant, because Briggs has never argued that the shape of the baffle
or the front wall would change if one were spaced apart from the other. A person
of ordinary skill in the art would have been motivated to space the Simplicity
baffles from the front wall without modifying the shape of either structure.
(Appx6335-6336; Appx6375-6379; Appx6393-6398.)
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fact issues. Briggs provided evidence that the Simplicity baffle portions control

the flow of air and grass clippings, because they are the only structures in front of

the blades that impinge upon the moving air and grass clippings. (Appx23909;

Appx23915; Appx6335-6336; Appx6375-6379; Appx6393-6398; see Appx10061;

Appx10090-10093.) Spacing the Simplicity baffles from the front wall thus would

have been in keeping with their intended function, not contrary to it.

Exmark also maintains that it would not have been obvious to space the

Simplicity baffles from the front wall because the purpose of baffles in mulching

mowers (like Simplicity) is to “contain air and grass clippings around each

individual cutting blade,” rather than direct grass into the next blade as required by

claim 1. (Appx6523-6524.) But this argument raises still more fact issues. Many

prior art mulching mowers (including Simplicity) describe baffles that direct grass

into the next blade. (Briggs Br. at 48-49.) A mulching function thus does not

change the motivation to space the baffle from the front wall in order to reduce

blow out and/or to improve efficiency. That much is expressly taught by Peterson

and Samejima ‘947, and known by persons of ordinary skill. (Appx5831;

Appx7725-7727; Appx9447-9458 at 2:3-20; Appx6335-6336; Appx6335-6336;

Appx6375-6379; Appx6393-6398.)

Exmark’s further assertion that Briggs’ obviousness analysis “ignores” the

requirement of a discharge opening (Exmark Br. at 36) is incorrect. (Briggs Br.
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at 47-48.) And Exmark’s argument that the conventional wisdom was to not

mount the Simplicity baffles in the mower when in a side discharge configuration

is also incorrect. The Simplicity mower is a side discharge mower, even when the

baffles have been installed. (Appx23930-23932; Appx3656-3659; see

Appx3661-3663; Appx3692-3693.) At the very least, a reasonable jury could have

so found, just as the three Patent Examiners did in the reexamination.

Lastly, while Exmark maintains that secondary considerations of non-

obviousness support validity, the court did not analyze these factors, and they raise

even more fact issues. Here, Briggs presented evidence of contemporaneous

invention in the Walker, Simplicity, Samejima ‘635, and Tutschka references, all

of which included baffles that directed grass into the next blade. (Appx1004;

Appx23915; Appx5850-5859; Appx6390-6391; see Appx6393-6398.) Briggs also

provided evidence showing a lack of nexus between any commercial success of the

Exmark Lazer-Z mower—which embodied dozens of technologies—and the

patented feature, i.e., the shape of the baffle. (Appx10093-10094; see

Appx9228-9251; Appx9295-9296.) In short, just as with anticipation, the record

establishes that the factual disputes on obviousness could not be resolved on

summary judgment.
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II. CLAIM 1 IS INVALID DUE TO INDEFINITENESS

The ‘863 patent does not describe any objective boundaries to the claim term

“elongated and substantially straight baffle portion” and, therefore, claim 1 should

be held invalid due to indefiniteness. The court held to the contrary, concluding

that a person of ordinary skill would know how short and curved a baffle could be

and still meet this requirement. (Appx44.) But the court’s finding that “there are

objective criteria to measure the effect of a flow control baffle” is beside the point

because the claims are directed to a structure, not the structure’s “effect.”

(Appx45.) Moreover, the court’s criteria were not even argued by Exmark—

rather, the court, on its own, described the baffle’s “efficiency” as a purported

objective boundary. (Id.) Exmark’s appeal brief does not even mention this

rationale, much less attempt to defend it.

The error in the court’s reasoning is apparent. On its face, the notion of an

“efficient” baffle is difficult to ascertain objectively. (Appx13300

at 120:20-121:25.) Indeed, Exmark had attempted, during original prosecution, to

claim a baffle that controlled airflow “efficiently.” (Appx550-551.) But that claim

was rejected as indefinite (under the stricter pre-Nautilus standard). (Appx13300.)

Exmark’s expert, Mr. Busboom, also admitted that comparing the efficiency of two

baffles is a “purely subjective judgment.” (Appx13300 at 120:20-121:25;
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Appx16918-16919 at 121:6-124:8.)4 And, even if efficiency could be determined

objectively, there is no guidance as to what level of efficiency is required by the

claim.

Turning to Exmark’s expert’s own rationales, they not only failed to identify

the objective boundaries of the claim term, but they were unable to explain how to

identify its boundaries. Mr. Busboom was unaware of “any kind of tests or . . . a

functional standard that would let [someone] know whether the elongated and

substantially straight portions are or are not elongated and substantially straight.”

(Appx1242 at 234:13-18; see Appx8165-8166 at 121:21-122:16.) He likewise

could not explain how to determine whether a baffle infringed the disputed term:

Q. Are you unable to tell me sitting here today how a
competitor would be able to determine if their baffles infringe the
requirement that the claim has elongated straight sections or not?

A. I don't think I would be able to do that.

(Appx1240 at 210:1-5.)

Exmark counters with Mr. Busboom’s testimony that he would look to

“measuring the blowout of the deck” and “observing the horsepower that’s

required to operate two different design decks.” (Exmark Br. at 9-10.) But he (and

Exmark) does not explain how these factors help determine whether a baffle

4 Its other expert, Dr. Strykowski, rejected outright the notion that the baffle had to
function “efficiently.” (Appx7159 at 102:10-103:15.)
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portion is sufficiently long and straight to meet the “elongated and substantially

straight baffle portion” limitation. (Appx16966 at 310:19-311:4.) Indeed, as just

stated, Mr. Busboom admitted that comparing the performance of two baffles in

this manner is a “purely subjective judgment.” (Appx13300 at 120:20-25;

Appx16918-16919 at 121:6-124:8.)

Exmark also points to Mr. Busboom’s testimony that it would be

“instructive” to compare the “substantially straight” aspect of the baffle to other

parts of the mower. (Exmark Br. at 43.) But he once again failed to identify what

other parts of the mower he was talking about or how much straighter the

“substantially straight” portion had to be. Mr. Busboom also said that he would

look to whether the baffle portion functioned as an arcuate portion (Exmark Br.

at 43), but this just begs the question of what is “substantially straight” versus

“arcuate.”

Further reinforcing the lack of objective boundaries, Exmark’s argument that

“the baffle portion must also, as a whole, be straighter than the neighboring arcuate

portions” (Exmark Br. at 42) is directly contradicted by Mr. Busboom:

Q. Does the elongated and substantially straight baffle portion
in the claims of the ‘863 Patent have to have a different curvature than
the arcuate portion on the baffle in the claims?

A. I don’t believe that it does.

(Appx10308 at 128:6-129:19.)
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While Exmark refers only in passing to Dr. Strykowski’s testimony (Exmark

Br. at 43-44), Briggs already has explained why the factors he considered do not

provide objective guidance. (Briggs Br. at 52.) He also specifically rejects

Exmark’s contention that the baffle’s function can be an objective criterion—he

testified that the mower’s performance was irrelevant because the claims were

directed to a structure, not a function. (Appx12390 at 126:24-127:17.)

Exmark is also incorrect in asserting that the jury was able to determine the

boundaries of the term “substantially straight” when it found Briggs’ redesign to be

noninfringing. (Exmark Br. at 23-24, 37-40.) Briggs presented multiple reasons

for non-infringement, only one of which related to whether the accused baffle

portion was “substantially straight.” (Appx19252-19253.) The jury did not make

a finding to this effect, and indefiniteness remains an issue for this Court.

Finally, the ‘863 patent itself provides no objective guidance. It describes

the “substantially straight” baffle portions as “relatively straight.” (Appx240

at 4:8-17.) The term “relatively” is, however, no more objective than the term

“substantially.” And Mr. Busboom did not even consider this passage in forming

his opinions. (Appx10308 at 126:18-128:5.) When asked about it at deposition, he

was “not sure specifically what [the baffle’s straightness] would be relative to.”

(Appx10307-10398 at 124:24-128:2.) The only other portion of the specification

describing the “elongated and substantially straight baffle portions” shows them as
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perfectly straight, which provides no guidance as to how short and curved they can

be and still satisfy the claim term.

This Court recently reversed a finding of no indefiniteness of the term

“elongated” in GE Lighting Solutions, LLC v. Lights of Am., Inc., No. 2015-1979,

2016 WL 6301307 (Fed. Cir. Oct. 27, 2016). Although “terms of degree are [not]

inherently indefinite,” the patent must provide “some standard for measuring that

degree” such that the claim language “provide[s] enough certainty to one of skill in

the art when read in the context of the invention.” Id. at *2. To meet the

definiteness requirement, “the patent must provide that additional information in

the form of ‘objective boundaries.’” Id. (emphasis added). The specification in

GE Lighting, as here, did not provide any “additional information” in the form of

objective boundaries of the term “elongated”.5 See, e.g., KLA-Tencor Corp. v.

Xitronix Corp, No. A-08-CA-723-SS, 2011 WL 318123, at *3

5 Most of Exmark’s cited authorities were decided under the pre-Nautilus standard
and are, therefore, of limited relevance. (Exmark Br. at 38-39.) In any event, there
are many cases decided under the pre-Nautilus standard in which terms of degree
were held to be indefinite. See, e.g., Semmler v. Am. Honda Motor Co., 990 F.
Supp. 967, 975 (S.D. Ohio 1997); Baldwin Graphic Sys., Inc. v. Siebert, Inc., No.
03 C 7713, 2008 WL 4083145, at *9 (N.D. Ill. Aug. 27, 2008). These cases
establish that the specific context of the patent-in-suit is central to the inquiry.
Because it is the context of the ‘863 patent that matters, Exmark’s reliance on the
use of “substantially” in other patents is not dispositive (or even probative).
(Exmark Br. at 38-39); see Medrad, Inc. v. MRI Devices Corp., 401 F.3d 1313,
1318 (Fed. Cir. 2005).
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(W.D. Tex. Jan. 31, 2011); S.O.I. Tec Silicon On Insulator Techs., S.A. v. MEMC

Elec. Materials, Inc., 745 F. Supp. 2d 489, 508-09 (D. Del. 2010).

Because there are no objective boundaries in the ‘863 patent regarding how

long and straight the “elongated and substantially straight baffle portion” must be,

claim 1 is invalid due to indefiniteness. Judgment should be entered for Briggs.

III. A NEW TRIAL ON DAMAGES IS REQUIRED

A. Exmark Was Erroneously Permitted To Present An Entire
Market Value Damages Calculation

This Court has “cautioned against reliance on the entire market value of the

accused products because it ‘cannot help but skew the damages horizon for the

jury, regardless of the contribution of the patented component to this revenue.’”

Virnetx, Inc. v. Cisco Sys., Inc., 767 F.3d 1308, 1327 (Fed. Cir. 2014) (quoting

Uniloc USA, Inc. v. Microsoft Corp., 632 F.3d 1292, 1320 (Fed. Cir. 2011)). Here,

Exmark was permitted to “skew the damages horizon” in the exact manner Uniloc

cautions against. Thus, reversal for a new trial on damages is required.

1. Exmark Was Required To Apportion The Royalty
Base

Exmark asserts that it is generally permissible to use the entire market value

of a multi-component product as its royalty base. (Exmark Br. at 48-50.) But that

reverses the standard: “it is the exception, not the rule, that damages may be based

upon the value of the multi-component product.” Virnetx, 767 F.3d at 1326.

Instead, the entire market value may be used “only where the patented feature
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creates the basis for customer demand or substantially creates the value of the

component parts.” Id. (emphasis in original). Exmark never even tried to make

this showing.

Exmark’s reliance on the “smallest-saleable unit” to justify its entire market

value royalty base is also contrary to law. (Exmark Br. at 46-48.) “[A] patentee’s

obligation to apportion damages only to the patented features does not end with the

identification of the smallest salable unit if that unit still contains significant

unpatented features.” Virnetx, 767 F.3d at 1329. Rather, even if the smallest

saleable unit is the mower—which the record refutes—Exmark still must apportion

the royalty base. Id. “To hold otherwise would permit the entire market value

exception to swallow the rule of apportionment.” Id. at 1327-28.

As this Court’s precedents establish, therefore, the court’s ruling that

Exmark could present a royalty rate analysis under Georgia-Pacific without any

apportionment of the royalty base was improper. See id. at 1326-27; Uniloc, 632

F.3d at 1320 (holding patentee may not rely on “the entire market value of accused

products for minor patent improvements simply by asserting a low enough royalty

rate.”); LaserDynamics, Inc. v. Quanta Computers, Inc., 694 F.3d 51, 67 (Fed. Cir.

2012) (“[T]he requirement to prove that the patented feature drives demand for the

entire product may not be avoided by the use of a very small royalty rate.”);

Imonex Servs., Inc. v. W.H. Munzprufer Dietmar Trenner GmbH, 408 F.3d 1374,
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1380 (Fed. Cir. 2005) (“Any reliance on the so-called Georgia-Pacific factors . . .

had little or no relation to Imonex’s entire-value calculation in different clothing.”).

Exmark’s contrary assertion that the Ericsson Court approved an

apportionment methodology based only on a royalty rate is misleading. (Exmark

Br. at 46 (citing Ericsson, Inc. v. D-Link Sys., 773 F.3d 1201, 1227

(Fed. Cir. 2014)).) There, the Court admonished that “care must be taken to avoid

misleading the jury by placing undue emphasis on the value of the entire product.”

Ericsson, 773 F.3d at 1226. It held that when the patented feature does not drive

demand for the entire product, “courts must insist on a more realistic starting point

for the royalty calculations by juries—often, the smallest salable unit and, at times,

even less.” Id. at 1227. Under Ericsson, Exmark had to apportion the base, but it

did not.

The other cases Exmark relies on are distinguishable and do not endorse its

failure to apportion the royalty base. In AstraZeneca, the product was a

pharmaceutical compound that did not include an “unpatented or non-infringing

feature,” unlike the mowers here. AstraZeneca AB v. Apotex Corp., 782 F.3d

1324, 1338 (Fed. Cir. 2015). AstraZeneca does not hold that apportionment is not

required when, as Briggs showed here, it is possible to do. In Douglas Dynamics,

the entire value of a snowplow assembly was used as the base because the record

established that the patented feature created the value of the assembly. Douglas
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Dynamics, LLC v. Buyers Prods. Co.,76 F. Supp. 3d 806, 817 (W.D. Wisc. 2014).

The record shows the contrary here. In Univ. of Pittsburgh, the Court determined

that, unlike in this case, “Pitt [was] not attempting to include the value of

unpatented features within its royalty base.” Univ. of Pittsburgh v. Varian Med.

Sys., Inc., 561 F. App’x 934, 947 (Fed. Cir. 2014). In Spectralytics, apportionment

was never mentioned, and there is no indication that the product contained

unpatented features. Spectralytics, Inc. v. Cordis Corp., 649 F.3d 1336, 1340,

1346-47 (Fed. Cir. 2011). Finally, apportionment also was not mentioned in State

Contracting, and there was no evidence that any subpart of a construction contract

had value. State Contracting & Eng’g Corp. v. Condotte Am., Inc., 346 F.3d 1057,

1061, 1072 (Fed. Cir. 2003). By contrast, Briggs provided evidence that the value

of the patented feature was $17.50 per mower.6 Exmark’s failure to apportion here

accordingly requires reversal.

2. Exmark Did Not Apportion The Value Of The Baffle
Relative To The Mower

Exmark admits that the royalty must “be based on the incremental value

that the patented invention adds to the end product.” (Exmark Br. at 46 (emphasis

added).) The clearest evidence of incremental value is the price of baffle kits

6 Contrary to Exmark’s contention, Mr. Bone did not rely on the entire market
value of the mower. (Exmark Br. at 52.) His fixed dollar amount per mower is
independent of the mower’s overall price. (Briggs Br. at 60.)

Case: 16-2197      Document: 30     Page: 26     Filed: 11/21/2016



- 21 -

Exmark sold in the late-1990s, which allowed the claimed baffle to be retrofitted

onto baffle-less mowers. These kits were sold for to Exmark’s profit was

even less. (Appx7022-7024; see Appx18048; Appx18053-18054; Appx22534;

Appx22536; Appx22564; Appx22574.) In addition, the price difference between

Exmark’s mowers before and after introduction of the claimed baffle was less

than again, its profit was much less. (Appx7022-7024; see

Appx22560-22561; Appx22567-22568.) The prejudice from Exmark’s failure to

apportion is clear: its 5% royalty is more than ten times the baffle’s standalone

value.

Exmark’s expert dismissed these kits and price comparisons

(Appx18343-18345 at 840:8-842:16.), provided no opinion on any “incremental

value” of the claimed baffle (Appx18343 at 840:8-24), and resorted to a sweeping,

qualitative analysis (Appx18344-18345 at 841:20-842:16). For instance, when

asked whether she apportioned the value of the ‘863 patent relative to other

components, Ms. Bennis responded that “the entirety of my report is an effort to do

that. So I would point you to the discussion had throughout the entirety of the

report.” (Appx6842 at 389:11-22.) Her 5% royalty rate was the result of similar

black box reasoning, having considered “the universe of information” and

providing no quantitative analysis or explanation regarding apportionment.

(Appx18322 at 819:3-21; Appx18396-18397 at 893:8-894:9; Appx13684
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at 16:7-17:22; Appx13685 at 18:22-19:24; Appx13687 at 28:10-24; Appx13709

at 115:1-11; Appx13711-13712 at 125:16-127:6; Appx13777 at 388:13-389:4.)

This is insufficient under governing law. See Whitserve, LLC v. Computer

Packages, Inc., 694 F.3d 10, 31 (Fed. Cir. 2012).

In fact, Exmark never tried to determine the claimed baffle’s incremental

value. It failed to conduct any head-to-head or preference testing between a

mower with the claimed baffle versus one without it. Exmark also failed to ask a

single customer whether it purchased an Exmark lawnmower because of the baffle.

(Appx18059-18060 at 556:21-557:7.) And there was never any dispute that many

features other than the baffle drove customer demand. (See, e.g.,

Appx18357-18359 at 854:3-855:25; Appx18230-18231 at 727:20-728:19;

Appx21499-21502; Appx23558.) Exmark plainly did not meet its burden of proof,

and reversal is required.

3. Exmark Fails To Account For Unpatented Features
Of The Baffle

Exmark also failed to apportion the value of the invention from unpatented

parts of the baffle itself. It mischaracterizes “Mr. Busboom’s specific

improvement” as “the addition of the flow control baffles” (Exmark Br. at 48), but

claim 1 does not cover any and all baffles. Rather, the patented feature is a baffle

having the particular shape recited in claim 1.
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The evidence relied on by Exmark reflects a misleading (and insufficient)

effort to apportion value to the baffle as a whole, rather than to the claimed shape

of the baffle. For example, Mr. Busboom’s belief that the baffle interacted with

and improved other aspects of the mower was based on his comparison of a mower

with a baffle to a mower without any baffle. (Exmark Br. at 48.) Exmark also

argues that the baffles “improve the airflow under the deck, which lowers

horsepower requirements” and that “[t]he front baffle and deck walls cooperate to

reduce blowout.” (Id.) But these benefits were already provided by prior art

baffles (Appx17818 at 315:12-22), and they could not, therefore, be attributed to

the patented baffle.

In this case, the only evidence of a comparison between the claimed baffle

and unpatented baffles shows little, if any, value in the patented feature. Briggs,

Scag, and Schiller were all able to design around claim 1 for minimal cost and in

short time. (Appx19093 at 1590:2-20; Appx18544 at 1041:7-18.) Briggs’

noninfringing redesigned baffle provided “equal to or better“ performance than its

old baffle design. (Appx18924 at 1421:11-14.) And after Scag designed around

the patent in 2003, it remained Exmark’s biggest competitor. (Appx17691-17692

at 188:16-189:5.) Exmark did not provide any evidence that the shape of the

claimed baffle held value over and above non-infringing baffles. Reversal is

required for this reason as well.
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4. Exmark’ Expert’s Opinion Does Not Support The
Excessive Damages Award

Exmark spends pages of its brief defending Ms. Bennis’s use of a 5%

royalty rate as though that can excuse its failure to apportion the royalty base.

(Exmark Br. at 45-61.) This dissertation leads nowhere. Her opinion was

insufficient, as a matter of law, because it was not focused on the patented feature,

and the evidence cited by Exmark highlights this failure.

First, Exmark argues that cut quality and productivity were important to

customers and that the claimed baffles contributed to these aspects of mowing.

(Exmark Br. at 54-55.) But non-infringing baffles, such as Briggs’ redesign and

the prior art baffles, provided these same benefits. (Appx18924 at 1421:11-14;

Appx3552.) Moreover, many components other than the baffle affect cut quality

and productivity—remove one blade or one wheel and the mower will cease to

function in an acceptable manner. (See, e.g., Appx21842; Appx21846.)

Furthermore, Exmark made no attempt to apportion the value of “cut quality” or

“productivity” to the mower’s overall value. There are many mower

characteristics valued by customers that have nothing to do with the baffle, such as

comfort, serviceability, durability, safety, stability, controls, and brand. (See, e.g.,

Appx21873.)

Second, Exmark points to a Briggs “Selling Value” document identifying the

value that customers attribute to certain mower features. (Exmark Br. at 55.)
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Baffles are not listed, and Exmark never attempts to tie these values to the claimed

baffle shape. Moreover, the document reflects retail sales values, not the value to

Briggs as a manufacturer. (Appx21873.) Briggs’ revenues are of these retail

prices (the rest belongs to the dealers), and its gross profits are about

(Appx18680-18681.) The value to Briggs of the “ten-gauge double top

mower deck” would be per mower. Yet Exmark seeks

more than ten times that amount for a sub-portion of that very deck.

Third, Exmark claims a value for a reduction in horsepower (Exmark

Br. at 56), but, as discussed, Exmark never ties this benefit to the claimed baffle

shape. Briggs’ non-infringing baffles and prior art baffles also provide improved

airflow (Appx18924 at 1421:11-14; Appx 3551-3553), which leads to the

reduction in horsepower. (Exmark Br. at 49.)

Fourth, Exmark points to the Scag settlement rate of (Exmark Br.

at 56), but that agreement covered four patents, not just the ‘863 patent. And

because Scag had designed around the ‘863 patent, it knew it would owe Exmark

only past damages, which totaled Moreover, Scag was (and is)

Exmark’s biggest competitor (A21638; Appx21722-21723); by contrast, Briggs’

market share was less than one-fourth of Scag’s (Appx21638). The Scag

agreement, therefore, does not provide a pertinent benchmark for the claimed

baffle’s value in a Briggs mower.
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Fifth, Exmark points to the parties’ profit margins (Exmark Br. at 57), but it

provides no evidence on how the shape of the baffle could be worth of

Briggs’ gross profits and nearly of its net profits.7

For multiple reasons, therefore, the prejudicially-excessive damages award

does not withstand analysis under the controlling law or this record. Retrial on

damages is required.

B. Briggs Should Have Been Permitted To Introduce Prior Art

A damages retrial also is warranted based on the court’s treatment of the

prior art. By erroneously excluding most of that art, the court allowed Exmark to

suggest (as it does repeatedly in its appeal brief) that it invented more than the

claimed baffle. (See, e.g., Appx1004; Appx1194-1201; Appx5831;

Appx5850-5859; Appx5947-5953; Appx23915.) In response, Briggs would have

shown the jury that the benefits Exmark attributed to its baffle were already

provided by the prior art. This is relevant to Georgia-Pacific factor nine, i.e., the

differences between the claimed invention and “old modes that had been used for

working out similar results.”

7 Exmark mischaracterizes the testimony of Briggs’ expert when it asserts that he
“double-counted certain costs in an effort to present a lower profit number for
Briggs.” (Exmark Br. at 58.) In the cited passage, the expert repeatedly disagreed
with counsel’s suggestions that he double-counted.
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The court nonetheless excluded all prior art that had not been

commercialized. This reflects an unduly strained interpretation of the phrase “that

had been used,” and Exmark has not cited any case in which factor nine was

limited only to commercialized products. The prior art patents reflect

embodiments that “had been used” at least by the inventors; a patent itself is

considered a reduction to practice of an idea, i.e., a use.

The court also precluded prior art directed to mulching mowers, e.g.,

Simplicity. Exmark’s argument, which the court accepted, was that mulching

mowers had not “been used for working out similar results.” (Appx73;

Appx19235 at 1732:11-22.) At the least, the relevance of mulching mowers

should have been considered by the jury. The Examiners found the Simplicity

mower and other mulching mowers highly relevant to the ‘863 patent—a finding

that was not questioned by the PTAB. Moreover, Exmark’s own brief shows the

relevance of mulching mowers: Exmark repeatedly insists that the only thing lawn

mowers do is cut grass, and mulching mowers cut grass.

C. Briggs Should Have Been Permitted To Introduce Evidence
Of Exmark’s Knowing Delay In Enforcing Its Patent Rights

The court’s failure to allow evidence of Exmark’s deliberate delay in

enforcing its patent rights also supports a damages retrial. Exmark’s contention

that “Briggs was not prevented from introducing evidence or argument regarding

Exmark’s alleged delay” is misleading. (Exmark Br. at 60.) Briggs was precluded
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from showing that Exmark actually suspected Briggs was infringing and still did

nothing about it. (Appx70-71.) Briggs was prejudiced because it could not

impeach Exmark’s witnesses with this enforcement history when they asserted that

“it bothers us to compete with a competitor using our technology that we’ve

identified and developed and I call it the intellectual property of our company.”

(Appx18194 at 691:3-5; see Appx17679 at 176:19-23; Appx18066 at 563:8-10;

Appx19225 at 1722:21-23.) Exmark knowingly allowed Briggs to compete against

it with its own technology for nearly a decade without asking Briggs to stop.

(Appx17964; Appx20310; Appx22581-22582.) This line of cross-examination

would have undermined Exmark’s intellectual property refrain, and a damages

retrial is needed for this reason.

IV. A NEW TRIAL ON WILLFULNESS IS REQUIRED

On willfulness, as Exmark notes, the jury was instructed to consider

“whether Exmark ha[d] shown by clear and convincing evidence that an

unjustifiably high risk of infringement was known to Briggs or was so obvious

that it should have been known to Briggs.” (Appx17484 (emphasis

added).)8 Briggs sought to show that the risk of infringement was not high at the

8 The correctness of this excerpt from the instruction does not, as Exmark would
have it, make all other errors in the instruction and in the court’s exclusion of
evidence harmless.

Case: 16-2197      Document: 30     Page: 34     Filed: 11/21/2016



- 29 -

time of the alleged infringement by presenting prior art designs that demonstrate

the ‘863 patent’s questionable validity. But this evidence was excluded based on

the court’s erroneous pretrial ruling that Briggs’ invalidity arguments were

unreasonable. The prejudice from this ruling was compounded when Exmark was

permitted to show similarities between Briggs’ infringing design and the ‘863

patent, even though the issue of infringement had been decided before trial. This

apparent disparity in treatment is reversible error.

After Halo, proof of an objectively reasonable defense no longer acts as a

complete bar to willful infringement. Halo Elecs., Inc. v. Pulse Elecs, Inc., 136

S. Ct. 1923, 1928, 1932-33 (2016). But reasonable defenses are still relevant to the

jury’s consideration of willfulness, because they show whether the defendant faced

an “unjustifiably high risk” of infringement that was “so obvious” that it should

have been known. Halo did not change “the established law that the factual

components of the willfulness question should be resolved by the jury.”

WBIP, LLC v. Kohler Co., 829 F.3d1317, 1341 (Fed. Cir. 2016); see id. at

1341 n.13.

Exmark misses the point when it asserts that “Halo held that a party cannot

avoid willful infringement by pointing to defenses that it was not aware of at the

time of the infringement.” (Exmark Br. at 64.) To be sure, Halo establishes that

these defenses are no longer “a categorical bar” to willfulness as they had been
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under Seagate. Halo, 136 S. Ct. at 1930. But Halo did not hold that reasonable

defenses were irrelevant if they were not in the mind of the defendant at the time.

Indeed, the language “unreasonably high risk of infringement” in the jury

instruction would be meaningless if reasonable defenses could not be presented.

The inquiry would collapse into whether the defendant knew about the patent,

rather than a high risk of infringement.9

Here, Exmark was free to prove the “unjustifiably high risk” aspect of the

Halo analysis, but Briggs was precluded from attempting to disprove the same

thing with the prior art. The willfulness verdict accordingly should be vacated,

along with the accompanying enhancement order, for a new trial.10

V. LACHES SHOULD BE REMANDED FOR PROPER
CONSIDERATION OF THE CONTROLLING FACTORS

This Court may set aside a laches ruling “if the decision rests on an

erroneous interpretation of the law or on clearly erroneous factual underpinnings.”

Serdarevic v. Advanced Med. Optics, Inc., 532 F.3d 1352, 1358 (Fed. Cir. 2008).

Briggs provided at least three instances where the court failed to apply the law of

laches and based its decision on clearly erroneous factual findings.

9 One result of this error is that Exmark was allowed to argue that Briggs was
willful even when claim 1 sat rejected at the Patent Office from 2013 to 2014.
(Appx18704-18706 at 1201:14-1203:11.)

10 Exmark is wrong when it asserts that Briggs has not challenged the
enhancement ruling. (See Briggs Br. at 36-37, 75-76.)
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First, Briggs provided an Exmark memorandum from November 2001 in

which it indicated that Ferris (Briggs’ subsidiary) potentially infringed the ‘863

patent. (Appx22581-22582.) Exmark does not dispute that it should have known

it had a claim at the time. (Appx20945.) As a result, it was clearly erroneous for

the court to not apply a presumption of laches.11 See A.C. Aukerman Co. v. R.L.

Chaides Constr. Co., 960 F.2d 1020, 1037 (Fed. Cir. 1992) (“A delay of more than

six years raises a presumption of laches.”).

Second, the court’s finding that Exmark’s delay was reasonable is legally

and factually erroneous. This Court held in Aukerman that “a patentee may [not]

intentionally lie silently in wait watching damages escalate, particularly where an

infringer, if he had had notice, could have switched to a noninfringing product.”

Id. at 1033. Yet, Exmark was allowed to lie silently in wait watching damages

escalate while Briggs could have switched to a noninfringing product, as it did in

2010. (Appx20414 at 178:11-14; Appx18537-18539 at 1034:14-1036:15;

Appx20443-20446 at 207:21-210:11; see Appx20341 at 105:1-8; Appx20414 at

178:6-14.) Moreover, the court’s analysis was undermined by its clearly erroneous

11 Exmark’s brief incorrectly states that Briggs did not argue that the court’s ruling
was clearly erroneous. Briggs did so: “[t]his was both a misinterpretation of
Aukerman as well as a clearly erroneous factual finding in light of Exmark’s
admission” and the 2001 memorandum supporting Exmark’s knowledge. (Briggs
Br. at 68, 73.)
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belief that Exmark had not been on notice of its claim in 2001. The issue should

be remanded for consideration of whether the delay was reasonable since 2001.

Third, the court also erred when it found that Briggs had not been prejudiced

by Exmark’s delay because it could not have designed around the ‘863 patent.

(Appx100-101.) Exmark does not dispute that Briggs could have designed around

the patent. Instead, it argues that Briggs would not have done so, but there is no

evidence supporting this argument. Rather, every witness agreed that Briggs

would have designed around the patent, just as it did in 2010.

(Appx18537-18539; Appx19453 at 114:24-115:16; Appx20444-20445.)

Here, the court’s failure to consider these factors in its analysis lead it to a

legally questionable and clearly erroneous result. Laches should be remanded for

further consideration under the proper standards.

CONCLUSION

Briggs respectfully requests that the Court order that claim 1 is invalid due

to indefiniteness and that judgment be entered for Briggs, or, alternatively, that the

judgment be vacated and the case remanded for a trial on obviousness,

anticipation, damages, willfulness, and laches.
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