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PRELIMINARY STATEMENT

A defendant in a patent infringement trial should not be shorn of its defenses

based on expedience or misplaced intuition, nor should a plaintiff be awarded

damages bearing no relation to the alleged infringement. The district court

disregarded these principles, and this Court should reverse and remand for a new

trial where Briggs can defend itself as the law allows.

This case centers on Exmark’s claim that certain Briggs lawn mowers—

specifically, the “flow control baffle” in the cutting deck component of those

mowers—infringe claim 1 of U.S. Patent No. 5,987,863 (the “‘863 patent”).

Briggs was unaware of the possibility of infringement of the ‘863 patent before the

lawsuit, and after Briggs was sued it immediately changed its mower baffles to a

design the jury found did not infringe.

Before trial, the district court summarily—without any substantive

analysis—rejected Briggs’ Section 102, 103, and 112 defenses simply because

asserted claim 1 had survived an ex parte reexamination that touched on some, but

not all, of the issues. And the district court did so notwithstanding the fact that the

previous rejections of the asserted claim 1 were reversed only after the PTAB

accepted Exmark’s invitation to apply a narrower claim construction than had been

adopted by the district court.

Case: 16-2197      Document: 15     Page: 10     Filed: 09/08/2016



- 2 -

These pre-trial rulings left only damages and willfulness to be decided for

Briggs’ pre-suit baffle design. There, too, the district court committed error,

allowing Exmark’s expert to base her royalty opinion on the entire market value of

Briggs’ mowers, even though the ‘863 patent is only relevant to the mowers’ baffle

shape and the baffle shape admittedly is not the only driver of customer demand.

And, operating under the overruled Seagate standard, the district court precluded

Briggs from telling the jury that it ever had a defense to Exmark’s claims.

The result was predictable. The jury found Briggs to be a willful infringer

and awarded nearly $25 million in damages—more than two-thirds of Briggs’

profits on the mowers at issue—which the district court enhanced by another $25

million after trial.

No party is entitled to a perfect trial, but every party is entitled to a fair one.

The erroneous summary adjudication of Briggs’ invalidity defenses, the improper

inflation of the plaintiff’s available damages, and the legally erroneous treatment

of willfulness produced an unjust verdict. This Court should vacate and remand.
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STATEMENT OF RELATED CASES

Defendant-Appellant’s counsel is unaware of any related cases within the

meaning of Federal Circuit Rule 47.5.
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JURISDICTIONAL STATEMENT

This is an appeal from the written and oral decisions, including the final

judgment, of the United States District Court for the District of Nebraska regarding

infringement, invalidity, and damages relating to claim 1 of the ‘863 patent. This

Court has jurisdiction pursuant to 28 U.S.C. § 1295(a)(4)(A) and 35 U.S.C. § 329.
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STATEMENT OF THE ISSUES

(1) Whether the district court erred in granting summary judgment of no

invalidity by failing to consider the merits of Briggs’ defenses of obviousness and

anticipation and instead relying solely on a PTAB appellate reversal in an ex parte

reexamination.

(2) Whether the district court erred in granting summary judgment that

claim 1 was not indefinite when Exmark’s experts were unable to explain “how a

competitor would be able to determine if their baffles infringe.”

(3) Whether the district court erred in denying Briggs a new trial on

damages due to its rulings: (i) permitting Exmark to seek royalty damages on the

entire market value of Briggs’ lawn mowers without even attempting to show that

the patented feature drove customer demand; (ii) excluding prior art showing that

any differences between claim 1 and “old modes” were insignificant; and (iii)

excluding evidence that Exmark silently permitted Briggs to infringe for ten years.

(4) Whether, as a result of the errors suggested by Issues (1) and (2) and

the Supreme Court’s decision in Halo Elecs., Inc. v. Pulse Elecs., Inc., 136 S. Ct.

1923 (2016), a new trial on willfulness is required.

(5) Whether the district court erred in finding no laches when Exmark

knew it had a claim in 2001 but sat on its rights until it chose to sue in 2010, and

when Briggs could easily have altered its baffle to a non-infringing design.
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STATEMENT OF THE CASE

The technology here relates to high-end commercial lawn mowers, like the

Briggs mowers shown below:

These mowers, which cut swaths of grass from four to six feet wide at speeds of

over ten miles per hour, are sold primarily to commercial landscapers and lawn

mowing companies. The mowers are complex pieces of machinery that employ

dozens of important technologies, many of which are patented. The two main

components are the “tractor” and the mower “deck,” which hangs under the tractor

between the wheels (as shown above).

This dispute implicates a “flow control baffle,” a metal strip that directs air

and grass clippings under the mower deck. The baffle in Figure 4 of the ‘863

patent is shaded blue below:

Mower deckmower decks
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The only asserted claim (claim 1) requires the right-hand portion of the baffle to

have a certain shape—it must be curved (56), then straight (58), then curved (60),

as shown above. (Appx238; Appx241 at 6:21-31.) The straight portion must point

in a “chord-like fashion” into the adjacent blade (arrow, above).

Similar baffles were known in the prior and contemporaneous art, e.g.:

curved 56straight 58

flow control
baffle 40

“chord-like” curved 60
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(Appx1004.)

(Appx23915.)
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(Appx12741.)

A. Exmark’s Efforts To Obtain And Enforce The ‘863 Patent

1. Exmark’s Lawn Mower Business

Exmark, which began making lawn mowers in the 1980s, is the largest

manufacturer of commercial-grade lawn mowers in the United States.

(Appx17675 at 172:8-20.) In early 1995, it launched a new mower called the

“Lazer Z.” (Appx17734 at 231:3-4.) The mower boasted “zero turn radius”

(“ZTR”) technology, a middle-mounted cutting deck between the wheels (as

opposed to the deck being pushed out front or pulled behind), and dozens of other

new features as well as a front flow control baffle. (Appx21499-21502.) The

Lazer Z was a success, and Exmark’s sales grew significantly.

(Appx21628-21629.) This success attracted the attention of The Toro Company,

which acquired Exmark in 1997. (Appx17580.)
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2. The ‘863 Patent

a. The Grandparent ‘575 Application

After Exmark launched its Lazer Z mower, it filed U.S. App.

No. 08/559,575 (the “‘575 application”) in November 1995. The ‘575 application

describes many different product features, most of which have nothing to do with a

flow control baffle. (See Appx518-542.) Only one figure in the ‘575 application

depicts a baffle (23, shaded below):

(Appx537.) The text of the ‘575 application does not describe the baffle’s shape or

position in the deck, only its intended purpose of “effectively, efficiently and

strategically” ejecting grass clippings. (Appx533.) Only two of the original seven

claims recited a baffle, which had to “efficiently” direct grass clippings through the

discharge opening. (Appx523-526.)
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The PTO rejected these baffle claims as indefinite and obvious.

(Appx548-554.) Rather than dispute these determinations, Exmark cancelled the

claims and replaced them with claims reciting a baffle: (i) between the walls and

blades of the mower and (ii) extending substantially continuously across the deck.

(Appx557-573.) New dependent claims recited a curved-straight-curved shape.

(Appx559-560 (pending claim 11).) But these claims too were rejected.

(Appx603-614.) The PTO noted that “it is old and well known in the art to use a

first baffle having a straight section between the semi-circular baffle portions . . . .”

(Appx606.) Exmark did not respond to this rejection, and the application was

abandoned in February 1998.

b. The Parent ‘825 Application

On January 17, 1997, Exmark filed U.S. App. No. 08/784,825 (the “‘825

application”) as a continuation-in-part of the ‘575 application. Despite that

designation, the ‘825 application was entirely new; it did not repeat any portion of

the earlier application.

Original claim 1 in the ‘825 application did not recite the curved-straight-

curved shape. (Appx657-658.) The PTO initially rejected the claim as anticipated.

(Appx686-692.) Exmark responded that the prior art did not show a baffle

directing cuttings into the adjacent blade, but instead into the blade’s “periphery.”

(Appx707-708.) The PTO rejected this argument. (Appx718-719.)
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Exmark then added new claims requiring (i) the curved-straight-curved

shape and (ii) that the straight portion be angularly disposed to direct clippings

inwardly within the blade tip path of the second blade. (Appx725.) The PTO

denied these amendments because they raised “a new issue that would require

further consideration & search.” (Appx733.) Exmark then cancelled the baffle

claims and filed another application.

c. The ‘863 Patent

Exmark’s original ‘863 patent application presented the same claims that it

had just cancelled. After another rejection, Exmark amended them to recite the

straight baffle portion be oriented “in a chord-like fashion” to the second blade, so

that clippings are deflected inwardly of the blade circle. (Appx934-936.) It

claimed the straight baffles in the cited prior art were “tangentially disposed rather

than in a chord-like fashion” (Appx938) even though other art—which Exmark did

not disclose—showed the chord-like arrangement. Based on this single asserted

difference, the ‘863 patent issued in November 1999.

As shown below in the shaded version of Figure 4 of the ‘863 patent,

claim 1 recites a baffle having: (i) “a first arcuate portion” (yellow); (ii) “a first

elongated and substantially straight portion” (red); (iii) “a second arcuate portion”

(green); and (iv) the substantially straight portion is “angularly disposed . . . in a

chord-like fashion” with respect to the second blade (red arrow):
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3. Exmark Sues Scag

By late 1998, while Exmark still was prosecuting the ‘863 patent, many

companies were selling mowers with baffles having a curved-straight-curved

shape. For example, prior to November 1994, Walker Manufacturing Co. was

selling the mower shown below:

curved straight curved

chord-like
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(Appx1004.) The ‘863 patent’s lead inventor, Garry Busboom, who also served as

an expert at trial, admitted that “the metal that’s adjacent the blade in the Walker

deck is curved-straight-curved.” (Appx17859 at 356:5-7.) Exmark also conceded

that Walker showed the straight portion (red) pointed into the center blade “in a

chord-like fashion,” as claimed. (Appx18131 at 628:4-12.)

Scag Manufacturing Co. similarly sold a mower whose baffle had a curved-

straight-curved shape, as shown in an image from a December 14, 1998 Exmark

email (below):

curved

straightcurved
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(Appx23840.) In May 2001, a year and a half after the ‘863 patent issued, Exmark

sued Scag for infringement of the ‘863 patent and three other patents.

Exmark also monitored the rest of the industry for “potential infringements.”

(Appx20256-20257 at 20:19-21:2.) By November 2001, it suspected four other

companies of infringing the ‘863 patent—including Briggs’ Ferris subsidiary.

(Appx22581.) Indeed, in the summer of 2001, Exmark obtained a Ferris mower

and examined it. (Appx20292-20293 at 56:21-57:16.) By November 2002,

Exmark suspected ten companies of infringing the ‘863 patent, and Ferris was still

on the list. (Appx22587.) Yet, Exmark made no efforts to enforce the ‘863 patent

curved
straight

curved
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against Ferris or to inform Ferris that it was suspected of infringing. (Appx20303

at 67:1-6.)

In 2003, Exmark and Scag settled and, as part of the settlement, Scag

changed its baffles to a non-infringing design. (Appx4097.) Even with the change

in its baffles, Scag remained Exmark’s biggest competitor, as it is today.

(Appx17675-17676 at 172:25-173:5.)

4. The First ‘863 Patent Reexamination

In 2003, Exmark requested an ex parte reexamination of the ‘863 patent in

light of the Walker mower, which had been disclosed in the Scag litigation. (See

Appx988-1004.) After the PTO rejected the claims, Exmark seized on a single

distinction—that claim 1 recited a baffle that was “clearly separate” from the front

walls. According to Exmark, “the chambers [in Walker] are formed by exterior

walls of the deck and there are no separate front and rear flow control baffles

within the walls of the deck as set forth in claims 1 and 6.” (Appx1001.) In July

2004, the PTO confirmed the claims but on a basis not argued by—and

inconsistent with—Exmark’s request. Although Exmark had admitted in the Scag

litigation that Walker disclosed a straight baffle portion in a “chord-like”

orientation to the second blade (red above), the PTO decided that Walker did not
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disclose baffle portions “within” the blade circle and on that basis did not

anticipate.1 (Appx1130-1132.)

5. Exmark Sits On Its Rights

After its reexamination concluded in 2004, Exmark continued to monitor

potential infringements. From 2004 to 2009, it identified fourteen companies as

potential infringers, including Briggs. (Appx20266 at 30:1-13.) Despite its

suspicions, Exmark did nothing. (Appx20331 at 95:7-10.)

B. Briggs’ Lawn Mowers With Independent Suspension

Briggs was founded in 1908 and has become the world’s largest

manufacturer of engines for mowers and outdoor power equipment.2 (Appx3767.)

It was not in the mower business, however, until 2004, when it purchased

Simplicity Manufacturing Co., owner of Ferris Industries, Inc. (Appx3769.)

Ferris began as a small company in rural upstate New York in 1909,

manufacturing equipment for dairy farmers. (Appx3768.) When a depression hit

that industry in the late-1980s, Ferris started making lawn mowers.

(Appx18436-18438 at 938:21-940:2.) It introduced its first mower in 1986,

1 Of course, errors such as this are precisely why ex parte reexaminations are not,
as a policy matter, binding on a district court or alleged infringers. (See infra
Part II.A.)

2 In the 1980s, 1990s, and early 2000s, both Exmark and Toro purchased Briggs’
engines for their mowers. (Appx20409 at 173:2-11.)

Case: 16-2197      Document: 15     Page: 26     Filed: 09/08/2016



- 18 -

winning an industry award for its innovative drive train. (Appx18441-18443 at

938:21-940:2.) In late-1998, Ferris introduced a first-of-its-kind independent

suspension on a mower called the “ProCut-Z,” a feature that insulated the rider

(and the mower) from bumps and jolts, improving productivity, reliability, and

efficiency. (Appx18443-18444 at 940:12-941:5.) This suspension technology, for

which Ferris has received numerous patents and awards, has been marketed as the

mower’s defining feature every year since it was launched. (Appx18444 at

941:6-8.)

Prior to introducing its innovative suspension, Ferris was a relatively small

player in the commercial lawn mower market. With the success of the ProCut-Z,

Ferris re-branded its mowers under the model name “IS” (for “independent

suspension”). (Appx3772-3773.) The company’s success led to its acquisition by

Simplicity in December 1999. (Appx3306.) With an infusion of resources from

Simplicity, Ferris increased its market share and, by 2001, was a “significant

competitor” and “rival” to Exmark. (Appx14175; Appx14273-14274 at 9:18-11:5;

Appx14263 at 246:16-18.)

C. This Litigation Before The Stay

1. Briggs’ Redesign

Exmark filed this case in May 2010, accusing Briggs and Schiller of

infringing the ‘863 patent. As soon as it was sued and became aware of the
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possibility of infringing the ‘863 patent, Briggs began implementing a changed

baffle design in its mower decks. The redesign, which arrived in June of 2010,

used a shape found in the prior art (Appx23784), with three contiguous curved

portions of the same radius, as shown below:

(Appx23908.) Briggs launched its new design in November 2010, shut down

production of the old design, and sold off its inventory of old products.

(Appx18925 at 1422:19-22.) At trial, Exmark claimed that the curved redesign

also infringed claim 1. It argued that the “substantially straight” limitation did not

require exact straightness—in other words, the exact same curve could be arcuate

and straight. (Appx16694; Appx17902-17903 at 399:22-400:12.)

curvedcurvedcurved
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2. The District Court’s Broad Claim Construction

The parties disputed the meaning of “elongated and substantially straight” in

claim 1, among other terms. (Appx465.) Briggs proposed that “substantially

straight” meant “having no apparent curvature.” (Id.) Exmark argued that the term

needed no construction and that “substantially straight” could include baffle

portions with clear curvature. (Appx1414.) The district court agreed with Exmark

and left it to the jury to “determine what ‘substantially straight’ means.”

(Appx11.) In addition, after initially disputing the meaning of “flow control

baffle,” the parties agreed that it means a “structure within the walls of the mower

deck that controls the flow of air and grass clippings.” (Appx1558.) Briggs also

argued that claim 1 should be interpreted to require the straight portions to be

“within” the circle of the next blade, as the PTO found during the first

reexamination. Exmark argued that the district court should not adopt that

construction, and the district court agreed.

3. Schiller’s Ex Parte Reexamination

In March 2012, unbeknownst to Briggs, co-defendant Schiller filed a request

for ex parte reexamination asserting that the ‘863 patent claims (i) lacked priority

to the ‘575 application and (ii) were obvious. (Appx23860-23861.) After the PTO

preliminarily rejected the claims, the parties agreed to stay the litigation. Exmark
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subsequently convinced the PTO that the ‘863 patent was entitled to the 1995

priority date and that the claims were not obvious.

D. Briggs’ Ex Parte Reexamination

1. Briggs’ Invalidity Arguments

In July 2012, Briggs filed its own request for ex parte reexamination. Briggs

maintained that claim 1 was anticipated and/or obvious in light of prior art. For

both propositions, Briggs relied on a Simplicity mower sold since 1994:

(Appx23915; see Appx5733-5771.) The Simplicity mower had a baffle formed

from three removable pieces (black, above) that were attached to the front wall

(red) and ran across the deck. The black baffle pieces included V-shaped portions

and elongated flat portions that conformed to the front of the deck. (Appx10040.)

The instructions for installing these pieces described them as “BAFFLES” and
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made clear that they were structures within the walls of the deck that controlled the

flow of air and grass clippings:

mower deck
front wall

“BAFFLE, Front,
Right Hand”

“BAFFLE, Front,
Left Hand”

mower deck
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(Appx10040-10041.) In addition to the V-shaped “deflector” portions on the

baffle, Simplicity has a tab structure that runs inwardly along the bottom of the

baffle and assists in controlling airflow and grass clippings:

(Appx23909.)

Alternatively, Briggs argued that if the claims required the baffle to be

spaced apart from the front wall, then it would have been obvious to do so in light

of a number of prior art references. For example, U.S. Patent No. 4,055,036

(“Kidd”) showed a curved-straight-curved baffle that was spaced apart from the

front wall and the blades:

tab structure
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(Appx5947-5953; see Appx5846-5849.) U.S. Patent No. 5,465,564 (“Koehn”) also

described a baffle spaced apart from the front wall:

(Appx1194-1201; see Appx5828-5831.)

Briggs also relied on Japanese Unexamined Patent Application Publication

H06-14635 (“Samejima ‘635”) as a primary obviousness reference because it

described baffles running across the deck in a curved-straight-curved arrangement:

curved

straight

curved
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(See Appx5850-5859.)

Finally, Briggs provided testimony from Denis Del Ponte, who had designed

mowers at John Deere for over 30 years. He explained that one of skill in the art

would have looked to multiple baffle designs in this relatively narrow field and

would have been motivated to combine them. (Appx6141-6169.) Briggs

supported Mr. Del Ponte’s opinions with express statements from the prior art.3

2. The PTO’s Multiple Rejections Of Claim 1

Initially, a panel of three Examiners granted the reexamination request and

rejected the claims, relying on the Simplicity reference in combination with Koehn.

It determined that Simplicity described “a transversely extending front baffle,

including arcuate and chord-like straight portions, . . . which is positioned between

3 For example, U.S. Patent No. 4,106,272 (“Peterson”) states that a baffle is
“employed to further increase efficiency of movement of air and clippings from the
mower housing.” (Appx5831.)
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the front wall and blades of the mower deck.” (Appx3616.) It also concluded that

claim 1 does not necessarily require spacing between the front baffle and the front

wall. (Appx3609.) Thus, despite the fact that portions of the Simplicity baffle

conformed to the front wall, the panel determined that Simplicity still possessed a

flow control baffle that was between the wall and the blades. (Appx3615-3616;

Appx3629.) It also found that Simplicity “teaches all claimed elements except for

the front baffle being substantially continuous” and that Koehn disclosed a

substantially continuous baffle. (Appx3630-3631.) The panel further explained

that it would have been obvious to modify the baffle in Simplicity so that the ends

of the baffles were close enough to be substantially continuous “in order to avoid

grass clump buildup.” (Appx3631.)

In a 28-page Final Rejection, the panel explained that Simplicity had a

“discharge opening,” despite Exmark’s argument to the contrary.

(Appx3656-3659.) It also rejected Exmark’s assertion that the entirety of the

baffle had to be “spaced apart” from the front wall, finding that there was no

recitation of any space between the wall and the baffle. (Appx3659-3672.) The

claim provided that the baffle had to be between the wall and the blades, and the

separate baffle structure in Simplicity met this requirement regardless of whether it

contacted the front wall. (Appx3652-3653.)
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3. The PTAB’s Reversal Based On A Narrow Claim
Construction

On appeal, the PTAB found that Simplicity lacked a flow control baffle

because portions of the baffle contacted and conformed to the front wall.

(Appx3707-3709.) In a departure from the construction of “flow control baffle” to

which Exmark agreed in this litigation, the PTAB found that the “entire” baffle had

to control the flow of air and grass clippings “in a meaningful way.” (Appx3708.)

The PTAB then refused to consider whether spacing the Simplicity baffle from the

front wall would have been obvious in view of Koehn, as Briggs had argued,

because “Koehn is not relied on [by the Examiner] for the flow control baffle

feature of the claim . . . .” (Appx3709.) The PTAB did not mention, much less

reverse, the panel’s other finding that Simplicity disclosed a “discharge opening.”

(See Appx3700-3710.) And due to the ex parte nature of the proceeding, Briggs

was unable to argue that Simplicity still met the claims even under the revised

claim construction. Following the PTAB’s decision, the district court lifted the

stay.
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E. This Litigation After The Stay

1. Summary Judgment Rulings

With the stay lifted, the parties completed expert discovery.4 They each

filed four summary judgment motions. The district court granted all of Exmark’s

motions and denied all of Briggs’ motions.

a. No Obviousness Or Anticipation

Exmark moved on Briggs’ defenses of obviousness and anticipation,

maintaining that neither one presented a jury issue. For its legal argument, Exmark

relied on the PTAB’s decision in the ex parte reexamination and on the opinions of

its experts, who had applied the PTAB’s narrow interpretation requiring the

“entire” baffle to have a “meaningful effect” on airflow. (Appx6530;

Appx6534-6535; Appx6537-6539; Appx14136; Appx14145; Appx4792-4793.) In

opposition, Briggs submitted evidence from the prior art, the reexamination, and its

own experts (and admissions from Exmark’s). (See Appx188 at Dkt. 381.) The

district court granted Exmark’s motion without addressing the evidentiary dispute

raised by the record and prior art or the effect of that dispute in light of controlling

law. (Appx42-43.) The entirety of its decision and analysis is set forth below:

4 Because the case was stayed prior to expert depositions, the PTO did not have
the testimony of Exmark’s experts under cross-examination, which supported
Briggs’ defense. For example, Exmark’s expert, Dr. Strykowski, admitted that the
Simplicity baffles had the same curved-straight-curved shape recited in claim 1 of
the ‘863 patent. (Appx11159 at 195:17-196:15; Appx9445.)
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The court first finds that no reasonable jury could find on this
record that the defendants have met their burden of presenting clear
and convincing evidence that the claims at issue are invalid as
anticipated or obvious. The ‘863 patent has now been examined four
times by the PTO, and each time the PTO held the claims of the ‘863
patent to be patentable. The court has considered the PTO
reexaminations and affords them some, though not determinative,
weight. All of the defendants’ prior art invalidity arguments have
been fully considered by the PTO and rejected. The PTO has
similarly rejected the argument that the claims were anticipated by the
plaintiff’s own brochures and that the patent is not entitled to a
priority date of 1995. Under these circumstances, the court finds that
no reasonable juror could find that the defendants have met their
burden of proving by clear and convincing evidence that the claims of
the patent are invalid.

(Appx43.)

b. No Indefiniteness

Briggs and Exmark both moved for summary judgment on indefiniteness.

Briggs had asserted that the term “elongated and substantially straight,” as

construed, did not apprise the public of the scope of the invention with reasonable

certainty because there was no objective way to determine how curved a baffle

portion could be and still be “substantially straight.” (See Appx10246-10254.) For

support, Briggs relied on admissions from Exmark’s experts who could not explain

how a competitor could avoid infringement. (Appx12325 at 210:1-5.) Exmark’s

experts could not identify any tests that could be done to determine infringement.

(Appx12331 at 234:13-18.) Briggs also argued that the “meaningful effect”
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construction of “flow control baffle” applied by the PTAB and by Exmark’s

experts was indefinite.

In granting summary judgment of no indefiniteness, the district court held

that “[t]he record shows that a person of ordinary skill in the art in 1995 would

know with reasonable certainty how curved a baffle could be and still be

‘substantially straight’ [and] how ‘elongated’ the portions of the purportedly

inventive baffle must be.”5 (Appx44.) But the court never explained what these

boundaries were, pointing instead to the “efficiency” of the baffle as an objective

guide as to how curved a “substantially straight” baffle could be. (Appx44-45.)

The court also denied Briggs’ motion on the baffle’s “meaningful effect” by

refusing to adopt the construction applied by the PTAB. (Appx42-43.)

c. Infringement With The Old Design

Briggs had pointed to multiple reasons why its old design did not infringe

under its construction of claim 1. After the district court declined to adopt Briggs’

construction, Briggs continued to assert one basis for non-infringement.

(Appx8717-8720.) The court nonetheless granted Exmark’s motion for summary

5 It is unclear how the district court viewed such modifications to the baffle as
predictable and well known while, at the same time, ruling that no reasonable juror
could find the claims obvious.
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judgment that the old design infringed, leaving only the issues of damages and

willfulness for trial. (See Appx45-56.)

2. Pretrial Rulings On Damages

Prior to trial, Exmark’s damages expert, Melissa Bennis, opined that Exmark

was entitled to a 5% royalty on total sales revenues for accused mowers.

(Appx10753.) By contrast, Briggs’ expert, John Bone, proposed a fixed royalty of

$17.50 per mower based on quantitative methods and focusing only on the per-unit

royalty value of the patented baffle. (Appx19078-19079 at 1575:20-1576:17.)

Briggs unsuccessfully moved to exclude Ms. Bennis’s damages theory

because she (i) relied on the entire market value of the mower without attempting

to show that the baffle was the basis for customer demand, (ii) failed to apportion

the value of the patented feature, and (iii) failed to apply a methodology that

supported her arbitrary 5% royalty rate. Despite the fundamental differences

between the experts’ methodologies, the court inexplicably claimed that

“defendants’ position [was] considerably weakened by its own expert’s reliance on

methodology similar to that employed by Ms. Bennis.” (Appx63.)

The court thereafter excluded two important categories of Briggs’ evidence

relating to damages: (i) all evidence of prior art that was not commercialized and

side-discharging; and (ii) evidence that Exmark had tolerated suspected
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infringement on the part of numerous entities (including Briggs) since 2001.

(Appx70-71; Appx72-73.)

3. Pretrial Ruling On Willfulness

The district court ruled sua sponte before trial that all of Briggs’ defenses

were unreasonable and that Briggs had faced a “high likelihood” of infringement

during the entirety of the damages period (May 2004 to present)—even during the

time period in which the claims stood rejected in the Briggs reexamination.

(Appx66-67.) The court left it for the jury to decide whether the objectively-

defined risk “was either known or so obvious that it should have been known” to

Briggs. (Appx67.)

4. Jury Trial

The jury found that Briggs’ redesigned baffle, composed entirely of curves,

did not infringe. In presenting its damages theory regarding Briggs’ old design,

Exmark argued that its flow control baffle “was a big advance over the prior art”

(Appx19228 at 1725:14-15), but, in light of the court’s prior rulings, Briggs could

not present that art to the jury. Additionally, in discussing the hypothetical

negotiation, Exmark witnesses testified that they would never have licensed the

‘863 patent absent a high royalty because “[i]t’s just too big of a deal to us as a

company.” (Appx18066 at 563:8-10; see Appx18036 at 533:18-20; Appx18040 at

537:4-7; Appx17801 at 298:13-21; Appx19197 at 1694:3-4.) Yet Briggs was
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precluded from showing that Exmark had countenanced Briggs’ alleged

infringement for ten years and was not “interested” in enforcing its rights. The

jury accepted Exmark’s entire market value theory and awarded Exmark $25

million in damages.

As to willfulness, the district court’s instructions listed five factors the jury

could consider. Although the issue of whether Briggs’ old mowers infringed had

been decided before trial, Exmark still was permitted to show the jury that Briggs’

old design was “similar” to claim 1 in order to demonstrate Briggs’ purported

unreasonableness. But the district court nonetheless precluded Briggs from

showing that prior art was similar to claim 1 for purposes of establishing “whether

or not there is a reasonable defense,” per the court’s instruction. The jury found

that Briggs’ old design willfully infringed.

5. Laches Bench Trial

After the jury trial, a bench trial was held on Briggs’ laches defense. It was

undisputed that in late 1998, a year before the ‘863 patent issued, Briggs’ ProCut-Z

mower had baffles with the curved-straight-curved shape and Briggs continued to

sell mowers with those baffles until its redesign in 2010. (Appx19567-19569;

Appx23051.) Briggs demonstrated that Exmark had actual knowledge of a claim

against Briggs no later than November 2001:

Case: 16-2197      Document: 15     Page: 42     Filed: 09/08/2016



- 34 -

(Appx22581; see Appx20297 at 61:16-22.) Exmark’s belief in potential

infringement continued in 2002:
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(Appx22586-22587; see Appx20313 at 77:20-22.) Those suspicions went on

unabated for the next eight years until it filed suit. (Appx20348-20349 at

112:22-113:2.)

Exmark admitted that nothing prevented it from notifying Briggs of its

suspicions between 2001 and 2010. (Appx20325 at 89:16-23.) In a clear pivot

from its witnesses’ prior testimony about the value of its patent, Exmark

explained that “upper management” and “legal counsel” made a decision to not sue

or even notify Briggs because Exmark was not “interested in going after any

[potential infringers] during that time frame.” (Appx20317 at 81:9-18;

Appx20318-20319 at 82:6-83:8; see Appx20384 at 148:5-16; Appx20395-20396 at

159:21-160:16; Appx20326 at 90:16-21.) Exmark likewise made telling

admissions about the lessons that it learned from the Scag case, i.e., that a design-

around would have been cheap and easy and the next accused company thus could

avoid future risk by implementing a design-around like Scag did. (Appx20414 at

178:6-14.) Briggs had been precluded from presenting this evidence at the jury

trial.

The prejudice from Exmark’s delay was clear. Briggs could have designed

around the patent, just as Scag did, and avoided years of built-up damages.

(Appx18537-18539 at 1034:14-1036:15; Appx20445-20446 at 209:11-210:11.)

Exmark’s witnesses conceded this fact in the laches trial, but the jury heard
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nothing of it when determining damages. (Appx20341 at 105:1-8; Appx20414 at

178:6-14.)

F. Post-Trial Rulings On Damages, Willfulness, Laches, And
Enhancement

Briggs sought JMOL or a new trial on damages, JMOL or a new trial on

willfulness, and judgment of no pre-complaint damages due to laches. (See

Appx226 at Dkts. 654-659.) Exmark sought enhancement due to willfulness,

attorneys’ fees, and pre-judgment interest. (See Appx225 at Dkts. 646, 648,

650, 651.)

In denying Briggs’ post-trial motion on damages, the court reiterated the

reasons set forth in its summary judgment ruling for allowing Exmark to seek a

royalty on the entire market value of the accused mowers. The court also denied

Briggs’ request to limit the damages to the costs of a redesign, saying that “no non-

infringing alternative was available in 1999, insofar as Briggs opted to use the

infringing design at that time.” (Appx112.) Briggs also asked for a new trial at

which it might present the array of prior art alternatives excluded by the district

court, but that motion too was denied. The court refused to hold a new trial that

would include evidence that Exmark had knowingly countenanced multiple

supposed infringers, including Briggs.

In denying Briggs’ willfulness motion, the court relied again on the ex parte

reexamination to conclude that Briggs’ defenses were unreasonable. (Appx115.)
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The court rejected the notion that Briggs should have been able to show prior art to

demonstrate that it faced a low risk of infringement, even though the jury was

instructed to consider whether “an unjustifiably high risk of infringement was

known to Briggs or was so obvious that it should have been known to Briggs.”

(Appx116-118.)

On laches, the court ruled against Briggs, determining that Exmark was not

on notice of its claims in 2001, even though Exmark had stated in its briefing that it

“does not dispute that it should have known about infringement by Briggs’

predecessor Ferris beginning in approximately November of 2001.” (Appx20945;

see Appx100.) The court found Exmark’s delay was reasonable because Exmark

had the discretion to wait until damages were large, and that Briggs was not

prejudiced because there was no design-around available before 2004 (even though

Exmark conceded there was). (Appx103.)

Finally, the court awarded Exmark enhanced damages equal to the jury’s

verdict, effectively doubling the damages to $50 million. (Appx129.)

SUMMARY OF THE ARGUMENT

The district court’s exclusive reliance on the PTAB’s ex parte reexamination

decision to reject Briggs’ principal defenses is manifest error. Here, because

Briggs had record evidence and expert testimony to support its defenses of

obviousness and anticipation, summary adjudication of those defenses was
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improper. That error, in turn, materially prejudiced Briggs in all aspects of the

trial.

The district court also erred in its determination of Briggs’ indefiniteness

defense. The terms “elongated” and “substantially straight” lack objective

boundaries in the patent, as Exmark’s witnesses, including the inventor, conceded.

When the full record is considered, it is apparent that claim 1 is indefinite as a

matter of law. Judgment on this issue should have been entered for Briggs, not for

Exmark.

In addition, the district court’s failure to abide by this Court’s precedent on

royalty damages grossly inflated the verdict. This Court has made clear that unless

the patented feature drives demand, which is indisputably not the case here, an

apportionment of the entire market value must be made to account for the value of

the patented feature (here, the baffle).

This error was compounded by the exclusion of prior art from trial, which

prevented Briggs from showing the jury that claim 1 represented, at best, only a

small advance. The court also erred in excluding evidence that Exmark knowingly

permitted Briggs to infringe since 2001 but did nothing about it for nearly ten

years, even as it permitted Exmark to testify that it would never have condoned

infringement and that it would have demanded a high royalty at the hypothetical

negotiation. The result of these errors was a $25 million damages award (two-
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thirds of Briggs’ net profits on accused products), despite the fact that Briggs was

able to design around at a cost of less than $150,000—exactly as every other

company that has ever been accused of infringing the ‘863 patent has done. This

unjust result requires a new trial on damages as well.

Additionally, the district court resolved before trial the question whether

Briggs faced a “high risk” of infringement. Under Halo, this is a question for the

jury that must be considered at the time of the alleged conduct, and the court

precluded Briggs from presenting material evidence on that issue based on its

erroneous pre-trial rulings.

Finally, the court’s consideration of laches was legally flawed because it

disregarded factors that must be considered in the equitable balance, including

admissions by Exmark that (i) it knew that it had a claim in 2001, (ii) it chose to sit

on its rights because it was not “interested” in suing, and (iii) Briggs could have

designed around the patent and cut off future liability. Remand is appropriate so

the relevant factors may be considered.

ARGUMENT

I. STANDARD OF REVIEW

This Court reviews determinations of law de novo and determinations of fact

for clear error. See Akamai Techs., Inc. v. Limelight Networks, Inc., 805 F.3d

1368, 1374 (Fed. Cir. 2015). A district court’s grant of summary judgment is
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reviewed de novo. See Beauford v. ActionLink, LLC, 781 F.3d 396, 401 (8th Cir.

2015). Summary judgment is appropriate when the evidence, viewed in the light

most favorable to the nonmoving party, presents no genuine issue of material fact,

and the moving party is entitled to judgment as a matter of law. See Garrison v.

ConAgra Foods Packaged Foods, LLC, No. 15-1177, 2016 WL 4268949, at *2

(8th Cir. Aug. 15, 2016).

Indefiniteness is a question of law that this Court reviews de novo, subject to

a determination of underlying facts, which are reviewed for clear error. See Akzo

Nobel Coatings, Inc. v. Dow Chem. Co., 811 F.3d 1334, 1343 (Fed. Cir. 2016).

A new trial is justified “when the Court’s improper evidentiary ruling was

prejudicial to the moving party.” See, e.g., FLOE Int’l, Inc. v. Newmans’

Mfg. Inc., No. 04-5120, 2007 WL 902809, at *6 (D. Minn. Mar. 12, 2007) (citing

Midcontinent Broad. Co. v. N. Cent. Airlines, Inc., 471 F.2d 357, 359-60 (8th Cir.

1973)); Williams v. City of Kansas City, Mo., 223 F.3d 749, 755 (8th Cir. 2000)

(holding that a new trial is warranted “when the cumulative effect of the errors is to

substantially influence the jury’s verdict”).

On laches, “the standard of review . . . is abuse of discretion. An appellate

court, however, may set aside a discretionary decision if the decision rests on an

erroneous interpretation of the law or on clearly erroneous factual underpinnings.”

Serdarevic v. Advanced Med. Optics, Inc., 532 F.3d 1352, 1359 (Fed. Cir. 2008).
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II. THE DISTRICT COURT ERRED IN GRANTING SUMMARY
JUDGMENT OF NO INVALIDITY

Under the governing standard, summary judgment against Briggs on its

invalidity defenses was improper. Obviousness and anticipation indisputably

presented fact issues for a jury, and indefiniteness should have been decided in

Briggs’ favor as a matter of law.

A. The District Court Erroneously Granted Summary
Judgment On Obviousness And Anticipation

The district court committed three errors in granting summary judgment of

non-obviousness without addressing the merits of Briggs’ defense. First, it gave

preclusive effect to the ex parte reexamination. Second, its reliance on the PTAB’s

decision is at odds with its refusal to adopt the claim constructions that formed the

basis for that decision. Third, it erroneously ruled that there were no factual

disputes and that no reasonable juror could find claim 1 obvious.

Invalidity due to obviousness under 35 U.S.C. Section 103 is a question of

law with underlying issues of fact, including: (i) the scope and content of the prior

art; (ii) the level of ordinary skill in the pertinent art; (iii) the differences between

the claimed invention and the prior art; and (iv) objective evidence such as

commercial success, long-felt need, and the failure of others. See KSR Int’l Co. v.

Teleflex Inc., 550 U.S. 398, 427 (2007). Anticipation is a question of fact. See

Atofina v. Great Lakes Chem. Corp., 441 F.3d 991, 995 (Fed. Cir. 2006).
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1. The District Court Improperly Gave The Ex Parte
Reexamination Preclusive Effect

Although the district court acknowledged the rule that the outcome of an ex

parte reexamination is not dispositive, the PTAB’s ruling was the beginning and

the end of the court’s analysis. The single paragraph in its order does not reflect

any analysis of the factual bases for Briggs’ defense. In Fromson v. Advance

Offset Plate, 755 F.2d 1549, 1555 (Fed. Cir. 1985), this Court held that “[t]he

Examiner’s decision, on an original or reissue application, is never binding on a

court.” This is equally true of the ex parte reexaminations of the ‘863 Patent. See

Gator Tail, LLC v. Mud Buddy LLC, 618 F. App’x 992, 998 (Fed. Cir. 2015)

(“While the court must consider the reexamination as evidence, it is not bound by

the PTO’s decision.”). Yet here, notwithstanding the final reexamination decision,

an analysis of Briggs’ defenses discloses factual issues that should have been

decided by the jury.

2. The District Court’s Reliance On The PTAB’s
Reversal Is Contradicted By Its Refusal To Adopt
The PTAB’s Claim Construction

During its appeal of Briggs’ reexamination, Exmark asserted a narrow

construction of “flow control baffle” that required the “entire” baffle to have a

“meaningful effect” on air flow. (Appx3708; see Appx9990-9991; Appx9997.)

The PTAB accepted this argument, expressly relying on that claim construction to

reverse the panel of Examiners. (Appx3708 (“[W]e understand [Exmark’s]
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position is that the entire first flow control baffle controls the flow of air and grass

clippings in a meaningful way. . . . Appellants’ contentions are persuasive.”).)

The district court then granted Exmark’s motion for summary judgment of no

obviousness or anticipation based on the PTAB’s decision. In its motion, Exmark

relied on the opinions of its experts, who applied the PTAB’s construction.

(Appx10446 at 94:9-15; Appx10452-10453 at 121:21-122:16; Appx11152 at

166:1-10; see Appx6530; Appx6534-6535; Appx6537-6539; Appx14136;

Appx14145; Appx4792-4793.)

Briggs had moved for summary judgment that the “meaningful effect”

construction was indefinite. The district court rejected this argument, not by

finding the claim term definite, but by refusing to adopt the “meaningful effect”

construction. (Appx43 (“The court will not adopt the construction that every

portion of the baffle have a meaningful effect on the flow of air and grass

clippings.”).)

Thus, the court granted the obviousness and anticipation motion premised on

the very claim construction that it expressly declined to adopt in denying the

indefiniteness motion. Indeed, the PTAB’s construction contains two express

limitations—that (i) the “entire” baffle (ii) has a “meaningful effect”—that are not

in the construction of “flow control baffle” to which the parties agreed (and which

the district court adopted). The court’s decision on obviousness and anticipation
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should be vacated and the case remanded for an invalidity trial using the agreed-to

construction of flow control baffle.

3. Genuine Factual Disputes Precluded Summary
Judgment Of No Obviousness And Anticipation

If anything, the events of the ex parte reexamination should have precluded

summary judgment. Three Examiners found the claims invalid on three separate

occasions in view of Simplicity, Koehn, and Walker. These Examiners determined

repeatedly that Simplicity had a front baffle positioned between the walls and

blades as well as a side discharge opening, as recited in claim 1. The Examiners

also found that Simplicity’s baffle had the claimed curved-straight-curved shape.

(Appx5575.) This conclusion was later supported by Exmark’s own expert, who

testified that Simplicity possessed the claimed baffle shape. (Appx11159 at

195:17-196:15; Appx9445.) The Examiners likewise found that Koehn taught a

“substantially continuous” baffle spaced apart from the front wall, and that it

would have been obvious to employ such a baffle in Simplicity given the desire to

move grass across the deck. (Appx5576.)

Moreover, as noted, the PTAB’s reversal was based on a narrow

construction of “flow control baffle,” which required that the “entire” baffle have a

“meaningful effect” on flow. (Appx3707-3708; see Appx9990-9991; Appx9997.)

But the district court had adopted a broader construction under which a “flow

control baffle” merely required a “structure within the walls of the mower deck
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that controls the flow of air and grass clippings.” (Appx43.) In opposition to

summary judgment, Briggs presented evidence that Simplicity (and other prior art

mowers) possessed such a structure. (Appx10090-10093.) Thus, in granting

summary judgment based on the PTAB’s ruling, the court implicitly applied a

narrower construction than it had previously not endorsed—and that it later

expressly refused to adopt.

Even if the PTAB’s narrow construction applied, Briggs would have shown

that the Simplicity baffle anticipated claim 1. As shown in Simplicity’s brochure,

the black baffle portions directed air around the deck, thus controlling airflow

meaningfully. (Appx23915; see Appx10061.) They also extended closer to the

ground than the front wall and this would provide an additional meaningful effect.

Further, the tab structures extending inward from the bottom edge of the Simplicity

baffles would have provided a further meaningful effect. (Appx23909.)
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(Appx23915.)

(Appx23909.)

Even if the “entire” Simplicity baffle needed to be spaced apart fully from

the front wall in order to have a “meaningful effect” under the PTAB’s

construction (which is not recited in the claim or specification), then it would have

been obvious to do so in view of Kidd, Koehn, Walker, or Peterson, which show

that spaced apart baffles were well known in the art. (Appx6377;

Appx6393-6398.) Briggs also would have relied on Peterson and U.S. Patent

tab structure
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No. 5,457,947 (“Samejima ‘947”) to show a contemporaneous rationale for

spacing the baffle from the front wall, i.e., to improve the efficiency of the baffle

and/or to reduce blow out. (Appx9447-9458 at 2:3-20; see Appx7725-7727;

Appx6335-6336.) Briggs’ expert Mr. Del Ponte would have provided more

explanation in this regard (Appx6393-6398), and Exmark’s experts admitted that

baffles spaced from the front wall were known to reduce blow out, which was a

result of the baffle’s “control” over airflow (Appx11155 at 179:25-181:13). All of

this evidence should have precluded summary judgment even in the face of the

PTAB’s narrow construction.

There were, moreover, still more material factual questions that the jury

should have been permitted to consider. For example, although Exmark attempted

to distinguish Simplicity because “mulching is different from side discharge

mowing,” and mulching mower decks do not have a side discharge opening

(Appx6523-6524), Briggs’ expert opined that a person of ordinary skill would have

looked to mulching prior art when designing a side discharge mower deck. Indeed,

the title of the ‘863 patent recites mulching baffles, and much of the art of record

included mulching mowers. Briggs’ expert also opined that a mulching mower

would still be considered a “side discharge mower” even if the discharge opening

were covered up by a removable plate, as in Simplicity and as contemplated by

dependent claims in the ‘863 patent. (Appx6375-6376; Appx6380.) The panel of
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Examiners agreed on this point, and the PTAB did not even mention, much less

reverse, this finding. (Appx5578-5581; see Appx3700-3710.)

Briggs further disputed Exmark’s characterization of the purpose of

mulching decks, i.e., “to contain air and grass clippings around each individual

cutting blade” rather than to direct grass into the next blade like a side-discharge

deck. (Appx6523-6524.) Several pieces of prior art cited by Briggs describe

mulching mowers as having baffles that direct grass into the next blade, as shown

in the examples below:
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(Appx10054-10055; see Appx6390; Appx6392-6393; Appx6396-6397.)

In short, the court’s reliance on a non-binding decision of the PTAB to the

exclusion of all other evidence (including the findings of the other Examiners) was

error, particularly because the court had adopted a construction broader than the

one that formed the basis of the PTAB’s ruling. The court also ignored the

material evidence from experts and in the prior art that would have shown

invalidity even under the PTAB’s construction. Simply put, summary judgment
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should never have been granted on this record. Briggs’ showing created a genuine

dispute for a jury, and the district court’s fact-finding went beyond its proper role

at summary judgment. The district court’s summary judgment ruling of no

obviousness or anticipation should be vacated, the verdict should be reversed, and

the case remanded so a jury can consider Briggs’ defenses of obviousness and

anticipation.

B. The District Court Erred In Finding The Claims Not
Indefinite

When a patent uses a word of degree like “substantially,” this Court requires

a determination of whether the patent’s specification provides a “standard for

measuring that degree.” Biosig Instruments, Inc. v. Nautilus, Inc., 783 F.3d 1374,

1378 (Fed. Cir. 2015). Although that standard need not be mathematically precise,

it must be objective. Interval Licensing LLC v. AOL, Inc., 766 F.3d 1364, 1370-71

(Fed. Cir. 2014) (requiring “objective boundaries” to satisfy the definiteness

requirement of Section 112). In claim 1 of the ‘863 patent, the term “elongated

and substantially straight” lacks any such objective boundaries—there is no way to

determine objectively whether a baffle portion is straight enough to be “elongated

and substantially straight” for purposes of determining infringement. The terms

“elongated” and “substantially straight” are each indefinite.

To begin with, the ‘863 patent specification does not describe any metric or

range of examples that would establish the scope of “elongated” with any

Case: 16-2197      Document: 15     Page: 59     Filed: 09/08/2016



- 51 -

reasonable certainty. As Exmark admitted in its claim construction brief, the ‘863

patent does not even provide a comparison to other parts of the mower as guidance

for how “elongated” the baffle portion must be. (Appx1289.)

The most telling admission on the lack of objectiveness came from

Exmark’s expert and lead inventor, Mr. Busboom, who testified he could not

explain how a competitor would determine infringement:

Q. Are you unable to tell me sitting here today how a competitor
would be able to determine if their baffles infringe the requirement
that the claim has elongated straight sections or not?

A. I don’t think I would be able to do that.

(Appx1240 at 210:1-5.) He also admitted there was no “test or functional

standard” that would guide a competitor in an infringement analysis:

Q. Are there any kind of tests or is there a functional standard that
would let me know whether the elongated and substantially straight
portions are or are not elongated and substantially straight?

A. I’m unaware of any.

(Appx1242 at 234:13-18.) This absence of standards is the hallmark of

indefiniteness.

Indeed, Mr. Busboom’s definition of “elongated” as “something of a certain

length” simply invites the question. (Appx11677 at 201:14-18.) He also asserted,

contrary to Exmark’s position in its Markman brief, that “elongated” was relative

to “the baffle and/or the deck components et cetera.” (Appx11679 at 210:10-17.)

Yet, he could not “provide any order of magnitude to quantify that relationship as
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to whether something would be elongate or not in the context of this claim . . . .”

(Appx11679 at 210:18-23.) Just as critically, Mr. Busboom conceded that “some

of these things get into a gray area.” (Appx11678 at 207:14-17.)

The “substantially straight” aspect of this claim term also fails the

indefiniteness standard. As construed, “substantially straight” covers more than

mere imperfections in manufacture; Exmark asserted that Briggs’ redesign had a

substantially straight baffle portion even though the radius of the baffle’s curvature

was identical throughout. (Appx3108-3111; Appx10390-10392.) There is no

guidance for how curved a baffle portion can be and still be “substantially

straight.” The figures depict only straight portions with no curvature at all.

(Appx236-238.) These straight portions are described in the specification as being

“relatively straight” (Appx240 at 4:11-12), but there is no description of what that

straightness is relative to. Mr. Busboom admitted he did not understand what

“relatively straight” meant in the specification and that he did not even consider

that passage in forming his expert opinions. (Appx10308 at 126:2-128:5.)

Exmark’s other expert, Dr. Strykowski, identified a four-part test:

I am looking for something which is longer than it is wide, for
something which is relatively straight, for something which transitions
between arcuate portions, something which meets the chord-like
limitation.

(Appx11127 at 67:14-23.) But none of these factors provides an objective guide

for the term “elongated and substantially straight.” Any baffle portion, no matter
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how curved, can appear longer than it is wide, if seen on a small scale. Being

“longer than wide” thus says nothing about whether a baffle portion is “elongated

and substantially straight” versus “arcuate.” Dr. Strykowski also could not explain

how much longer than wide a baffle portion would need to be in order to satisfy

the first element of his test. (Appx11132 at 88:19-89:4.)

Dr. Strykowski’s second factor—being “relatively straight”—is also purely

subjective and not understandable even to the patent’s inventors. (Appx1242 at

234:13-18; see Appx3455 at 154:19-155:3 (“I know what straight is and what

substantially, but it’s kind of vague what—what substantially straight is. That’s

open to interpretation.”).) The third and fourth factors are simply recitations of

other claim elements relating to the position, not the curvature, of the baffle

portion. Thus, Dr. Strykowski’s four-part test does not help the public to

determine the objective bounds of the claim with reasonable certainty. (See

Appx11135-11137; Appx23655.)

The district court’s summary judgment ruling does not solve the problem

either. In granting Exmark’s motion, the court reasoned that the claim’s “efficient”

limitations supplied objective guidance that rendered the “substantially straight”

limitation not indefinite. But the PTO had rejected claims to “efficient” baffles as

themselves indefinite during the prosecution of the ‘575 application.

(Appx550-551.) And Mr. Busboom agreed that the ‘863 patent does not provide
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any guidance as to what is or is not an “efficient” flow control baffle.6 (Appx3411

at 122:13-16.)

What should happen here is the reverse of what took place. Claim 1 should,

as a matter of law, be declared indefinite. Exmark’s drafting seeks to monopolize

the “zone of uncertainty” that Nautilus forbids, and none of the expert testimony

on which it relied can change that—to the contrary, that testimony confirms

“elongated” and “substantially straight” lack the objective indicia needed to meet

the definiteness requirement of Section 112. The judgment below should be

reversed and judgment entered for Briggs. See Dow Chem. Co. v. Nova Chems.

Corp. (Canada), 803 F.3d 620, 635 (Fed. Cir. 2015).

III. A NEW TRIAL ON DAMAGES SHOULD BE ORDERED

Since the ‘863 patent issued in 1999, Exmark has suspected over fourteen

companies of infringing, but it has accused only three of them. (Appx20331 at

95:3-6.) All three of these companies—Scag, Schiller, and Briggs—were able to

design around the patent within six months and for less than $150,000.

(Appx6954; Appx7033; Appx19093 at 1590:2-5.) The jury nevertheless awarded

6 At trial, Exmark sought to take advantage of the “zone of uncertainty” rejected
by Nautilus by suggesting to the jury that claim terms should be applied with
“flexibility.” (Appx19286; see Appx18800 at 1297:1-4; Appx18802-18804 at
1299:2-1301:15; Appx18878-18879.) Briggs requested a corrective instruction but
the request was denied. (Appx19175-19178 at 1672:1-1675:13.)
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Exmark $25 million as purported damages—over two-thirds of Briggs’ net profits

on accused products. (Appx17400; Appx18534-18535 at 1031:12-1032:5;

Appx19099 at 1596:10-15.)

The incongruity between these uncontested facts and the jury’s damages

award results from three erroneous decisions by the district court. First, the court

permitted Exmark to seek a 5% royalty on the entire sales price of the lawn mower,

even though the ‘863 patent covers only one feature among dozens on the mower,

and Exmark did not even attempt to show that the baffle drove customer demand.

Second, it permitted Exmark to argue that the ‘863 patent “was a big advance over

the prior art,” but it prevented Briggs from presenting that prior art, which would

have shown that the differences between claim 1 and “old modes” of mowing were

insignificant. Third, it excluded evidence that Exmark had suspected Briggs of

infringing since 2001 but did nothing about it until 2010. This evidence would

have rebutted testimony by Exmark’s witnesses that they would never have

condoned infringement without extracting a heavy royalty.

A. The District Court Erroneously Permitted Exmark To Seek
A Royalty Based On The Entire Market Value Of Accused
Mowers

In denying Briggs’ motion to exclude Exmark’s damages theory, the district

court fundamentally misunderstood the governing law. The district court initially

relied on Exmark’s Georgia-Pacific analysis as evidence that it apportioned the

Case: 16-2197      Document: 15     Page: 64     Filed: 09/08/2016



- 56 -

value of the patented feature, i.e., 5% to patented features and 95% to non-patented

features. (Appx63.) Apportioning the royalty base is different than determining

the royalty rate under Georgia-Pacific, and this Court has held that the latter

cannot substitute for the former. The court then held that apportionment was

unnecessary because claim 1 recited “a lawn mower comprising” rather than a

baffle. The governing law demands an apportionment even when the claim is

directed to the product as a whole. Any other result is fundamentally unfair.

1. Apportionment Of The Royalty Base Was Required
Because The Record Does Not Establish That The
Patented Feature Drove Customer Demand

The “damages awarded for patent infringement ‘must reflect the value

attributable to the infringing features of the product, and no more.’”

Commonwealth Scientific & Indus. Research Org. v. Cisco Sys., Inc., 809 F.3d

1295, 1301 (Fed. Cir. 2015) (quoting Ericsson, Inc. v. D-Link Sys., Inc., 773 F.3d

1201, 1226 (Fed. Cir. 2014)). Generally, “the patentee . . . must in every case give

evidence tending to separate or apportion the defendant’s profits and the patentee’s

damages between the patented feature and the unpatented features, and such

evidence must be reliable and tangible, and not conjectural or speculative.” Uniloc

USA, Inc. v. Microsoft Corporation, 632 F.3d 1292, 1318 (Fed. Cir. 2011) (quoting

Garretson v. Clark, 111 U.S. 120, 121 (1884)); see, e.g., VirnetX, Inc. v. Cisco
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Sys., Inc., 767 F.3d 1308, 1329 (Fed. Cir. 2013) (faulting damages expert for

failing to “to subtract any other unpatented elements from the [royalty] base”).

Alternatively, in what this Court has called a “narrow exception” to the

general rule, “[t]he entire market value rule has typically been applied to include in

the [royalty] base unpatented components of a device when the unpatented and

patented components are physically part of the same machine.” Rite-Hite Corp. v.

Kelley Co., 56 F.3d 1538, 1549 (Fed. Cir. 1995). To rely on the entire market

value rule (“EMVR”), the patentee “must prove that the patent-related feature is

the basis for customer demand.” Lucent Techs., Inc. v. Gateway, Inc., 580 F.3d

1301, 1336 (Fed. Cir. 2009); see LaserDynamics, Inc. v. Quanta Computer, Inc.,

694 F.3d 51, 67 (Fed. Cir. 2012) (holding that a patentee must prove that the

infringing technology “drove demand”).

Exmark did not rely on the EMVR to seek a royalty on the entire sales price

of the accused mowers. (Appx20910.) Nor could it have done so. It has never

asked a single customer whether it purchased an Exmark lawn mower because of

the baffle. (Appx18059-18060 at 556:21-557:7.) It conducted no head-to-head or

preference testing between a mower with the claimed baffle versus a mower

without the claimed baffle. And there was no dispute that many features other than

the baffle drove customer demand. (See, e.g., Appx18357-18359 at 854:3-855:25;

Appx18230-18231 at 727:20-728:19; Appx21499-21502; Appx23558.) Thus,
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Exmark should have been required to apportion the value of the patented features

from the unpatented features of the mower.

It is well settled that a patent owner may not substitute an apportionment of

the royalty base with a low royalty rate generated in a Georgia-Pacific analysis. In

Uniloc, this Court explained, “[t]he Supreme Court and this court’s precedents do

not allow consideration of the entire market value of accused products for minor

patent improvements simply by asserting a low enough royalty rate.” 632 F.3d

at 1320. The Court held similarly in LaserDynamics: “[T]he requirement to prove

that the patented feature drives demand for the entire product may not be avoided

by the use of a very small royalty rate.” LaserDynamics, 694 F.3d at 67; see

Imonex Servs., Inc. v. W.H. Munzprufer Dietmar Trenner GmbH, 408 F.3d 1374,

1380 (Fed. Cir. 2005); Lucent Techs., Inc. v. Microsoft Corp., 544 F. Supp. 2d

1080, 1106 (S.D. Cal. 2008) (rejecting plaintiff’s argument that “it should be able

to derive a royalty base using the entire product values using the factors identified

in Georgia-Pacific”).

Beyond committing this fundamental legal error, Ms. Bennis provided no

explanation as to how she arrived at a 5% value for the baffle relative to the other

features of the mower. She merely asserted that the 5% figure was the

“compilation of factors and considerations” outlined in her report:

Q. Is there any quantification or calculation that we can find in your
report that shows us how you arrived at that 5 percent number?
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A. This analysis, like any other analysis that I perform, is intended to
take the universe of the information that’s—that’s provided and that I
have reviewed and to evaluate it and to imagine, particularly in the
case of a patent matter, what the likely result would have been from a
hypothetical negotiation. So this instance was no different in that
there were lots of factors that went into my determination of an
appropriate royalty rate.

(Appx6749 at 16:7-23; see Appx6842 at 388:21-24 (“I think as I pointed out this

morning, the entirety of my analysis goes to finding the value that’s specific to the

patented technology.”).) When asked if there were any places in her report where

she apportioned the value of the ‘863 patent relative to other components, Ms.

Bennis’s response was that “the entirety of my report is an effort to do that. So I

would point you to the discussion had throughout the entirety of the report.”

(Appx6842 at 389:11-22.)

A “superficial recitation of the Georgia-Pacific factors, followed by

conclusory remarks” is not enough. Whitserve, LLC v. Computer Packages, Inc.,

694 F.3d 10, 31 (Fed. Cir. 2012). Because Ms. Bennis presented “[n]o formula,

method or calculation, however approximate . . . to explain or justify” her 5%

royalty rate, her opinion should have been excluded. Open Text S.A. v. Box, Inc.,

No. 13-cv-04910, 2015 WL 349197, at *5-6 (N.D. Cal. Jan. 23, 2015) (excluding
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expert opinion because “the link, if any, between [her analysis of the Georgia-

Pacific factors] and [her] final royalty [was] written in invisible ink”).7

In an effort to defend the indefensible, the district court claimed that

“Briggs’ own damages expert, like Bennis, uses the entire accused lawn mowers as

a base for his own damages analysis.” (Appx52.) But Briggs’ expert did no such

thing—Mr. Bone proposed a fixed dollar amount times the number of units sold,

not a percentage of total sales revenue. (Appx6991.) He also made the

apportionment in the royalty base that the law requires; he applied to each mower

only the value of the patented feature ($17.50), thereby ensuring that Exmark

would receive the same amount regardless of how many other unpatented

components were on the mower. Mr. Bone and Ms. Bennis thus performed two

fundamentally different damages calculations, but only Mr. Bone’s calculation

comported with governing law. See, e.g., Multimedia Patent Trust v. Apple Inc.,

No. 10-CV-2618, 2012 WL 5873711, at *5 (S.D. Cal. Nov. 20, 2012)

(“Mr. Yurkerwich’s $1.50 per unit royalty does not rely on the entire market value

7 Ms. Bennis offered no testimony on any “incremental value” added by the flow
control baffle. See BMC Software, Inc., v. ServiceNow, Inc., No. 2:14-CV-903-
JRG, 2016 WL 379620, at *3 (E.D. Tex. Feb. 1, 2016) (holding that patentee’s
expert “fails to provide an ultimate combination of royalty base and royalty rate
based on the ‘incremental value that the patented invention adds to the end
product’”) (quoting Ericsson, 773 F.3d at 1226).
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of Defendants’ accused products, and the entire market value rule does not

apply.”).

Briggs asked the district court repeatedly—pretrial, right before trial, and

post-trial—to require compliance with this Court’s precedents, to no avail. Ms.

Bennis’s testimony should have been excluded, and the jury’s $25 million verdict

based on her opinion must be reversed.

2. Claim “Drafting Formalities” Do Not Excuse The
Requirement Of Apportionment

The district court also found that the damages could properly be based on the

entire value of the accused lawn mowers because the asserted claims cover “a lawn

mower.” (See, e.g., Appx63.) Under this theory, a patentee claiming an improved

windshield wiper could use the revenue from the entire car as the royalty base

simply by drafting a claim such as “A car having improved windshield wiper

blades comprising . . . .” This Court’s precedents again hold to the contrary. The

owner of such a patent must apportion the accused revenue dollars according to the

value of the wiper blades; otherwise, the inventor would receive a percentage of

the revenues derived from non-patented features. As made clear in CLS Bank Int’l

v. Alice Corp. Pty., Ltd., 717 F.3d 1269, 1288 (Fed. Cir. 2013), “we must look past

drafting formalities and let the true substance of the claim guide our analysis.”

This mandate mitigates the “considerable risk that [a] patentee will be improperly
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compensated for non-infringing components,” as occurred here. LaserDynamics,

694 F.3d at 67.

Applying these precedents, numerous district courts have rejected the

proposition that apportionment may be avoided by introducing the claim with a

broad preamble. See, e.g., Emerson Elec. Co. v. Suzhou Cleva Elec.

Appliance Co., No. 13CV1043, 2015 WL 8916113, at *5 (E.D. Mo. Dec. 15, 2015)

(rejecting royalty base on the entire “appliance” in an improvement patent because

“adopting Plaintiff’s reasoning would effectively allow patentees to circumvent the

rules of apportionment through artful drafting”); GPNE Corp. v. Apple, Inc.,

No. 12-CV-02885-LHK, 2014 WL 1494247, at *12 (N.D. Cal. Apr. 16, 2014)

(holding that “cursory recitation of the entire device in the asserted claims does not

foreclose the component that directly implements the invention from being the

smallest salable patent-practicing unit for reasonable royalty purposes”);

Rolls-Royce PLC v. United Techs. Corp., No. 10-cv-457, 2011 WL 1740143, at *6

(E.D. Va. May 4, 2011) (granting defendant’s motion in limine to exclude damages

opinion “based on the value of the entire engine,” because “the patent only covers

one design aspect of the fan blade, which in turn is one of more than 10,000

components in the engine”).

DataQuill Ltd. v. High Tech Computer Corp., 887 F. Supp. 2d 999 (S.D.

Cal. 2011), is on point. There, the patent owner argued that “the entire market
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value rule does not apply because the patents-in-suit do not claim a ‘feature’ or a

‘component,’ but instead claim an entire apparatus” and thus “the infringing

devices are HTC handsets themselves not a component of the handsets.” Id.

at 1027. The court rejected this argument: “[t]he HTC handsets are complex

products with multiple features that are clearly not claimed by the patents-in-suit,

such as the ability to make phone calls and the ability to send and receive text

messages.” Id. The same can be said of the mowers in this case, which can move

along the ground and cut grass with or without a flow control baffle. Exmark

cannot argue that it invented the lawn mower any more than the patentee in

DataQuill could “argu[e] that its patents represent the invention of the cell phone

or even the smart-phone.” Id.

In another flawed effort to defend the indefensible, Exmark pointed to three

cases: AstraZeneca AB v. Apotex Corp., 782 F.3d 1324 (Fed. Cir. 2015), Douglas

Dynamics, LLC v. Buyers Prods. Co., 76 F. Supp. 3d 806 (W.D. Wis. 2014),

affirmed without opinion 628 F. App’x 767 (Fed. Cir. 2016), and Univ. of

Pittsburgh v. Varian Med. Sys., 561 F. App’x 934 (Fed. Cir. 2014). In

AstraZeneca, the accused product was a pharmaceutical compound, and there was

no “unpatented or non-infringing feature” of that product. AstraZeneca, 782 F.3d

at 1338. By contrast, with respect to the accused lawn mowers, the record is

replete with evidence of admitted unpatented features. The case also is different
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than Douglas Dynamics, in which the court permitted the royalty to be based on

the entire value of a snowplow assembly, rather than just a linkage of that

assembly, because the claim covered the entirety of the snowplow assembly. The

court held that “the linkage mechanism, combined with the rest of the assembly in

a particular way, creates an improved snowplow assembly.” Id. Here, while it

may be argued that the baffle works with the blades and other elements of the

mower deck to create an improved mower deck, it was never disputed the baffle

does not combine functionally with many other features of the lawn mower, like

the suspension, engine, drive train, instrumentation, seat, controls, safety

mechanisms, and others. (Appx17929-17942 at 426:4-439:1; Appx18297-18298 at

794:25-795:9; Appx18325-18326 at 822:7-823:10.)

Similarly, the facts here are different than those presented in the non-

precedential Varian case. There, the Court determined that “Pitt [was] not

attempting to include the value of unpatented features within its royalty base.”

Varian, 561 F. App’x at 947. Exmark, by contrast, has clearly included the value

of unpatented components in its royalty base. For example, Briggs sold the same

mower with different engine horsepower options—Exmark would receive more

money for mowers with more expensive engines, even though the baffle has

nothing to do with engine options. (Appx19063-19065 at 1560:17-1562:7.) The

Court in Varian cautioned against the strategy advanced by Exmark here, warning

Case: 16-2197      Document: 15     Page: 73     Filed: 09/08/2016



- 65 -

that “damages should not turn on claim draftsmanship such that the owner of an

improvement patent may deliberately add dependent claims directed to

unimproved conventional devices to expand the royalty base.” Varian, 561 F.

App’x at 947.

In short, the jury’s damages award was based on a theory of

“apportionment” that directly conflicts with this Court’s precedent, and the $25

million award unjustly over-compensated Exmark. The jury’s award should be

vacated and the case remanded.

B. The District Court Erroneously Excluded Evidence Of
Prior Art

The district court refused to allow the jury to hear any evidence of prior art

in its consideration of the issue of damages, finding that the art was “relevant to

damages only to the extent that the [prior art] patent was used in a product.”

(Appx73.) The court also excluded any evidence related to mulching mowers, like

Simplicity, because such mowers supposedly lacked a side discharge opening. (Id.

(“Briggs is entitled to introduce side discharge mowers that were actually used

prior to Exmark’s invention.”); Appx19235 at 1732:11-22.) These two rulings are

erroneous and prejudicially skewed the jury’s perception of what damages could be

recovered here.

Specifically, two of the Georgia-Pacific factors support the consideration of

prior art. Factor nine is “[t]he utility and advantages of the patent property over
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any old modes or devices, if any, that had been used.” Georgia-Pacific Corp. v.

U.S. Plywood Corp., 318 F. Supp. 1116, 1120 (S.D.N.Y. 1970). In this case, the

“old modes” of mowing are Kidd, Koehn, Samejima ‘635, Samejima ‘947,

Simplicity, and the other prior art cited by Briggs. Factor ten is “[t]he nature of the

patented invention.” Id. at 1120. But Briggs was unable to show the jury exactly

what the “invention” was because it could not compare claim 1 to the prior art and

explain what already had been known.

The court’s exclusion of prior art mulching mowers, in turn, rested on a false

distinction between mulching mowers and mowers with discharge openings in the

side wall. The three Examiners in the Briggs reexamination found that the

Simplicity mower did have a side discharge opening even when the mulching kit

was installed, and the PTAB did not reverse this finding.8 (Appx5580-5581.) The

question of how close the Simplicity mower was to claim 1 was for the jury to

weigh in its damages analysis.

The exclusion of this prior art evidence was particularly prejudicial because

Exmark argued to the jury that claim 1 “was a big advance over the prior art.”

(Appx19228 at 1725:14-15.) Exmark witnesses repeatedly asserted that the ‘863

8 Dependent claims 3-5, which recite a mulching baffle that closes the side
discharge opening, support the Examiners’ finding that Simplicity still has a side
discharge opening even if it is covered by a removable mulching kit.
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patent was novel and a game-changer in the industry. (See, e.g., Appx17801 at

298:13-21; Appx18036 at 533:18-20; Appx18040 at 537:4-13; Appx19197 at

1694:3-4.) The introduction of the excluded prior art would have undermined

these assertions by showing that there were small differences, if any, between the

supposed invention and “old modes” of mowing. The one-sided presentation

prevented the jury from fairly assessing the appropriate measure of damages. For

this reason also, the jury’s damages award should be vacated, and a new trial on

damages should be required.

C. The District Court Erroneously Excluded Evidence Of
Exmark’s Knowing Delay

In rulings both before and during trial, the district court precluded Briggs

from introducing evidence of Exmark’s decision not to sue, accuse, or even raise

the ‘863 patent with other companies that it believed were infringing. (See

Appx70-71; Appx18515-18516 at 1012:2-1013:9; Appx17842-17855 at

339:19-352:17; Appx18105-18107 at 602:9-604:10; Appx18195-18196 at

692:14-693:6.) As a result, Briggs could not present to the jury evidence regarding

Exmark’s contemporaneous views as to the value of the ‘863 patent, which would

have undermined the testimony from Exmark’s witnesses that it never would have

condoned infringement without extracting a high royalty. (Appx18037-18039 at

534:16-536:6; Appx18193-18194 at 690:24-691:13.) In fact, it did just that, as

shown at the laches trial.
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Exmark’s decision to allow many of its competitors to infringe the ‘863

patent (under its theories) without asking them to stop, and its delay in filing suit

against Briggs, implicate Georgia-Pacific factors four (licensing policy) and

fifteen (hypothetical negotiation). (Appx20699-20704.) As to factor four,

Exmark’s witnesses testified that its policy was to not license its patents to its

competitors: “it bothers us to compete with a competitor using our technology that

we’ve identified and developed and I call it the intellectual property of our

company.” (Appx18194 at 691:3-5; see Appx17679 at 176:19-23; Appx18066 at

563:8-10; Appx19225 at 1722:21-23.) The excluded evidence would have shown,

though, that Exmark countenanced Briggs’ unlicensed use of its baffles. As for

what royalty Exmark would have insisted on at the hypothetical negotiation, the

court excluded evidence of what Exmark actually did when it suspected Briggs of

infringing: nothing.

The prejudice from these rulings came into sharp relief during the laches

trial. There, Exmark’s corporate designee, Rodney Benson, testified that as far

back as 2001, Exmark began keeping a list of potential infringers of the ‘863

patent. (Appx20256-20257 at 20:16-21:20.) A 2001 memorandum identified four

potential infringers, including Ferris. (Appx22581; see Appx20297 at 61:16-22.)

A 2002 memorandum identified ten potential infringers, including Ferris.

(Appx22586-22587; see Appx20313 at 77:20-22.) By 2007, the number grew to
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fourteen potential infringers. (Appx20266 at 30:11-13.) “Exmark knowingly

allowed Bad Boy, Ariens, Country Clipper, Ferris, Bobcat, Great Dane, Gravely to

potentially infringe the ‘863 patent since 2004 for free.” (Appx20369 at

133:21-25; see Appx20374 at 138:4-6 (“[a]bout a third of the companies are

suspected of infringing and Exmark did nothing about that”).) But these topics and

the associated documents were excluded from the jury trial.

The proper application of Georgia-Pacific is intended to give the jury a

balanced view of the value of the infringed technology. That did not occur here.

The failure to admit this relevant evidence prejudiced Briggs, which supports the

grant of a new trial. The verdict accordingly should be vacated and the case

remanded for a new trial where critical evidence on damages can be admitted.

IV. ON REMAND, WILLFULNESS AND LACHES SHOULD BE
RECONSIDERED CONSISTENT WITH CONTROLLING LAW

A. Willfulness Should Be Retried In Compliance With Halo

The jury trial on willfulness was conducted under the then-governing

standard set forth in In re Seagate Tech., LLC, 497 F.3d 1360 (Fed. Cir. 2007)

(en banc). The district court found before trial that all of Briggs’ litigation

defenses were unreasonable, and it then precluded Briggs from presenting any

evidence or argument regarding the questionable validity of claim 1. This

exclusionary ruling is inconsistent with the Supreme Court’s decision in Halo, and
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the ruling’s prejudicial effect on Briggs justifies a retrial on willfulness using the

correct legal standard.

Halo held that the jury, not the district court, determines whether the actions

about which the defendants knew or should have known were “unreasonably

risky.” 136 S. Ct. at 1933 (“[A] person is reckless if he acts ‘knowing or having

reason to know of facts which would lead a reasonable man to realize’ his actions

are unreasonably risky.”). This inquiry into the degree of risk is a necessary

element of willfulness, because otherwise willfulness would be compressed into

the simple question of whether the defendant knew or should have known of the

existence of the patent. Willfulness has always required more. See, e.g., id. at

1937 (Breyer, J., concurring) (“[T]he Court’s references to ‘willful misconduct’ do

not mean that a court may award enhanced damages because the evidence shows

that the infringer knew about the patent and nothing more.”).

Halo also held that the inquiry must be made at the time of infringement,

and not undertaken post hoc at the time of trial. Id. at 1933 (“Culpability is

generally measured against the knowledge of the actor at the time of the challenged

conduct.”). Thus, Halo held that “[n]othing . . . suggests that we should look to

facts that the defendant neither knew nor had reason to know at the time he acted.”

Id. In this case, the facts that Briggs “had reason to know at the time” it acted

include the prior art and how closely that art tracks to claim 1. Briggs should have
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been permitted to show the prior art to the jury for it to consider in deciding the

willfulness question.

Indeed, the district court instructed the jury to determine whether “an

unjustifiably high risk of infringement was known to Briggs or was so obvious that

it should have been known to Briggs.” (Appx17484.) In this regard, Exmark

asked its expert to compare the elements of claim 1 to the old Briggs design to

show that they were similar, even though the issue of infringement by the old

design had been resolved by the court before trial. Briggs objected, but the court

overruled without a sidebar, stating in front of the jury that “[t]he question of

willfulness is still in play and the similarity of the design has a great deal to do

with whether it’s willful or not. And so it seems he ought to be able to talk about

the design and the similarity between the two and how closely they’re similar.”

(Appx17770 at 267:12-17.) Thus, the court permitted Exmark to present the

“unreasonably risky” aspect of the Halo analysis.

But despite having taken that step, the court prevented Briggs from doing the

same thing—i.e., Briggs was not permitted to show that claim 1 was “similar” to

the prior art. Briggs thus was precluded from showing the jury that there was not a

“high risk of infringement” of which it knew or should have known. The result

was extremely prejudicial, because Exmark showed the jury a “high risk” of
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infringement simply by comparing the accused product to the claim and without

the jury being alerted to palpable invalidity issues.

Other aspects of the given instruction were equally inconsistent with Halo.

The jury was not told, for example, to evaluate the willfulness inquiry at the time

of infringement. Apart from that, it was permitted to find willfulness based on a

series of listed factors that do not specify a time frame and which cannot be

squared with Halo’s standard.9 Thus, Briggs was found to be willful during the

entire damages period, including the time (more than a year) when claim 1 stood

rejected during the Briggs reexamination. In short, there is no assurance that the

jury found willfulness here, or would find willfulness here, under the strictures that

Halo imposes. Retrial is warranted for this reason, too.

In light of these erroneous and prejudicial rulings, the Court should order a

new trial on willful infringement. Because the district court’s order enhancing

damages was based on the jury’s finding of willfulness and ignored Briggs’

invalidity defenses, that order should be vacated, too.

9 See Halo, 136 S. Ct. at 1933 (noting that “culpability is generally measured
against the knowledge of the actor at the time of the challenged conduct” and that
“a person is reckless if he acts ‘knowing or having reason to know of facts which
would have lead a reasonable man to realize’ his actions are unreasonably risky”)
(quoting Safeco Ins. Co. of America v. Burr, 551 U.S. 47, 69 (2007)).
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B. Laches Should Be Remanded For Consideration Of All
Material Factors

The issue of laches should be remanded because the district court failed to

properly apply the law of laches and based its decision on clearly erroneous factual

findings. Specifically, the court failed to apply the controlling law in at least three

critical respects. First, Exmark admitted in its post-trial briefing that “Exmark

does not dispute that it should have known about infringement by Briggs’

predecessor Ferris beginning in approximately November of 2001.” (Appx20945.)

This raised a presumption of laches. See A.C. Aukerman Co. v. R.L. Chaides

Constr., 960 F.2d 1020, 1037 (Fed. Cir. 1992). Despite Exmark’s admission,

however, the court found that Exmark was not on notice of its claim in 2001 and

that the presumption of laches did not apply. (Appx100.) This was both a

misinterpretation of Aukerman and a clearly erroneous factual finding in light of

Exmark’s admission. (Appx20945; Appx22581-22582.)

Second, the court held that, regardless of the presumption, Exmark’s delay

was reasonable. (Appx 100.) But this Court held in Aukerman that “a patentee

may [not] intentionally lie silently in wait watching damages escalate, particularly

where an infringer, if he had had notice, could have switched to a noninfringing

product.” Aukerman, 960 F.2d at 1033. Courts applying the proper standard in

Aukerman routinely reject delays such as Exmark’s. See, e.g., Fabrikker v.

Charlton Co., No. 82-0486-MA, 1982 WL 52117, at *5 (D. Mass. Dec. 6, 1982)
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(“Waiting opportunistically until an alleged infringer increases production and

sales of an accused product is an unacceptable excuse . . . .”); Baker Mfg. Co. v.

Whitewater Mfg. Co., 430 F.2d 1008, 1014 (7th Cir. 1970) (finding unreasonable

the “decision to remain silent and wait until litigation would be worthwhile”);

Loral Corp. v. B.F. Goodrich Co., No. C-3-86-216, 1989 WL 206377, at *49 (S.D.

Ohio June 8, 1989) (finding “not a reasonable justification for inexcusable delay

where the forbearance is to render the litigation worthwhile”); Dymo Indus., Inc. v.

Monarch Marking Sys., Inc., 474 F. Supp. 412, 415 (N.D. Tex. 1979) (“[A]

patentee cannot sit idle while an infringer builds up its business to the point that the

monetary reward from an infringement suit justifies its expense.”); Esco

Lighting Co. v. Lighting Servs., Inc., No. 70 Civ. 2737, 1973 WL 19852, at *2

(S.D.N.Y. Apr. 4, 1973) (“[I]t would be highly inequitable for a court to award

either damages or an injunction when at long last the patentee senses that it is

worth his while to sue.”); Troxler Elec. Labs., Inc. v. Pine Instrument Co., 597 F.

Supp. 2d 574, 598-99 (E.D.N.C. 2009) (“[A] laches defense exists precisely to

prevent patentees from delaying in filing suit simply because they do not feel

‘motivated to do so.’”).

Third, the court also erred when it found that Briggs had not been prejudiced

because it could not have designed around the ‘863 patent. (Appx100-101.)

Exmark conceded that Briggs could have done this, the same as Scag did in 2003.
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(Appx20414 at 178:11-14.) It was error for the court to ignore Exmark’s

concession and the ease with which design-arounds were achieved by Briggs,

Scag, and Schiller. If it had been sued earlier, Briggs could have reduced the

claimed damages significantly. (Appx18537-18539 at 1034:14-1036:15;

Appx20443-20446 at 207:21-210:11; see Appx20341 at 105:1-8; Appx20414 at

178:6-14.) See Aukerman, 960 F.2d at 1033 (“Economic prejudice may arise

where a defendant [will] . . . incur damages which likely would have been

prevented by earlier suit.”).

A proper laches determination requires consideration of Exmark’s admitted

knowledge, the unreasonableness of its delay, and Briggs’ ability to design around

the ‘863 patent. The court’s failure to consider these factors in its analysis led it to

a legally questionable result. Briggs’ laches defense should be remanded so that

the court can weigh all of the relevant factors, including those it ignored, to

determine whether laches applies. See Int’l Rectifier Corp. v. IXYS Corp., 361

F.3d 1363, 1376 (Fed. Cir. 2004).

CONCLUSION

It is difficult to try a case once, much less twice. But the district court

erroneously deprived Briggs of its meritorious liability defenses and erroneously

subjected Briggs to a prejudicially inflated damages award. Affirming this verdict

accordingly could perpetuate an injustice. For the reasons stated above, Briggs
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respectfully requests that the Court order that claim 1 is invalid due to

indefiniteness and that judgment be entered for Briggs, or, alternatively, that the

judgment be vacated and the case remanded for a trial on obviousness,

anticipation, damages, willfulness, and laches.

DATED: September 8, 2016 Respectfully submitted,

By: /s/ Matthew M. Wolf
Matthew M. Wolf
Marc A. Cohn
ARNOLD & PORTER LLP
601 Massachusetts Ave., NW
Washington, DC 20001
Telephone: (202) 942-5000
Facsimile: (202) 942-5999

Counsel for Defendant-Appellant
Briggs & Stratton Power Products Group LLC
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IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF NEBRASKA 

 

EXMARK MANUFACTURING COMPANY INC., 
 

Plaintiff,  
 
 vs.  
 
BRIGGS & STRATTON POWER PRODUCTS 
GROUP, LLC, 
 

Defendant. 

 
 

8:10CV187 
 
 

JUDGMENT  

  
 

 Pursuant to the jury's verdict (Filing No. 599), and Memoranda and Orders entered this date 

(Filing Nos. 687, 688, 689, & 690),  

 IT IS ORDERED THAT:   

1. Judgment is hereby entered in favor of plaintiff Exmark Manufacturing 

Company, Inc., and against defendant Briggs and Stratton Power Products Group, LLC, 

for compensatory damages in the amount of $24,280,330.00, together with prejudgment 

interest thereon from and after May 12, 2004, to November 1, 2015, in the amount of 

$1,540,614.00, plus such additional interest computed at the one year Treasury rate, 

compounded annually, as has accumulated from November 1, 2015 to this date, plus 

postjudgment interest from and after this date at the legal rate;  

2. Judgment is hereby entered in favor of plaintiff Exmark Manufacturing 

Company, Inc., and against defendant Briggs and Stratton Power Products Group, LLC, 

for enhanced damages under 35 U.S.C. § 284 in the additional amount of 

$24,280,330.00, plus postjudgment interest from and after this date at the legal rate, 

together with taxable costs.     

DATED this 11th day of May, 2016. 

 
BY THE COURT: 
 
s/ Joseph F. Bataillon  
Senior United States District Judge 
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IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF NEBRASKA

EXMARK MANUFACTURING
COMPANY INC., 

Plaintiff,

v.

BRIGGS & STRATTON POWER
PRODUCTS GROUP, LLC, and
SCHILLER GROUNDS CARE, INC.,

Defendants.

)
)
)
)
)
)
)
)
)
)
)
)
)

8:10CV187

MEMORANDUM AND ORDER

This action is before the court for resolution of issues of claim construction after a

hearing pursuant to Markman v. Westview Instruments, Inc., 517 U.S. 370, 372 (1996).

Exmark filed this action for patent infringement.  Exmark generally contends that the claims

of the patent in question define the invention in clear and simple terms that a jury can

understand.  Defendants disagree and contend that this court should construe a number

of the terms and phrases.  The court has carefully reviewed all submissions and pleadings

by the parties, and in particular those submissions relating to the claim constructions,

listened to oral argument, and reviewed the relevant caselaw.  The court makes the

following findings.  

BACKGROUND

Plaintiff Exmark Manufacturing Co., Inc. (“Exmark”) is a manufacturer of high quality

lawnmowers based in Beatrice, Nebraska. Under the terms of an acquisition dated

November 25, 1997, Exmark is a wholly-owned subsidiary of the Toro Company (“Toro”).
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2

Exmark is the owner of U.S. Patent 5,987,863 (the ‘863 patent”), entitled “Lawn

Mower Having Flow Control Baffles and Removable Mulching Baffles.”  On May 12, 2010,

Exmark filed a complaint for infringement of the ‘863 patent against Briggs & Stratton

Power Products Group, LLC (“Briggs”) and Schiller Grounds Care, Inc. (“Schiller”).

The ‘863 patent is part of a family of patents that can be traced back to a parent

patent application, Ser. No. 08/559,575, that was filed November 16, 1995, and later

abandoned.  Goggin Ex. 2.  The other patents in this family (“the Related Patents”) include

U.S. Patent 5,845,475 (“the ‘475 patent”), U.S. Patent 5,816,033 (“the ‘033 patent”), and

U.S. Patent 5,865,020 (“the ‘020 patent”).

The ‘475 patent application was filed on January 17, 1997, as a continuation in part

of the abandoned application. The ‘863 patent application was thereafter filed on August

18, 1998, as a continuation of the ‘475 patent application. 

Exmark is the sole owner of the ‘863 patent.  Filing No. 15, Ex. 1.  Issued on

November 23, 1999, the patent is for a multi-blade lawn mower that can be converted from

a conventional side discharge mower to a mulching mower.  Id.  Exmark alleges that

defendants are knowingly and actively engaging in the manufacture and sale of similar

mowers that are covered by the ‘863 patent.  Filing No. 14 at 2-4.  Exmark contends it has

complied with the statutory requirement of placing a notice of the ‘863 patent on all mowers

it makes that use the patented design. Id. at 2.  Lastly, Exmark claims defendants knew

or should have known of the ‘863 patent and that the sale of the mowers in question would

infringe upon the ‘863 patent.  Id. at 4.
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Defendant Schiller admits that Exmark is the owner of the ‘863 patent, but denies

any infringement. Filing No. 57 at 2-3.  Both parties admit that an “immediate, real, and

justiciable controversy exists” with respect to the validity of at least one claim of the ‘863

patent.  Id. at 9; Filing No. 33 at 2.  

DISCUSSION

A.  Law

The claims of a patent define the scope of the patent.  Phillips v. AWH Corp., 415

F.3d 1303, 1312 (Fed. Cir. 2005) (en banc).  The claims of a patent are of primary

importance in determining what is patentable and the function and purpose of a claim is

to “delimit the right to exclude.”  Id. at 1312.  The purpose of claim construction is to

“determin[e] the meaning and scope of the patent claims asserted to be infringed.”

Markman v. Westview Instruments, Inc., 52 F.3d 967, 976 (Fed. Cir. 1995) (en banc), aff'd,

517 U.S. 370 (1996).  The construction of the terms in a patent is a matter of law reserved

entirely for the court.  Markman, 517 U.S. at 372.  A claim construction order will dictate

how the court will instruct the jury regarding a claim’s scope.  O2 Micro Int’l Ltd. v. Beyond

Innovation Technology Co., Ltd., 521 F.3d 1351, 1359 (Fed. Cir. 2008).  “A district court

is not obligated to construe terms with ordinary meanings, lest trial courts be inundated

with requests to parse the meaning of every word in the asserted claims.”  Id.  However,

when the parties raise an actual dispute regarding the proper scope of these claims, the

court, not the jury, must resolve that dispute.  Id. at 1360.

The words of a claim are generally given their ordinary and customary meaning,

which is the meaning a term would have to a person of ordinary skill in the art in question
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at the time of the invention.  Phillips, 415 F.3d at 1313.  The inquiry into how a person of

ordinary skill in the art understands a term provides an objective baseline for which to

begin claim interpretation.  Id.  Importantly, a person of ordinary skill in the art is deemed

to read the claim term not only in the context of the particular claim in which the disputed

claim appears, but in the context of the entire patent, including the specification.  Id. (noting

that a court does not look to the ordinary meaning of the term in a vacuum; it must look at

the ordinary meaning in the context of the written description and the prosecution history).

Absent contravening evidence from the specification or prosecution history, plain and

unambiguous claim language controls the construction analysis.  DSW, Inc. v. Shoe

Pavilion, Inc., 537 F.3d 1342, 1347 (Fed. Cir. 2008).

“In some cases, the ordinary meaning of claim language . . . may be readily

apparent even to lay judges, and claim construction in such cases involves little more than

the application of the widely accepted meaning of commonly understood words.” Phillips,

415 F.3d at 1314.  However, in many cases, the meaning of a claim term as understood

by persons of skill in the art is not readily apparent.  Id.  In cases that involve “little more

than the application of the widely accepted meanings of commonly understood words,”

general purpose dictionaries may be helpful, but in many cases, determining the ordinary

and customary meaning of the claim requires examination of terms that have a particular

meaning in a field of art and the court “must look to those sources that are available to the

public that show what  a person of skill in the art would have understood the disputed claim

language to mean.”  Id. at 1314.  “Those sources include ‘the words of the claims

themselves, the remainder of the specification, the prosecution history, and extrinsic
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evidence concerning relevant scientific principles, the meaning of technical terms, and the

state of the art.’”  Id. (quoting Innova/Pure Water, Inc. v. Safari Water Filtration Systems,

Inc., 381 F.3d 1111, 1116 (Fed. Cir. 2004)).

 The claims themselves provide substantial guidance as to the meaning of particular

claim terms, quite apart from the written description and the prosecution history.  Phillips,

415 F.3d at 1314.  The context in which a term is used is highly instructive—other claims

of the patent in question can also be “valuable sources of enlightenment as to the meaning

of a claim term,” as can differences among claims.  Id. (also noting that the usage of term

in one claim can often illuminate the meaning of the same term in other claims). 

Because the claims do not stand alone, but are part of a fully integrated written

instrument, the specification is usually the best guide to the meaning of a disputed term.

Id.  The specification may reveal a special definition given to a claim term by the patentee

that differs from the meaning it would otherwise possess; in such cases, the inventor’s

lexicography governs.  Id.  The patent’s prosecution history, if it is in evidence, should also

be considered, second in importance to the patent’s specification.  Id. at 1317 (noting,

however, that because it represents an ongoing negotiation, the prosecution history “often

lacks the clarity of the specification and is thus less useful for claim construction

purposes”).  

When looking at a specification in the patent, the court adheres to two axioms.

Liebel-Flarsheim Co. v. Medrad, Inc., 358 F.3d 898, 904 (Fed. Cir. 2004).  “On the one

hand, claims ‘must be read in view of the specification, of which they are a part.’”  Id.

(quoting Markman, 52 F.3d at 976, aff'd, 517 U.S. 370 (1996).  On the other hand, a court

8:10-cv-00187-JFB -TDT   Doc # 156    Filed: 11/29/11   Page 5 of 17 - Page ID # 2473

Appx6

Case: 16-2197      Document: 15     Page: 93     Filed: 09/08/2016

http://www.westlaw.com/find/default.wl?rs=CLWP3.0&vr=2.0&cite=381+F.3d+1111
http://www.westlaw.com/find/default.wl?rs=CLWP3.0&vr=2.0&cite=381+F.3d+1111
http://www.westlaw.com/find/default.wl?rs=CLWP3.0&vr=2.0&cite=415+F.3d+1314
http://www.westlaw.com/find/default.wl?rs=CLWP3.0&vr=2.0&cite=415+F.3d+1314
http://www.westlaw.com/find/default.wl?rs=CLWP3.0&vr=2.0&cite=358+F.3d+898
http://www.westlaw.com/find/default.wl?rs=CLWP3.0&vr=2.0&cite=52+F.3d+976


6

may not read a limitation from the specification into the claims.  Innovad Inc. v. Microsoft

Corp., 260 F.3d 1326, 1332 (Fed. Cir. 2001) (noting that the “interpretative process forbids

importing limitations from the specification into the defining language of the claims.”).  The

distinction between using the specification to interpret the meaning of a claim and

importing limitations from the specification into the claim can be difficult to apply in practice.

Phillips, 415 F.3d 1323.  The purposes of the specification are to teach and enable those

of skill in the art to make and use the invention and to provide a best mode for doing so,

and “[o]ne of the best ways to teach a person of ordinary skill in the art how to make and

use the invention is to provide an example of how to practice the invention in a particular

case.”  Id.  On reading the specification in that context, it will often become clear whether

the patentee is setting out specific examples of the invention to accomplish those goals,

or whether the patentee instead intends for the claims and the embodiments in the

specification to be strictly coextensive.  Id. (noting also that “there will still remain some

cases in which it will be hard to determine whether a person of skill in the art would

understand the embodiments to define the outer limits of the claim term or merely to be

exemplary in nature.”)  A construction which excludes the preferred embodiment of a

pantent is “rarely, if ever, correct.”  Adams Respiratory Therapeutics, Inc. v. Perrigo Co.,

616 F.3d 1283, 1290 (Fed. Cir. 2010).  

Although intrinsic evidence is preferred, courts are also authorized to rely on

extrinsic evidence “which consists of all evidence external to the patent and prosecution

history including expert and inventor testimony, dictionaries and learned treatises.”  Phillips,

415 F.3d 1323 (noting that “extrinsic evidence is less significant than the intrinsic record

in determining the ‘legally operative meaning of claim language.’”).  Id.  
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The court is guided in its endeavor by several “canons of construction” or

guideposts.  Bristol-Myers Squibb Co. v. Ben Venue Labs., Inc., 246 F.3d 1368, 1376 (Fed.

Cir. 2001).  Under the doctrine of claim differentiation, a dependent claim has a narrower

scope than the claim from which it depends and an independent claim has a broader scope

than the claim that depends from it.  Free Motion Fitness, Inc. v. Cybex Int’l, Inc., 423 F.3d

1343, 1351 (Fed. Cir. 2005).  Also, ordinarily, claims are not limited to the preferred

embodiments disclosed in the specification.  Phillips, 415 F.3d at 1323.  Different words

in a patent have different meanings and the same words have the same meaning.

Innova/Pure Water, Inc., 381 F.3d at 1119-20.  Use of the open-ended term of art,

“comprising,” allows the addition of other elements so long as the named elements, which

are essential, are included.  See Genentech, Inc. v. Chiron Corp., 112 F.3d 495, 501 (Fed.

Cir. 1997); Moleculon Research Corp. v. CBS, Inc., 793 F.2d 1261, 1271 (Fed. Cir. 1986)

(noting that “comprising” opens a method claim to the inclusion of additional steps, but

does not affect the scope of the structure recited within the steps).  If possible, claims

should be construed so as to preserve the claim’s validity, but that maxim is limited “to

cases in which ‘the court concludes, after applying all the available tools of claim

construction, that the claim is still ambiguous.’”  Phillips, 415 F.3d at 1327 (quoting

Liebel-Flarsheim Co. v. Medrad, Inc., 358 F.3d 898, 911 (Fed. Cir. 2004)).  When a

document is “incorporated by reference” into a host document, such as a patent, the

referenced document becomes effectively part of the host document as if it were explicitly

contained therein.  Telemac Cellular Corp. v. Topp Telecom, Inc., 247 F.3d 1316, 1329

(Fed. Cir. 2001).
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B.  Claim Construction

The court has carefully reviewed the patent at issue and the intrinsic evidence.  The

court’s claim construction is generally guided by the language of the claims, in the context

of the other claims of the patent and the specifications.  The intrinsic evidence of record

provided a sufficient foundation for the court’s claim construction.

1.   Claim Term One - Involves Claims 1, 2, 6 and 7

During the Markman hearing, the parties informed the court that they have now

agreed to the construction of “first flow control baffle” and this court need not make any

constructions in this regard.  

The court will note, however, that it has determined that the use of the term “first,”

as in “first flow . . . ,” throughout the list of claim terms and proposed constructions is

construed by the court as the word “front.”  In other words, each time the word “first” is

used in the term/phrase in Claim Term numbers 1 through 12, the court is going to

construe that term as “front” hereinafter.  Likewise, each time the word “second” is used,

the  court is going to change the construction of the word “second” to the word “rear.”  

2.   Claim Term 2 - Claims 1, 2, 6, and 7

Exmark argues that no construction is required for the phrase “said front flow control

baffle extending substantially continuously from the front location adjacent the interior

surface of said second side of wall to a second location adjacent the interior surface of said

front side wall.”  Briggs and Schiller both propose a construction that would require

language stating “said first front control baffle is in contact with or abutting the interior
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surface of the second side wall and the interior surface of the first side wall, namely from

side to side across the deck as shown in Fig. 4 of the ‘863 patent.”  

The court finds no support for defendants’ proposed construction and finds no

construction of this term is necessary.  The meaning is relatively clear in the context of the

patent as a whole.  The word “adjacent” refers to parts that are near one another, but it

does not require touching.  There is a presumption that words in a claim mean the same

thing.  See PODS, Inc. v. Porta Stor, Inc., 484 F.3d 1359, 1366 (Fed. Cir. 2007).  The word

“adjacent” is used throughout the specification to mean “near.”  There is nothing in the

prosecution history that justifies a change from the ordinary meaning of adjacent, and the

court will not do so.  

3.   Claim Term 3 - Claims, 1, 2, 6, and 7

Schiller requests that the phrase “and adjacent the forward end of said discharge

opening” be construed to mean “and in contact with or abutting the forward end of said

discharge opening.”  Exmark contends that no construction is required.  The court agrees

and finds that this language needs no construction and does not require contacting or

abutting the forward end of the discharge opening.  Again, as discussed above with Term

2, the word “adjacent” refers to parts that are near one another, but it does not require

touching. 

4.   Claim Term 4 - Claims, 1, 2, 6 and 7

The disputed phrase is “a front arcuate baffle portion that ‘extends from the interior

surface of said second side wall.’”  Exmark argues no construction is needed.  Briggs and

Schiller argue for the following construction: “extends from a point in contact with or
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abutting the interior surface of said second side wall.”  Again, the court finds no

construction is required.  The court agrees with Exmark that this language does not require

that the first arcuate baffle portion contact or abut the second side wall.  See Duhn Oil

Tool, Inc. v. Cooper Cameron Corp., 474 F. Supp.2d 1148, 1168 (E.D. Cal. 2007) (rejecting

the contention that “extending from” required the structures to mechanically or structurally

connected).  The jury will be able to determine what “extends” means in this context, and

the court finds no reason to read a limitation into this phrase as requested by defendants.

5.   Claim Term 5 - Claims, 1, 2, 6, and 7

The phrase in question is “substantially straight.”  Exmark argues that no

construction is required.  Briggs argues that the construction should be “with no apparent

curvature.”  Schiller did not propose any construction.  The court agrees that no

construction is needed.  The jury can clearly determine what “substantially straight” means.

 See Streck, Inc. v. Research & Diagnostic Sys., Inc., 2008 WL 4891132 *8 (D. Neb. 2008)

(“A jury can be expected to understand that the word ‘substantially’ does not mean ‘fully’

or ‘totally.’”).

6.   Claim Term 6 - Claims 1, 2, 6 and 7

The phrase in question is “a front elongated and substantially straight baffle portion,

having first and second ends, extending from said second end of said front arcuate baffle

portion.”  Defendants request a construction that states:  “a first baffle portion, having a first

and second ends, extending from a point in contact with or abutting said second end of

said first arcuate baffle portion, and being at least as long as said first arcuate baffle

portion.”  The court agrees that no construction is required, for much the same reasons as
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set forth in Claim 4.  This language does not require the first elongated and substantially

straight baffle portion contact or abut the first arcuate baffle portion.  The court agrees with

Exmark that this language does not require that the first arcuate baffle portion contact or

abut the second side wall.  The jury will be able to determine what “extends” means in this

context.  Further, the reliance by the defendant on the perspective view is not accurate.

The more accurate view is of Figure 2 of the Patent.  The jury will likewise be able to

determine what “elongated” means.  No additional construction is needed.

7.   Claim Term 7 - Claims 1, 2, 6 and 7

The phrase in question states:  “said front elongated and substantially straight baffle

portion being angularly disposed with respect to the said circle defined by the blade tip path

of said second cutting blade in a chord-like fashion.”  Exmark contends that the word

“chord” is a geometry term and refers to a line joining any two points of a circle. Exmark

proposes the following language: “the front elongated and substantially straight baffle

portion is oriented such that the line corresponding to that baffle portion intersects the

circle defined by the blade tip path of the second cutting blade at two points.”  This

language does not require the first elongated and substantially straight baffle portion

physically extend into or underneath the circle defined by the blade tip path of the second

cutting blade.  The defendants propose the following construction:  “a front elongated and

substantially straight baffle portion intersects and extends into a circle defined by a blade

tip path of a second cutting blade across at least one point.”  

The court agrees with Exmark’s proposed construction in part.  The court finds that

“‘the front elongated and substantially straight baffle portion is oriented such that the line
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corresponding to that baffle portion intersects the circle defined by the blade tip path of the

second cutting blade at two points” accurately construes the language in question.  The

defendants requested language is not supported by the claim language.  Further, the court

agrees that were it to construe the language as requested by the defendants, such

construction would be inconsistent with the requirement that the baffle be “between” the

cutting blades and the front wall.  The court will not adopt the remaining language offered

by Exmark or the language offered by the defendants. 

The court realizes that the examiner, on reexamination, used the words “is not

disposed in the circle” when stating his reasons for the allowance.  The court does not

agree with the defendants that these words require the straight baffle portion to extend into

the blade tip path.  This interpretation does not make sense with Exmark’s preferred

embodiment.  Regardless, the statements of an examiner in reasons for allowance are not

binding on subsequent disputes over claim interpretation.  Salazar v. Procter & Gamble

Co., 414 F.3d 1342, 1345 (Fed. Cir. 2005).  

8.   Claim Term 8 - Claims, 1, 2, 6 and 7  

The term or phrase in question is “second flow control baffle.”  Exmark proposes:

“a structure within the walls of the mower deck that controls the flow of air and grass

clippings.”  The defendants propose:  “a flow control baffle that is separate and distinct

from the first flow control baffle.”

The court will adopt the construction proposed by Exmark with one exception.  The

construction will now read:  “a second rear structure within the walls of the mower deck that

controls the flow of air and grass clippings.”  The proposed constructions of the defendants
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are denied.  There is no support for the claim of the defendants that the rear flow control

baffle must be “separate and distinct from” the front flow control baffle.  Two separate

components can in fact be attached together.  The jury can understand these terms.  

9.   Claim 9 - Claims, 1, 2, 6 and 7

The phrase in question is “semi-circular baffle portions.”  Exmark proposes that the

court construe the phrase to mean “baffle portions that are shaped like a portion or part of

a circle.  There is no requirement that a semi-circular baffle portion be half of a circle.”

Briggs proposes that the court construe the phrase as a “curved baffle portions that form

half a circle.”  Schiller offers no construction.

The court agrees with the construction offered by Exmark in part.  The court will

construe the phrase “semi-circular baffle portions” to mean “baffle portions that are shaped

like a portion or part of a circle.”  The court will not adopt the second half of Exmark’s

construction or the construction suggested by Briggs.  It is clear from Figure 4, Filing No.

116 at 41, page ID # 1771, that the sections in questions are a portion of a circle, but are

not half of a circle.  To construe the phrase any other way would also be contrary to the

preferred embodiment.  Exmark’s construction is also consistent with the prosecution

history.

  10.   Claim Term 10 - Claims 1, 2, 6, and 7

The phrase in question is “said front and rear flow control baffles defining a plurality

of open throat portions which are positioned between adjacent cutting blades.”  Exmark

contends that no construction is required.  Defendants ask this court for the following
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proposed construction:  “a plurality of open throat portions, as defined by the front and rear

baffles, are disposed between each pair of adjacent cutting blades.”  

The court finds no construction is required.  There is no showing that the language

requires two open throat portions as described by the defendants.  The court finds that the

construction suggested by Exmark is the preferred embodiment, and defendants’

construction would exclude the preferred embodiment.  

11.   Claim Term 11 - Claims 6 and 7

The phrase in dispute is “a rear elongated and substantially straight baffle portion,

having front and rear ends, extending from said rear end of said rear arcuate baffle

portion.”  Exmark contends that there is no construction required, as “this language does

not require that the second elongated and substantially straight baffle portion contact or

abut the second arcuate baffle portion.”  The defendants offer the following proposed

construction:  “a second baffle portion, having first and second ends, extending from a

point in contact with or abutting said second end of said second arcuate baffle portion, and

being at least as long as said second arcuate baffle portion.”

The court agrees with Exmark that no construction is needed, and this construction

is virtually the same issue as Term 6.  The court agrees with Exmark that this language

does not require that the first arcuate baffle portion contact or abut the second side wall.

The jury will be able to determine what “extends” means in this context.

12.   Claim Term 12 - Claims 6 and 7

The phrase in dispute states:  “said rear elongated and substantially straight baffle

portion being disposed with respect to the said circle defined by the blade tip path of said
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third cutting blade in a chord-like fashion.”  Exmark proposes “the second elongated and

substantially straight baffle portion is oriented such that the line corresponding to that baffle

portion intersects the circle defined by the blade tip path of the gird cutting blade at two

points.”  The defendants propose the following construction:  “a second elongated and

substantially straight baffle portion intersects and extends into a circle defined by a blade

tip path of a third cutting blade across at least one point.”  

The court agrees with Exmark’s proposed construction and will adopt the same and

notes that these issues are virtually the same as Term 7.  The court agrees with Exmark

that “the [phrase] language does not require that the second elongated and substantially

straight baffle portion physically extend into or underneath the circle defined by the blade

tip path of the third cutting blade.”

THEREFORE, IT IS ORDERED that the court adopts the following claim

constructions:  

1.  All Claims:  Each time the word “first” is used in the term/phrase in Claim Term

numbers 1 through 12, the court is going to construe that term as “front.”  Likewise, each

time the word “second” is used, the  court is going to change the construction of the word

“second” to the word “rear.”

2.  Claim 2:  The court finds that the phrase “said front flow control baffle extending

substantially continuously from the front location adjacent the interior surface of said

second side of wall to a second location adjacent the interior surface of said front side wall”

needs no construction.  

3.  Claim 3:  The court finds the phrase “and adjacent the forward end of said

discharge opening” needs no construction.
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4.  Claim 4:  The court finds the phrase “a front arcuate baffle portion that ‘extends

from the interior surface of said second side wall’” needs no construction.

5.  Claim 5:  The court finds the phrase “substantially straight” needs no

construction.

  6.  Claim 6:  The court finds the phrase  “a front elongated and substantially straight

baffle portion, having first and second ends, extending from said second end of said front

arcuate baffle portion” needs no construction.

7.  Claim 7:  The court finds the phrase “said front elongated and substantially

straight baffle portion being angularly disposed with respect to the said circle defined by

the blade tip path of said second cutting blade in a chord-like fashion” shall be construed

to mean that “the front elongated and substantially straight baffle portion is oriented such

that the line corresponding to that baffle portion intersects the circle defined by the blade

tip path of the second cutting blade at two points.”

8.  Count 8:  The court finds the phrase “second flow control baffle” shall be

construed to mean “a second rear structure within the walls of the mower deck that controls

the flow of air and grass clippings.” 

9.  Count 9:  The court finds the phrase “semi-circular baffle portions” shall be

construed to mean “baffle portions that are shaped like a portion or part of a circle.” 

10.  Count 10:  The court finds the phrase “said front and rear flow control baffles

defining a plurality of open throat portions which are positioned between adjacent cutting

blades” needs no construction.
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11.  Count 11:  The court finds the phrase “a rear elongated and substantially

straight baffle portion, having front and rear ends, extending from said rear end of said rear

arcuate baffle portion” needs no construction.  

12.  Count12:  The court finds the phrase “said rear elongated and substantially

straight baffle portion being disposed with respect to the said circle defined by the blade

tip path of said third cutting blade in a chord-like fashion” is construed to mean “the rear

elongated and substantially straight baffle portion is oriented such that the line

corresponding to that baffle portion intersects the circle defined by the blade tip path of the

gird cutting blade at two points.” 

DATED this 29  day of November, 2011.th

BY THE COURT:

s/ Joseph F. Bataillon                    
Chief District Judge
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IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF NEBRASKA 

 

EXMARK MANUFACTURING COMPANY 
INC., 
 

Plaintiff,  
 
 vs.  
 
BRIGGS & STRATTON POWER 
PRODUCTS GROUP, LLC:  SCHILLER 
GROUNDS CARE, INC., 
 

Defendants. 

 
 

8:10CV187 
 
 

MEMORANDUM AND ORDER 

  
 

 This matter is before the court after a hearing on May 28, 2015, on numerous 

interrelated motions:  Defendant Schiller Grounds Care, Inc.'s ("Schiller") motion for 

summary judgment on plaintiff Exmark Manufacturing Company, Inc.'s ("Exmark") claim 

of willful infringement and on Schiller's affirmative defense of laches, Filing No. 286; 

Defendant Briggs & Stratton Power Products Group, LLC's ("Briggs") motions for 

summary judgment of no willfulness, and for a ruling in its favor on the laches defense.  

Filing No. 306 and Filing No. 311; Briggs’s motion for a summary judgment that its 

redesigned mowers do not infringe the ‘863 patent, Filing No. 296; Briggs's and 

Schiller's motion for summary judgment that the claims of the patent are void due to 

indefiniteness, Filing No. 302 and Filing No. 309; Plaintiff Exmark's motion for a 

summary judgment of infringement by Briggs, Filing No. 318; Exmark's motion for a 

summary judgment of infringement by Schiller; Filing No. 324; Exmark's motion for a 

summary judgment in its favor under 35 U.S.C. §§ 102 & 103 (invalidity by reason of 

anticipation and obviousness), Filing No. 326; Exmark's motion for summary judgment 

in its favor under 35 U.S.C. § 112 (invalidity by reason of indefiniteness), Filing No. 328; 

8:10-cv-00187-JFB-TDT   Doc # 476   Filed: 07/28/15   Page 1 of 31 - Page ID # 18864

Appx19

Case: 16-2197      Document: 15     Page: 106     Filed: 09/08/2016

https://ecf.ned.uscourts.gov/doc1/11313210621
https://ecf.ned.uscourts.gov/doc1/11313211475
https://ecf.ned.uscourts.gov/doc1/11313211518
https://ecf.ned.uscourts.gov/doc1/11313211271
https://ecf.ned.uscourts.gov/doc1/11313211386
https://ecf.ned.uscourts.gov/doc1/11313211500
https://ecf.ned.uscourts.gov/doc1/11313211661
https://ecf.ned.uscourts.gov/doc1/11313211754
https://www.westlaw.com/Document/N381CFEF0E3CE11E4BFC0DECE46C8949F/View/FullText.html?transitionType=Default&contextData=(sc.Default)&VR=3.0&RS=da3.0
https://ecf.ned.uscourts.gov/doc1/11313211760
https://www.westlaw.com/Document/NDFCE2540E26C11E1980BB7181640365D/View/FullText.html?transitionType=Default&contextData=(sc.Default)&VR=3.0&RS=da3.0
https://ecf.ned.uscourts.gov/doc1/11313211779


 

 

2 

Exmark's motion for summary judgment in its favor on defendants' defenses (notice and 

marking, statute of limitations, double patenting, waiver and implied waiver and unclean 

hands), Filing No. 330.  This is an action for patent infringement.  The court has 

jurisdiction under 28 U.S.C. §§ 1331, 1332(a)(1) and 1338(a).  

 I. BACKGROUND 

The present motions can be loosely categorized as validity motions (Filing Nos. 

302, 309, 326, and 328), infringement motions (Filing Nos. 296, 318, and 324), 

defenses motions (Filing Nos. 286, 311 and 330) and willfulness motions (Filing Nos. 

286 and 306).  This case involves a lawn-mower patent.  On May 12, 2010, Exmark 

initiated this action accusing defendants Briggs and Schiller of infringing claims 1, 2, 6 

and 7 of its U.S. Patent No. 5,987,863 (“the ‘863 patent”).  Filing No. 1, Complaint.  The 

patent at issue involves a "Lawn Mower Having Flow Control Baffles and Removable 

Mulching Baffles."  Id., Ex. A, '863 patent.  

Essentially, for the reasons stated below, the court finds the claims of Exmark's 

patent are valid.  Further, the court finds that Briggs's accused original products and 

Schiller's accused products infringe the patent claims.  The court also finds the 

defenses of laches and waiver are inapplicable.  The court finds, however, that there 

are genuine issues of material fact with respect to whether or not Briggs's modified 

designs are infringing and on whether the defendants' infringing conduct was willful.   

  A. The Parties  

Plaintiff Exmark is a Nebraska corporation with a principal place of business in 

Beatrice, Nebraska.  The company was incorporated in 1982 as a manufacturer of 

professional turf care equipment.  At that time, Exmark “focused on manufacturing a line 
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of mid-size walk-behind mowers and turf rakes.”  By 1987, Exmark expanded its product 

offerings to include commercial riding mowers.  In 1995, the company introduced its 

mid-mount, zero-turn riding mower, the Exmark Lazer Z.   In November 1997, Exmark 

became a division of the Toro Company (“Toro”).  

Defendant Briggs is a Delaware Limited Liability Company with a principal place 

of business in Jefferson, Wisconsin.  Filing No. 1, Complaint.  Briggs is a wholly-owned 

subsidiary of Briggs & Stratton Corporation, a designer and manufacturer of garden and 

turf care products through its Simplicity, Snapper, Ferris and Murray brands.  Over the 

years, Briggs has acquired several entities.  It acquired Simplicity in 2004.  Simplicity 

had acquired Snapper in 2002 and Ferris in 1999.  Briggs's allegedly infringing mowers 

are sold under the Ferris and Snapper brands and include but are not limited to, 

mowers sold under the designation Snapper Pro S200X, Ferris Comfort Control DD, 

and mowers having Briggs’ iCD Cutting System.  

Defendant Schiller is a Pennsylvania corporation with a principal place of 

business in Southampton, Pennsylvania.  Schiller was established in 2009 through the 

merger of Schiller-Pfeiffer, Inc. (a manufacturer of gardening, landscaping and turf care 

equipment) and Commercial Grounds Care, Inc. (a manufacturer of grounds care 

equipment, including commercial mowers.).  In 2006, Commercial Grounds Care, Inc. 

acquired the assets of the commercial grounds care division of Jacobsen, a Textron 

Company. Textron had earlier acquired the Ransomes, Simms and Jeffries 

("Ransomes") lawn-mower company, which had, in turn, acquired Wisconsin Marine, 

another lawn-mower manufacturer.  Schiller and/or its predecessors manufactured Bob-

Cat, Bunton, Steiner, and Ryan brand mowers.  Schiller's allegedly infringing mowers 
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include, but are not limited to, mowers sold under the Bob-Cat and Bunton brand names 

and sold under the designation Bob-Cat FastCat Pro and Bob-Cat Hydro Walk-Behind.   

B. The Patent 

The ‘863 patent abstract states:  

A multiblade lawn mower including a mower deck having a plurality of 
cutting blades rotatably disposed therein.  A first flow control baffle is 
positioned in the mower deck between the cutting blades and the front 
wall of the mower deck and extends substantially continuously between 
the sides of the mower deck.  A second flow control baffle is positioned in 
the mower deck rearwardly of the cutting blades.  The first and second 
flow control baffles include a plurality of semi-circular baffle portions which 
define a plurality of open throat portions there between.  A plurality of 
selectively removable mulcher baffles are positioned in the mower deck to 
close the throat portions, thereby defining a substantially cylindrical 
mulching chamber around each of the cutting blades.   

 
Filing No. 1, Complaint, Ex. A, '863 Patent.     

The ‘863 patent is part of a family of patents that can be traced back to a parent 

patent application, Serial. No. 08/559,575, that was filed November 16, 1995, and later 

abandoned.  See Toro Co. v. Scag Power Equip., Inc., No. 8:01-CV-279, Filing No. 185, 

Memorandum and Order at 5 n.5 (D. Neb. May 16, 2001).  Exmark eventually replaced 

the November 1995 application, Serial No. 08/559,575, with a continuation-in-part 

application in January 1997.  Id.  The '863 patent is a continuation of the '475 patent.  

Id. at 2 n.2.  The '863 patent also claims priority to two earlier applications: Application 

Serial No. 08/784,825 ("the ‘825 application"), filed in 1997, and Application Serial No. 

08/559,575 ("the '575 application”), filed in 1995.  Filing No. 321, Exs. 30 & 31, (‘825 

and '575 applications.)   The other patents in this family (“the Related Patents”) include 

U.S. Patent 5,845,475 ("the '475 patent”), U.S. Patent 5,816,033 (“the ‘033 patent”), and 

U.S. Patent 5,865,020 (“the ‘020 patent”).   
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  C. Claim Construction 

The court held a Markman hearing on September 1, 2011, and entered a claim 

construction order based on the language of the claims in the context of the other 

claims of the patent and the specifications.  Filing No. 156, Memorandum and Order at 

8.  The court found the intrinsic record provided a sufficient foundation for claim 

construction and did not rely on extrinsic evidence.  Id.  The court generally found that 

most of the terms at issue needed no construction, but clarified the meaning of several 

terms.1  Id. at 15-16.  Although the parties agreed on the construction of "first flow 

control baffle," the court interpreted it to mean "front flow control baffle."  Id. at 9.  

"Adjacent" needed no construction and refers to parts that are near one another but not 

touching.  See id. at 8-9.  "Extends" in the context of "a front arcuate baffle portion that 

‘extends from the interior surface of said second side wall'" does not "require that the 

first arcuate portion contact or abut the second side wall."  Id. at 10.  The court found 

"substantially straight" needed no construction, noting that the jury could be expected to 

understand that the word "substantially" does not mean "fully or totally.”  Id. (citations 

and quotations omitted).  The court interpreted the phrase “said front elongated and 

substantially straight baffle portion being angularly disposed with respect to the said 

circle defined by the blade tip path of said second cutting blade in a chord-like fashion” 

to mean “‘the front elongated and substantially straight baffle portion is oriented such 
                                            

1 The court found the following terms needed no construction:  “said front flow control baffle 
extending substantially continuously from the front location adjacent the interior surface of said second 
side of wall to a second location adjacent the interior surface of said front side wall;” “and adjacent the 
forward end of said discharge opening;” “a front arcuate baffle portion that ‘extends from the interior 
surface of said second side wall;’” “substantially straight;” “said front and rear flow control baffles defining 
a plurality of open throat portions which are positioned between adjacent cutting blades;” “a rear 
elongated and substantially straight baffle portion, having front and rear ends, extending from said rear 
end of said rear arcuate baffle portion."  See Filing No. 156, Memorandum and Order at 8-14.   
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that the line corresponding to that baffle portion intersects the circle defined by the 

blade tip path of the second cutting blade at two points.’”  Id. at 11-12.   The court 

construed the term "second flow control baffle" to mean "a second rear structure within 

the walls of the mower deck that controls the flow of air and grass clippings."  Id. at 12.  

“Semi-circular baffle portions” was construed to mean “baffle portions that are shaped 

like a portion or part of a circle.”  Id. at 13.   

In reexamination proceedings, the United States Patent Trial and Appeal Board 

(PTAB) construed the term "flow control baffle" to mean "an element that 'controls' the 

flow of air and grass clippings… in a 'meaningful way’”.  Filing No. 368, Ex. 40, PTAB 

Opinion at 8.    

 D. Procedural History 

The ‘863 patent has been reexamined by the United States Patent and 

Trademark Office ("USPTO") three times.  Filing No. 320, Index of Evid., Ex. 35, 

Exmark Request for an ex parte reexamination; Ex. 25, Schiller Request for an ex parte 

reexamination; and Ex. 27, Briggs Request for an ex parte reexamination.  Exmark’s 

own patent attorney filed the first Request for Ex Parte Reexamination “in an abundance 

of caution” after the patent’s validity was challenged in Toro Co. v. Scag Power Equip., 

Inc., No. 8:01-CV-279 (D. Neb. May 16, 2001).2  Id., Ex. 35, Exmark's Ex Parte Request 

                                            
2 In 2001, Exmark and its parent, The Toro Company, sued Scag Power Equipment, Inc. for 

infringement of the ‘863 patent and three other patents (the '475, '961 and '176 patents).  Toro Co. v. 
Scag Power Equip., Inc., No. 8:01-CV-279, Filing No. 185, Memorandum and Order at 1-2 (D. Neb. May 
16, 2001). 

The primary issue in the Scag Power Equipment case relative to the ‘863 patent was the validity 
and enforceability of the claims over a prior art “Walker brochure.”  Id.  The Walker brochure was 
submitted by Exmark to the USPTO during the original examination of the ‘863 patent.  See Toro Co. v. 
Scag Power Equip., Inc., No. 8:01-CV-279, 2003 U.S. Dist. LEXIS 603, at *8-10 (D. Neb. Jan. 15, 2003).  
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for Reexamination;  See Toro Co. v. Scag Power Equip., Inc., No. 8:01-CV-279, 2003 

U.S. Dist. LEXIS 603, at *8-10 (D. Neb. Jan. 15, 2003). 

On March 23, 2012, during the pendency of this litigation, Schiller filed a request 

for Ex Parte Reexamination of the claims of the patent at issue herein.3  See Filing No. 

214, Stipulated and Joint Motion to Lift the Stay of Proceedings at 1.  Schiller asserted 

that the claims were invalid because they were not entitled to the filing date of the 

original '575 patent and were therefore anticipated by Exmark's own brochure showing 

the patented invention.  Filing No. 321, Ex. 25, Schiller Request at 4 (ECF 321-13).  On 

July 25, 2012, while the Schiller reexamination was still pending, Briggs filed for an Ex 

Parte Reexamination by the USPTO of the same claims.  Filing No. 321, Ex. 27, Briggs 

Request (ECF 321-15, 321-16).  The USPTO granted the reexamination request on 

April 27, 2012, and issued an Office Action initially rejecting the subject claims 1, 2, 6, 

and 7 as obvious in light to prior art and unpatentable.  Filing No. 322, Ex. 38, Office 

Action at 6-7 (ECF 322-7).  That decision was ultimately reversed by the PTAB.  Id., Ex. 

47, USPTO Decision dated July 20, 2014.  On August 13, 2014 the USPTO issued a 

“Notice of Intent to Issue Reexamination Certificate, affirmed the patentability of the 

claims and required no changes to the patent.” Id., Ex. 48, Reexamination Certificate.   

 

 
                                                                                                                                             
Scag accused Exmark of intentionally mis-citing Walker patent to the USPTO in such a way that the 
patent examiner did not actually consider it to be prior art.  Id.  Shortly before trial, this court granted 
summary judgment to Toro on Scag’s inequitable conduct defense.  Id. at *18.  On November 16, 2004, 
an Ex Parte Reexamination certificate was issued by the USPTO which affirmed the patentability of the 
claims examined and required no changes to the patent.  See Filing No. 322, Ex. 36.  The case later 
settled.  See Toro Co. v. Scag Power Equip., Inc., No. 8:01-CV-279, Filing No. 195, Settlement 
Agreement (Sealed).   

3 This action was stayed during the pendency of the reexaminations.  Filing No. 197, Order.   
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E. Facts  

 The record shows that in 1994, Exmark inventor Garry Busboom designed a side 

discharge mower with front and rear baffles that intentionally directed grass clippings 

from one cutting chamber into the path of the next cutting blade.  Filing No. 321, Ex. 28, 

Strykowski Validity Report at 18, 112-13.  The resulting mower discharged grass better 

at higher speeds and without bogging down in wet or heavy grass.  Id. at 112-13.   

After Exmark filed this suit in early 2010, Briggs re-designed its curved-straight-

curved baffles into a continuous curved design in which the baffle curves, then curves 

again, then curves yet again as it extends along the deck.  Filing No. 317, Ex. 19, 

Weber Dep. at 163-64 (ECF 317-4 Page ID 7103).  Exmark contends that both Briggs’s 

original baffle design and its updated baffle design infringe the patent, but moves for a 

summary judgment of infringement only with respect to the original design.4  Filing No. 

318, Motion.   Briggs moves for a declaration that its redesigned mowers do not infringe 

the patent.  Filing No. 296, Motion.   

In its motion for a summary judgment of infringement against Schiller, Exmark 

contends that the 48 inch, 52/54 inch, and 61 inch accused products that Schiller 

manufactured from 2006 to 2010 literally infringe claims 1, 2, 6, and 7 of the '863 patent.  

Shiller also redesigned its mowers after this lawsuit was filed and Schiller filed for and 

received United States Patent No. 8,171,709 (“the Schiller patent”) in connection with 

                                            
4 Exmark's motion for summary judgment relates to versions 1-4 of seven versions of Briggs's 

accused products that are challenged in this lawsuit. Filing No. 319, Exmark Brief at 2.  It seeks a 
summary judgment of infringement with respect to those products that Briggs and its predecessors 
manufactured and sold prior to the filing of this lawsuit and continued to sell for some time after this suit 
was initiated and are referred to as "original Briggs designs."  Id.; Filing No. 317, Ex. 1, Strykowski Report 
at 27-39.   
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that redesign.  Filing No. 317, Ex. 19, Weber Dep. at 163-64 (ECF 317-4 Page ID 

7103); Ex. 20, Weber Second Dep. at 200 (ECF 317-5 Page ID 7188); Filing No. 321, 

Ex. 21, Schiller Patent (ECF 321-9).  Exmark does not contend that the Schiller 

redesign infringes the ‘863 patent.   

Exmark only seeks damages for infringement by Briggs beginning on May 12, 

2004, six years from the date of the filing of the complaint on May 12, 2010, and does 

not seek damages outside the statutory period.  Exmark alleges that sometime prior to 

August 2006, a company that is not a party to this suit began infringing the ’863 Patent 

and Schiller continued the infringement when it purchased certain product lines and 

other assets of that company on August 18, 2006.  It seeks damages for infringement 

by Schiller from and after that date. 

In support of their motions, the parties presented the testimony of their expert 

witnesses.  See, e.g., Filing No. 317, Exs. 1, Updated Report of Dr. Paul Strykowski 

(ECF 317-1(restricted)); Ex. 2, Rebuttal Expert Report of Denis Del Ponte (ECF 317-2 

(restricted)); Ex. 5, Deposition Transcript of Denis Del Ponte ("Del Ponte Dep.") (ECF 

317-3 (restricted); Ex. 19, Deposition Transcript of Anthony Weber ("Weber Dep.") (ECF 

317-4); Ex. 28,  Strykowski Validity Report (ECF 317-6); Filing No. 320, Ex. 4, Updated 

report of Garry Busboom; Ex. 7, Supplemental Expert report of Mark J. Wegner; Filing 

No. 321, Ex. 13 (ECF 321-3), Deposition Transcript of Frank Fronczak ("Fronczak 

Dep.").5  Exmark's experts, Dr. Paul Strykowski and Mr. Garry Busboom agree that all of 

                                            
5 Schiller contends that Fronczak was not designated to provide an opinion on whether Schiller 

infringed the patent.  Filing No. 369, Schiller Brief at 2 n. 1; see Filing No. 367, Deposition of Frank 
Fronczak at 10 (ECF 367-20, Page ID 11443).  Fronczak provided an opinion on invalidity as anticipated 
and/or obvious.  Filing No. 321, Ex. 13, Fronczak Dep. at 67 (ECF 321-3 Page ID 7979); Filing No. 317, 
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the limitations of claim 1 and claim 2 of the '863 patent are literally present in the original 

Briggs designs.  Filing No. 317, Ex. 1, Strykowski report at 52 (ECF 317-1); Filing No. 

320, Ex. 4, Busboom Report at 3.  Briggs's expert, Denis Del Ponte, admits that, based 

on the court's claim construction, all the limitations of claims 1, 2, 6, and 7 of the '863 

patent, except for one, are literally present in some or all of Briggs's original designs.  

Filing No. 317, Ex. 5, Del Ponte Dep. at 106, 108-09, 110-114, 121-22; Ex. 2, Del Ponte 

Rebuttal Report at 6, 47, 127-135.      

The only limitations that Mr. Del Ponte contends are not present are the 

requirements that the first arcuate baffle portion has a first end “which extends from the 

interior surface of [the closed] side wall partially around said first cutting blade.”  See 

Filing No. 1, Complaint, Ex. A, '863 patent at 6:21-24, 7:32-35; Filing No. 317, Ex. 2, Del 

Ponte Rebuttal Report at 49 (ECF 317-2); see also id., Ex. 5, Del Ponte Dep. at 116-

118, Ex. 6, Del Ponte Ex. 610 at 2.   He contends that "even though the baffle portion 

may be in contact with the second side wall . . . because all versions are parallel to the 

wall, none 'extend from' the wall." Id., Ex. 2, Del Ponte Rebuttal Report at 49.   Schiller’s 

engineer, Mr. Mark Wegner, testified that he knew about Exmark’s ‘863 patent at the 

time he developed the allegedly infringing design in roughly 2005.  Filing No. 317, Ex. 

62, Deposition of Mark Wegner ("Wegner First Dep.") at 47, and 95-96 (ECF 317-10 

Page ID  7449, 7461). 

During claim construction, this court rejected Briggs's argument that the claim 

language “a first arcuate baffle portion . . . which extends from the interior surface of 

                                                                                                                                             
Ex. 49, Fronczak Report at 3 (ECF 317-7 Page ID 7364).  The issues are somewhat interrelated, but the 
court will consider the evidence only to the extent that it is relevant to the issue under consideration.   
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said second side wall” required that the first arcuate baffle portion physically contact or 

abut the closed side wall.  Filing No. 156, Memorandum and Order at 9-10.  After the 

court issued its claim construction order, Del Ponte stated in his expert report the only 

basis for Briggs’s contention that its original designs did not infringe the '863 patent was 

that none of its baffle portions "extend from" the wall.  Filing No. 317, Ex. 2, Del Ponte 

Rebuttal Report at 49-50; see also id., Ex. 5, Del Ponte Dep. at 116-118; Filing No. 320, 

Ex. 6, Del Ponte Ex. 610 at 2.    

Briggs argues that their accused product does not "extend[] from the interior 

surface of said second side wall partially around said first cutting blade,” but rather, its 

first arcuate baffle portion "extends in a substantially non-parallel way from the interior 

surface of said second side wall partially around said first cutting blade.”  Filing No. 320, 

Ex. 6, Del Ponte Ex. 610 at 2-5; Filing No. 1, Complaint, Ex. A, '863 Patent at Fig. 2.    

The record shows that Briggs's original accused products are virtually identical to the 

preferred embodiment shown in Figs. 2 & 4 of the patent.  See e.g., Filing No. 1, 

Complaint, Ex. A, '863 Patent at Figs 2 & 4; Filing No. 299, Ex. 8, Declaration of Philip 

Wenzel at 5 (ECF 299-6 Page ID 5633); Id. at 13, Ex. A (ECF 299-6 Page ID 5640).  

With respect to Briggs's modified design, the record shows Briggs's modified 

design curves the straight portions of the baffle between the first and second arcuate 

portion.  See Filing No. 317, Ex. 2, Del Ponte Rebuttal Report at 17; Filing No. 299, Ex. 

8, Wenzel declaration at 7 (ECF 299-6 Page Id. 5634).  Briggs presented expert 

testimony that its modified design does not infringe the patent.  See Filing No. 317, Ex. 

2, Del Ponte report at 18-37.  However, evidence presented by Exmark controverts that 

testimony.  See Filing No. 309, Exmark's Brief at 7-14 (disputing Briggs's purported 
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statements of undisputed fact); Filing No. 391, Exs. 1-71.  Both Dr. Strykowski and Mr. 

Busboom have provided expert reports and testified unequivocally that they believe that 

Briggs’s modified baffles have a first arcuate baffle portion followed by a first elongated 

and substantially straight baffle portion, and that the Briggs modified baffles infringe the 

asserted claims of the ‘863 patent.  Filing No. 317, Ex. 1, Strykowski Report at 52; Filing 

No. 320, Ex. 4, Busboom Report at 2, 21-23.   

The structure of Schiller's accused baffle designs are shown in a Schiller 

assembly drawing. See Filing No. 317, Ex. 1, Strykowski report at 14-16, 25-26 (ECF 

317-1); Filing No. 320, Ex. 9, Strykowski Ex. X (ECF 320-11), Ex. 10, Strykowski Ex. Y 

(ECF 320-12); Filing No. 321, Ex. 11 Strykowski Ex. Z (ECF 321-1).  Exmark’s experts, 

Dr. Strykowski and Mr. Busboom, agree that all limitations of claims 1, 2, 6 and 7 of the 

‘863 patent are literally present in each of the Schiller accused mowers.  Id., Ex. 1, 

Strykowski Report at 27; Ex. 4, Busboom Report at 3.  Schiller’s employee expert, Mr. 

Wegner, only denies the presence of one claim limitation in the Schiller accused 

products.  Filing No. 320, Ex. 7, Wegner Supplemental Report at 2, 8-9 (ECF 320-6); 

Filing No. 321, Ex. 12, Wegner Second Dep. at 7 (ECF 321-2).  Specifically, Mr. 

Wegner only denies that the accused Schiller mowers have a front flow control baffle 

that extends to a “location adjacent the interior surface of said first side wall and 

adjacent the forward end of said discharge opening.”  Id.  The “first side wall” in the 

claims refers to the side wall having the discharge opening. Id. at 4.  Schiller’s engineer, 

Mr. Mark Wegner, testified that he knew about Exmark’s ‘863 patent at the time he 

developed the allegedly infringing design in roughly 2005.  Filing No. 317, Ex. 62, 

Deposition of Mark Wegner, dated August 24, 2011, (ECF 317-10, pp. 47 and 95- 96).   
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During the claim construction process, Schiller asserted that this claim limitation 

required that the front flow control baffle be “in contact with or abutting the interior 

surface of the second side wall and the interior surface of the first side wall” and the 

court rejected Schiller’s argument, finding that the “word ‘adjacent’ refers to parts that 

are near one another, but it does not require touching. . . . The word ‘adjacent’ is used 

throughout the specification to mean ‘near.’”  Filing No. 156, claim construction order at 

8-9.  Wegner testified he believed "adjacent" within the scope of the '863 patent would 

mean one-eighth inch or less.  Filing No. 321, Ex. 12, Wegner Second Dep. at 10-11 

(ECF 321-2, Page ID #7902).    

Schiller’s expert, Dr. Fronczak, testified that the Schiller decks meet the 

“adjacent” limitation in the asserted patent claims.  Filing No. 321, Ex. 13, Fronczak 

Dep. at 255, 257-58, 263; Ex. 14, Fronczak Ex. 669 (48" Schiller accused product); Ex. 

15, Fronczak Ex. 668 (52/54" Schiller accused product); Ex. 16, Fronczak Ex. 670 (61" 

Schiller accused product).  Dr. Fronczak further testified that numerous prior art 

structures met the “adjacent” limitation in the asserted patent claims despite the fact that 

there was a gap between the baffle in the prior art and the forward end of the discharge 

opening.  Id., Ex. 13, Fronczak Dep.  at 164-65, 209-10; Ex. 17, Fronczak Ex. 666; Ex. 

18, Fronczak Ex. 658) (showing a gap in those prior art structures at least as large as 

the gap in Schiller’s accused products).  Also, the Schiller '709 Patent describes the 

front baffle as being “adjacent” the discharge opening despite the fact that the gap 

between the end of the baffle and the discharge opening in the preferred embodiment is 

roughly twice the size of the gap in the accused products.  See Filing No. 321, Ex. 21, 

Schiller Patent at (ECF 321-9) at 8.  Exmark has also presented evidence that Schiller's 
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accused product is essentially identical to Fig 4 of the '863 patent.  See, e.g., Filing No. 

1, Complaint, Ex. A, '863 Patent at Fig. 4; Filing No. 320, Ex. 8, Strykowski Ex. E;  Filing 

No. 317, Ex. 1, Strykowski Report at 25.   

The record shows from at least 1996 until August 18, 2006, Mr. Mark Wegner 

was as an engineering manager for Ransomes and was responsible for the design and 

development of Bob-Cat mowers, as well as Bunton mowers beginning in 1998.  Filing 

No. 317, Ex. 62, Wegner Dep. at 45, 72 (ECF 317-10).  From August 18, 2006 until 

sometime in 2008, he continued in that same position with the same responsibility for 

Schiller. Id. at 72.  Wegner continues to work for Schiller today and has been 

designated by Schiller as a technical expert in this case.  Filing No. 320, Ex. 7, Wegner 

Report (ECF 320-6).  Wegner added blowout baffles to Ransomes mowers in 1996.  Id. 

at 18-19.  Wegner was aware that Exmark at that time had a front flow control baffle and 

he testified the idea may have come from Exmark.  Id. at 40, 147-48.  Wegner admits 

that he learned of Exmark’s ‘863 patent in late 1999, shortly after it was issued.  Id. at 

95-96.  Wegner participated in the Toro v. Scag litigation in 2002.  Filing No. 393, Ex. 

46, Wegner Scag Dep. (ECF 393-4).  From 2000 until August 18, 2006, Mr. Tony Weber 

was a product manager for Ransomes and was responsible for both the Bob-Cat and 

Bunton brands. Filing No. 317, Ex. 19, Weber Dep. at 16, 19-20, 65-66.  From August 

18, 2006 until at least 2009, he continued in that same position with the same 

responsibility for Schiller.  Id. at 20-24.  Weber testified that sometime in 2004-2005, he 

became aware of Exmark’s ‘863 patent.  Id. at 51-52.  Weber testified that he talked to 

Wegner about the ‘863 patent at that time.  Id. at 73-74.  Jeff Hallgren joined Schiller in 

2008 and he was the marketing and brand manager for commercial mower products 
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and was Tony Weber’s boss in 2009.  Filing No. 393, Ex. 60, Revised Suiter Report at 

12; Id., Ex. 69, Schiller Interrogatory Responses at 7; Filing No. 317, Ex. 19, Weber 

Dep. at 25.  Hallgren and Weber talked about whether Schiller’s mowers infringed 

Exmark’s ‘863 patent in 2008.   Filing No. 393, Ex. 60, Revised Suiter Report at 12; 

Filing No. 317, Ex. 19, Weber Dep. at 65-67. 

II. LAW  

 A. Summary Judgment Standards  

Summary judgment is appropriate when, viewing the facts and inferences in the 

light most favorable to the nonmoving party, “the pleadings, the discovery and 

disclosure materials on file, and any affidavits show that there is no genuine issue as to 

any material fact and that the movant is entitled to judgment as a matter of law.”  Fed. 

R. Civ. P. 56(c).  The plain language of Rule 56(c) mandates the entry of summary 

judgment, after adequate time for discovery and upon motion, against a party who fails 

to make a showing sufficient to establish the existence of an element essential to that 

party’s case, and on which that party will bear the burden of proof at trial.  Celotex Corp. 

v. Catrett, 477 U.S. 317, 322 (1986).  “The movant ‘bears the initial responsibility of 

informing the district court of the basis for its motion, and must identify ‘those portions of 

[the record] . . . which it believes demonstrate the absence of a genuine issue of 

material fact.’” Torgerson v. City of Rochester, 643 F.3d 1031, 1042, (8th Cir. 2011) (en 

banc) (quoting Celotex, 477 U.S. at 323).  If the movant does so, “the nonmovant must 

respond by submitting evidentiary materials that set out ‘specific facts showing that 

there is a genuine issue for trial.’”  Id. (quoting Celotex, 477 U.S. at 324).  “The inquiry 

performed is the threshold inquiry of determining whether there is the need for a trial—
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whether, in other words, there are any genuine factual issues that properly can be 

resolved only by a finder of fact because they may reasonably be resolved in favor of 

either party.”  Anderson v. Liberty Lobby, Inc., 477 U.S. 242, 250 (1986).  A “genuine” 

issue of material fact exists “when there is sufficient evidence favoring the nonmoving 

party for a jury to return a verdict for that party.”  Id. at 251-52 (noting the inquiry is 

whether the evidence presents a sufficient disagreement to require submission to a jury 

or whether it is so one-sided that one party must prevail as a matter of law).  If 

“reasonable minds could differ as to the import of the evidence,” summary judgment 

should not be granted.  Id. at 251. 

The evidence must be viewed in the light most favorable to the nonmoving party, 

giving the nonmoving party the benefit of all reasonable inferences.  Kenney v. Swift 

Transp., Inc., 347 F.3d 1041, 1044 (8th Cir. 2003).  “In ruling on a motion for summary 

judgment, a court must not weigh evidence or make credibility determinations.” Id.  

“Where the unresolved issues are primarily legal rather than factual, summary judgment 

is particularly appropriate.”  Koehn v. Indian Hills Cmty. Coll., 371 F.3d 394, 396 (8th 

Cir. 2004). 

B. Invalidity 

 A patent is presumed valid under 35 U.S.C. § 282 and, “consistent with that 

principle, a [fact finder is] instructed to evaluate . . . whether an invalidity defense has 

been proved by clear and convincing evidence.”  Microsoft Corp. v. i4i Ltd. P'ship, ––– 

U.S. ––––, 131 S. Ct. 2238, 2241 (2011);  Impax Labs., Inc. v. Aventis Pharms. Inc., 

545 F.3d 1312, 1314 (Fed. Cir. 2008).  The alleged infringer bears the burden to prove 
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the factual elements of invalidity by clear and convincing evidence.  Yoon Ja Kim v. 

ConAgra Foods, Inc., 465 F.3d 1312, 1324 (Fed. Cir. 2006).   

In determining whether the party asserting invalidity has met its statutory burden 

by clear and convincing evidence, an examiner's decision on an original or reissue 

application is “evidence the court must consider.”  Custom Accessories, Inc. v. Jeffrey-

Allan Indus., Inc., 807 F.2d 955, 964 (Fed. Cir. 1986) (quoting Interconnect Planning 

Corp. v. Feil, 774 F.2d 1132, 1139, 227 USPQ 543, 548 (Fed. Cir. 1985)). Upon 

reissue, the burden of proving invalidity is “made heavier.”  Custom Accessories, Inc., 

807 F.2d at 964; accord American Hoist & Derrick Co. v. Sowa & Sons, Inc., 725 F.2d 

1350, 1364 (Fed. Cir. 1984) (upon reissue in light of prior art before the district court, 

the “burden of proof of unpatentability has become more difficult to sustain”).  However, 

"the [PTO] Examiner's decision, on an original or reissue application, is never binding 

on a court.”  Fromson v. Advance Offset Plate, 755 F. 2d 1549, 1555 (Fed. Cir. 1985). 

   1. Anticipation 

 "Anticipation requires every element of the claim to be present in a single prior art 

reference."  In re Bookstaff, No. 2014-1463, 2015 WL 1344663, at *2 (Fed. Cir. Mar. 26, 

2015); see Am. Calcar, Inc. v. Am. Honda Motor Co., 651 F.3d 1318, 1341 (Fed. Cir. 

2011). An invention is anticipated under § 102 only if a single prior art reference 

expressly or inherently discloses every element of the asserted invention. Akamai 

Techs. v. Cable & Wireless Internet Servs., 344 F.3d 1186, 1192 (Fed. Cir. 2003).  

Thus, anticipation requires “strict identity.”  Trintec Indus., Inc. v. Top-U.S.A. Corp., 295 

F.3d 1292, 1297 (Fed. Cir. 2002).  What a prior art reference discloses in an anticipation 

analysis is a factual determination that may be decided on a motion for summary 
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judgment only if no material facts are disputed.  Novo Nordisk Pharm. v. Bio–Tech. 

Gen. Corp., 424 F.3d 1347, 1355 (Fed. Cir. 2005).  Custom Accessories, Inc., 807 F.2d 

at 961 (noting that although "a court must consider an examiner's decision on an 

original or reissue application when determining if the party asserting invalidity has met 

its statutory burden, a court may nonetheless find a patent anticipated based on a 

reference that was properly before the PTO at the time of issuance"); IPXL Holdings, 

LLC v. Amazon.com, Inc., 430 F.3d 1377, 1381 (Fed. Cir. 2005).   

   2. Obviousness 

 To establish invalidity based on obviousness, a challenger must prove by clear 

and convincing evidence that the claimed invention would have been obvious to a 

person having ordinary skill in the art at the time the invention was made when viewed 

in light of the prior art.  35 U.S.C. § 103 (2012).  Obviousness is a question of law based 

on underlying facts.  Graham v. John Deere Co., 383 U.S. 1, 17–18 (1966).  Therefore, 

summary judgment of non-obviousness is appropriate when there is no genuine dispute 

regarding the underlying facts (such as what the prior art teaches), and the only dispute 

is over the ultimate conclusion of obviousness.  KSR Int’l Co. v. Teleflex Inc., 550 U.S. 

398, 427 (2007).     

    3. Indefiniteness 

 Definiteness is to be evaluated from the perspective of a person skilled in the 

relevant art, that claims are to be read in light of the patent's specification and 

prosecution history, and that definiteness is to be measured as of the time of the patent 

application.  Nautilus, Inc. v. Biosig Instruments, Inc., 134 S. Ct. 2120, 2123 (2014) 

("Nautilus II").  “Patents are 'not addressed to lawyers, or even to the public generally,' 
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but to those skilled in the relevant art.'" Id. at 2128.  "To determine the proper office of 

the definiteness command, . . . [the Supreme Court] read[s] § 112, ¶ 2 to require that a 

patent's claims, viewed in light of the specification and prosecution history, inform those 

skilled in the art about the scope of the invention with reasonable certainty.”  Nautilus II, 

at 2129.6   

Section 112's definiteness requirement must take into account the inherent 

limitations of language.  Id.; see Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co., 

535 U.S. 722, 731 (2002).  "On the one hand, some modicum of uncertainty is the 'price 

of ensuring the appropriate incentives for innovation[.]'"  Nautilus, 134 S. Ct. at 2128.  

(quoting Carnegie Steel Co. v. Cambria Iron Co., 185 U.S. 403, 437 (1902 ).  "At the 

same time, a patent must be precise enough to afford clear notice of what is claimed, 

thereby 'appris[ing] the public of what is still open to them,'" in a manner that avoids "[a] 

zone of uncertainty which enterprise and experimentation may enter only at the risk of 

infringement claims."  Id. (quoting Markman v. Westview Instruments, Inc., 517 U.S. 

370, 373, (1996 ) and United Carbon Co. v. Binney & Smith Co., 317 U.S. 228, 

236(1942).   

 “In the face of an allegation of indefiniteness, general principles of claim 

construction apply.”  Biosig Instruments, Inc. v. Nautilus, Inc., 783 F.3d 1374, 1377-78 

(Fed. Cir. 2015) ("Nautilus II Remand") (quoting Enzo Biochem, Inc. v. Applera Corp., 

599 F.3d 1325, 1332 (Fed. Cir. 2010) (citations omitted)).  When a “word of degree” is 

used, the court must determine whether the patent provides “some standard for 

                                            
6 Before the Supreme Court’s Nautilus decision, the Federal Circuit had held that patent claims 

are not indefinite if they were “amenable to construction” and not “insolubly ambiguous.”  Cite.   

8:10-cv-00187-JFB-TDT   Doc # 476   Filed: 07/28/15   Page 19 of 31 - Page ID # 18882

Appx37

Case: 16-2197      Document: 15     Page: 124     Filed: 09/08/2016

https://www.westlaw.com/Document/I91b5583dea3a11e3b4bafa136b480ad2/View/FullText.html?transitionType=Default&contextData=(sc.Default)&VR=3.0&RS=da3.0&fragmentIdentifier=co_pp_sp_708_2128
https://www.westlaw.com/Document/I6b3a82e79c2511d9bc61beebb95be672/View/FullText.html?transitionType=Default&contextData=(sc.Default)&VR=3.0&RS=da3.0&fragmentIdentifier=co_pp_sp_780_731
https://www.westlaw.com/Document/I6b3a82e79c2511d9bc61beebb95be672/View/FullText.html?transitionType=Default&contextData=(sc.Default)&VR=3.0&RS=da3.0&fragmentIdentifier=co_pp_sp_780_731
https://www.westlaw.com/Document/I91b5583dea3a11e3b4bafa136b480ad2/View/FullText.html?transitionType=Default&contextData=(sc.Default)&VR=3.0&RS=da3.0&fragmentIdentifier=co_pp_sp_708_2128
https://www.westlaw.com/Document/Ice02d1a79cc211d993e6d35cc61aab4a/View/FullText.html?transitionType=Default&contextData=(sc.Default)&VR=3.0&RS=da3.0&fragmentIdentifier=co_pp_sp_780_437
https://www.westlaw.com/Document/Ice02d1a79cc211d993e6d35cc61aab4a/View/FullText.html?transitionType=Default&contextData=(sc.Default)&VR=3.0&RS=da3.0
https://www.westlaw.com/Document/I38ff27d39c4611d991d0cc6b54f12d4d/View/FullText.html?transitionType=Default&contextData=(sc.Default)&VR=3.0&RS=da3.0&fragmentIdentifier=co_pp_sp_780_373
https://www.westlaw.com/Document/I38ff27d39c4611d991d0cc6b54f12d4d/View/FullText.html?transitionType=Default&contextData=(sc.Default)&VR=3.0&RS=da3.0&fragmentIdentifier=co_pp_sp_780_373
https://www.westlaw.com/Document/Ib1bf96779cbf11d993e6d35cc61aab4a/View/FullText.html?transitionType=Default&contextData=(sc.Default)&VR=3.0&RS=da3.0&fragmentIdentifier=co_pp_sp_780_236
https://www.westlaw.com/Document/Ib1bf96779cbf11d993e6d35cc61aab4a/View/FullText.html?transitionType=Default&contextData=(sc.Default)&VR=3.0&RS=da3.0&fragmentIdentifier=co_pp_sp_780_236
https://www.westlaw.com/Document/Ia84551fced0211e4a807ad48145ed9f1/View/FullText.html?transitionType=Default&contextData=(sc.Default)&VR=3.0&RS=da3.0&fragmentIdentifier=co_pp_sp_506_1377
https://www.westlaw.com/Document/Ia84551fced0211e4a807ad48145ed9f1/View/FullText.html?transitionType=Default&contextData=(sc.Default)&VR=3.0&RS=da3.0&fragmentIdentifier=co_pp_sp_506_1377
https://www.westlaw.com/Document/I1c3eb32238c811dfa7ada84b8dc24cbf/View/FullText.html?transitionType=Default&contextData=(sc.Default)&VR=3.0&RS=da3.0&fragmentIdentifier=co_pp_sp_506_1332
https://www.westlaw.com/Document/I1c3eb32238c811dfa7ada84b8dc24cbf/View/FullText.html?transitionType=Default&contextData=(sc.Default)&VR=3.0&RS=da3.0&fragmentIdentifier=co_pp_sp_506_1332


 

 

20 

measuring that degree.”  Nautilus II Remand, 783 F.3d at 1378. (quoting Enzo Biochem, 

599 F.3d at 1332).  The Federal Circuit explains:  

[w]e do not understand the Supreme Court to have implied in 
[Nautilus II ], and we do not hold today, that terms of degree are inherently 
indefinite. Claim language employing terms of degree has long been found 
definite where it provided enough certainty to one of skill in the art when 
read in the context of the invention. 

   
Id. (also noting that in examining allegedly ambiguous claims, courts now steer by the 

bright star of “reasonable certainty,” rather than the unreliable compass of “insoluble 

ambiguity").  “Indefiniteness is a legal determination; if the court concludes that a person 

of ordinary skill in the art, with the aid of the specification, would understand what is 

claimed, the claim is not indefinite.”  Id. at 1381 (quoting Freeny v. Apple Inc., No. 2:13–

CV–00361, 2014 WL 4294505, at *4 (E.D. Tex. Aug. 28, 2014)).  "'[T]he degree of 

precision necessary for adequate claims is a function of the nature of the subject 

matter.'"  Nautilus II Remand, 783 F.3d at 1382 (quoting Miles Labs., Inc. v. Shandon, 

Inc., 997 F.2d 870, 875 (Fed. Cir. 1993)). 

  C. Infringement 

 The party moving for summary judgment bears the initial burden of "showing that 

the evidence on file fails to establish a material issue of fact essential to the [opposing 

party's] case.”  Id.; Novartis Corp. v. Ben Venue Labs., Inc., 271 F.3d 1043, 1046 (Fed. 

Cir. 2001).  Once the moving party does so, the summary-judgment question is whether 

there is evidence—not argument—that a reasonable jury could find sufficient given the 

non-moving party's burden of proof.  Anderson v. Liberty Lobby, Inc., 477 U.S. 242, 252, 

(1986). 
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 It has long been established that the patent owner has the burden to prove 

infringement.  Medtronic, Inc. v. Mirowski Family Ventures, LLC, — U.S. —-, —-134 S. 

Ct. 843, 846 (2014) (in a declaratory judgment action, "the burden of persuasion is with 

the patentee, just as it would be had the patentee brought an infringement suit").  A 

determination of infringement requires a two-step analysis.  Yufa v. Lockheed Martin 

Corp., 575 Fed. App'x 881, 885-86 (Fed. Cir. 2014), cert. denied, 135 S. Ct. 955 (2015), 

reh'g denied, 135 S. Ct. 1486 (2015).  "'First, the claim must be properly construed to 

determine its scope and meaning.'"  Id. at 885 (quoting Carroll Touch, Inc. v. Electro 

Mech. Sys., Inc., 15 F.3d 1573, 1576 (Fed. Cir. 1993)).  "'Second, the claim as properly 

construed must be compared to the accused device or process.'"  Yufa, 575 Fed. App’x 

at 886 (quoting Carroll, 15 F.3d at 1576).  The first step, claim construction, is a 

question of law, reviewed de novo.  Innovention Toys, LLC v. MGA Entm't, Inc., 637 

F.3d 1314, 1319 (Fed. Cir. 2011).  In contrast, infringement, whether literal or under the 

doctrine of equivalents, is a question of fact.  Id.  A court may determine infringement on 

a motion for summary judgment ‘when no reasonable jury could find that every limitation 

recited in the properly construed claim either is or is not found in the accused device.’  

Id.   

  D. Defenses (Laches, Waiver and Unclean Hands)7 

 "'Laches may be defined generally as 'slackness or carelessness toward duty or 

opportunity.'"  A.C. Aukerman Co. v. R.L. Chaides Const. Co., 960 F.2d 1020, 1028-29 

                                            
7 The defendants concede that Exmark's motion for summary judgment should be granted with 

respect to purported defenses related to marking, the statute of limitations, and double patenting.  Schiller 
also concedes that its unclean hands defense should be dismissed.  Both parties continue to assert their 
waiver defense, and Briggs continues to assert its unclean hands defense.     
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(Fed. Cir. 1992) (en banc) (quoting Webster's Third New International Dictionary 

(1969)).  In a legal context, laches may be defined as the neglect or delay in bringing 

suit to remedy an alleged wrong, which taken together with lapse of time and other 

circumstances, causes prejudice to the adverse party and operates as an equitable bar.  

A.C. Aukerman, 960 F.2d at 1028-29.  "The Supreme Court has long recognized the 

defense of laches to a patent infringement action brought in equity."  Petrella v. Metro–

Goldwyn-Mayer, Inc., ––– U.S. ––––, 134 S. Ct. 1962, 1974 n. 15 (2014). 

Under 35 U.S.C. § 286, "[e]xcept as otherwise provided by law, no recovery shall 

be had for any infringement committed more than six years prior to the filing of the 

complaint or counterclaim for infringement in the action." 35 U.S.C. § 286; see A.C. 

Auckerman, 960 F.2d at 1030) (explaining that "section 286 is not a statute of limitations 

in the sense of barring a suit for infringement," rather, "the effect of section 286 is to 

limit recovery to damages for infringing acts committed within six years of the date of 

the filing of the infringement action.").  The Federal Circuit has held that laches can bar 

damages incurred prior to the commencement of suit, but not injunctive relief.  A.C. 

Aukerman Co., 960 F.2d at 1029–1031, 1039–1041; but see Petrella, 134 S. Ct. at 1974 

n.15 (abolishing laches as a defense in copyright cases).  The Federal Circuit Court of 

Appeals is presently considering en banc whether "[i]n light of the Supreme Court's 

decision in Petrella v. Metro–Goldwyn–Mayer, 134 S. Ct. 1962 (2014) (and considering 

any relevant differences between copyright and patent law)," the en banc decision in 

A.C. Aukerman should be overruled "so that the defense of laches is not applicable to 

bar a claim for damages based on patent infringement occurring within the six-year 

damages limitations period established by 35 U.S.C. § 286?" and whether "[i]n light of 
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the fact that there is no statute of limitations for claims of patent infringement and in 

view of Supreme Court precedent," the defense of laches should "be available under 

some circumstances to bar an entire infringement suit for either damages or injunctive 

relief?"  SCA Hygiene Products Aktiebolag v. First Quality Baby Products, LLC, No. 

2013-1564, 2014 WL 7460970, at *1 (Fed. Cir. Dec. 30, 2014). 

 To prove the defense of waiver, a defendant must show that the patentee “with 

full knowledge of the material facts, intentionally relinquished its rights to enforce the 

[‘863 patent] or that its conduct was so inconsistent with an intent to enforce its rights as 

to induce a reasonable belief that such right has been relinquished.”  Qualcomm Inc. v. 

Broadcom Corp., 548 F.3d 1004, 1020 (Fed. Cir. 2008) (emphasis added).  In contrast 

to laches, waiver requires actual, as opposed to constructive knowledge of the material 

facts about a potential claim, and laches requires a showing of prejudice, while waiver 

does not. Compare Qualcomm, 548 F.3d at 1020 with A.C. Aukerman Co., 960 F.2d at 

1028.   

The unclean hands doctrine “closes the doors of a court of equity to one tainted 

with inequitableness or bad faith relative to the matter in which he seeks relief.” 

Precision Instrument Mfg. Co. v. Automotive Maint. Mach. Co., 324 U.S. 806, 814 

(1945).  To prove unclean hands, a defendant must prove the plaintiff engaged in 

inequitable conduct and, second, that the plaintiff’s conduct directly relates to the claim 

which it has asserted against the defendant.  Intamin, Ltd. v. Magnetar Techs. Corp., 

623 F. Supp. 2d 1055, 1074 (C.D. Cal. 2009). 
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E. Willfulness  

 Proof of willful infringement permitting enhanced damages requires at least a 

showing of objective recklessness.  In re Seagate Tech., LLC, 497 F.3d 1360, 1371 

(Fed. Cir. 2007).  To prove that its patent was willfully infringed, a patentee must make 

two related showings.  Aqua Shield v. Inter Pool Cover Team, 774 F.3d 766, 773 (Fed. 

Cir. 2014).  "First, it must 'show by clear and convincing evidence that the infringer 

acted despite an objectively high likelihood that its actions constituted infringement of a 

valid patent.'"  Id.  (quoting In re Seagate Tech., LLC, 497 F.3d at 1371).  "Second, 'the 

patentee must also demonstrate that this objectively-defined risk (determined by the 

record developed in the infringement proceeding) was either known or so obvious that it 

should have been known to the accused infringer.'"  Aqua Shield, 774 F.3d at 773.  The 

first issue is legal, and the second issue is factual.  Id.; see also Halo Electronics, Inc. v. 

Pulse Electronics, Inc., 780 F.3d 1357, 1359-60 (Fed. Cir. 2015) (Taranto, J., concurring 

in denial of rehearing en banc).   

 III. DISCUSSION 

  A. Validity (Filing Nos. 302, 309, 326, and 328)  

 Exmark seeks a summary judgment in its favor on the defendants' defense of  

that the patent is invalid as anticipated under 35 U.S.C. § 102, obvious under 35 U.S.C. 

§ 103, and indefinite under 35 U.S.C. § 112.  Briggs and Schiller move for summary 

judgment in their favor on the defense of invalidity due to indefiniteness.8   

                                            
8 Briggs contends that four claim terms are indefinite:  1) the baffle begins and ends at locations 

“adjacent” the side walls; 2) the “elongated and substantially straight” baffle portion; 3)  Exmark’s 
contention that the baffle must have a “meaningful effect on the flow of air and grass clippings relative to 
its absence;” and 4) the baffle must be “substantially continuous.”  Exmark's purported contention that the 
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 The court first finds that no reasonable jury could find on this record that the 

defendants have met their burden of presenting clear and convincing evidence that the 

claims at issue are invalid as anticipated or obvious.  The ‘863 patent has now been 

examined four times by the PTO, and each time the PTO held the claims of the ‘863 

patent to be patentable.  The court has considered the PTO reexaminations and affords 

them some, though not determinative, weight.  All of the defendants’ prior art invalidity 

arguments have been fully considered by the PTO and rejected.  The PTO has similarly 

rejected the argument that the claims were anticipated by the plaintiff's own brochures 

and that the patent is not entitled to a priority date of 1995.  Under these circumstances, 

the court finds that no reasonable juror could find that the defendants have met their 

burden of proving by clear and convincing evidence that the claims of the patent are 

invalid.   

With respect to indefiniteness, Briggs contends that Nautilus II, 134 S. Ct. at 

2124, changed the standards for indefiniteness.  The PTO has not been presented with 

an indefiniteness challenge.  The court finds Briggs's argument is unavailing.  Whatever 

the distinction between the "reasonable certainty" standard announced in Nautilus II, 

and the former standard that required that language be "not insolubly ambiguous," the 

court finds the terms at issue herein are not indefinite.  Four claim terms are at issue:  

                                                                                                                                             
baffle must have a "meaningful effect" is not in the claim, but was argued to the PTO.  Filing No. 368, Ex. 
40, PTAB opinion at 8.    

The court's decision does not hinge on the "meaningful effect" construction.  The “meaningful 
effect” language was adopted by the PTAB merely to explain why the mounting plates of the prior art 
Simplicity patent were not “flow control baffles.”  Id.  The parties previously agreed to the interpretation of 
the claim term "flow control baffle" to mean the "structure within the walls of the mower deck that controls 
the flow of air and grass clippings."  That term is easily understood.  The court will not adopt the 
construction that every portion of the baffle have a meaningful effect on the flow of air and grass 
clippings.   
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"elongated and substantially straight baffle portion," "substantially continuously” 

"adjacent the interior surface” and "a first flow control baffle positioned in said mower 

deck which extends downwardly from the interior surface of said top wall between said 

cutting blades and said front wall.”  In light of the specifications and the prosecution 

history of this patent, those terms inform those skilled in the art with reasonable 

certainty.  The record shows that a person of ordinary skill in the art in 1995 would know 

with reasonable certainty how curved a baffle could be and still be “substantially 

straight;” how “elongated” the portions of the purportedly inventive baffle must be; how 

far from the side wall a baffle can be and still be “adjacent;” or how many gaps a baffle 

can have and still be “substantially continuous.”  As noted in the courts claim 

construction order, "[t]he word “adjacent” refers to parts that are near one another, but it 

does not require touching" and "is used throughout the specification to mean 'near.'" 

See Filing No. 156, Memorandum and Order at 9.  The term "substantially straight" was 

also construed in the court's earlier order.  Id. (noting that “[a] jury can be expected to 

understand that the word ‘substantially’ does not mean ‘fully’ or ‘totally.’”).  The court 

also found the jury would be able to determine what "elongated" means in the context of 

the specification, particularly with reference to Figure 2 of the patent.  Id. at 11.   

 Terms of degree such as "substantially" and "adjacent" are prevalent in patent 

claims and Nautilus II does not stand for the proposition that such terms can never be 

used.  In the context of the claims of this patent, the terms can be easily understood. 

The court finds the defendant's argument is inconsistent with the claim language, the 

court's claim construction order, its own experts' opinions on what the prior art teaches, 

and with the common-sense understanding of the terms.  The terms must be viewed 
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with the understanding of the function of the flow control baffle, which was to "control" 

the flow of the air and grass clippings.  There are objective criteria to measure the effect 

of a flow control baffle.  One skilled in the art would understand the limitations to call for 

a baffle that efficiently controls the flow of the air and clippings.  The terms must be 

understood in the context of the objectives of claimed invention—particularly "to provide 

a lawn mower . . . having a flow control baffle which efficiently directs the grass 

clippings and air towards the side discharge of the mower deck in a manner which 

prevents grass clippings and air from being directed downwardly onto the ground or turf 

unless the mulching baffles are mounted on the mower."  Filing No. 1, Complaint, Ex. A, 

'863 Patent at 2:24-29.   

 The court finds, in view of the PTO reexaminations, the specifications, 

prosecution history, and the evidence and testimony presented herein, that no 

reasonable jury could find that the defendants have met their burden of proving either 

anticipation, obviousness, or indefiniteness by clear and convincing evidence. 

Accordingly, the court finds Exmark's motion for a finding of no invalidity should be 

granted and the defendants' motions for a summary judgment of invalidity based on 

indefiniteness should be denied.   

  B. Infringement (Filing Nos. 296, 318, 324)   

   1. Original Briggs Designs and Schiller Designs 

The court, having reviewed the evidence in support of and against Exmark's 

motion for summary judgment on the infringement issue with respect to Briggs's older 

accused products and Schiller's accused products, finds that no reasonable jury, 

comparing the claims, as construed in the court's Markman order, to the accused 
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products and designs could find that the accused products did not infringe the patent. 

The evidence shows that every limitation recited in the claims is found in the accused 

devices.  Uncontroverted evidence shows that Briggs relies on a distinction involving the 

extent to which the baffles in its designs extend away from the mower deck.  This small 

distinction is meaningless in light of the patent's specifications and prosecution history. 

The novel aspect of the patent is that the patented invention efficiently directs the air 

and grass clippings at higher speeds and without bogging down in wet or heavy grass. 

Briggs's argument that because a portion of its baffle is generally, substantially, or 

reasonably parallel to the side wall, it cannot meet the limitation that the first arcuate 

baffle portion has a first end that "extends from the interior surface of the side wall 

partially around said first cutting blade" is contrary to the court’s claim construction and 

to common sense.  There is no claim limitation or other language in the patent that 

states the first arcuate portion of the baffle cannot be parallel to the side wall.  Only the 

point at which the baffle touches the side wall is parallel.  Excluding that point at the 

very beginning of the baffle, a portion of the baffle in Briggs's accused original designs 

does "extend from" the side wall.  Briggs's argument presents a strained and 

nonsensical reading of the asserted claims.  The court finds as a matter of law that all 

the limitations of the claims, as construed, are present in Briggs's accused versions 1-4.  

On this record, no reasonable juror could find otherwise.   

Schiller relies on the requirement in the patent that the front flow control baffle 

extend to a location "adjacent" the forward end of the discharge opening as 

differentiating its accused products.  The court has construed "adjacent” to mean near. 

As to that limitation, all of the independent experts (including Schiller’s) agree that the 
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front baffle in Schiller’s accused products extends sufficiently close to the forward end of 

the discharge opening such that it is “adjacent” that location.  The court finds all of the 

claimed limitations are present in Schiller's accused products and no reasonable juror 

could find otherwise.  Accordingly, the court finds that Exmark's motions for summary 

judgments of infringement against Briggs with respect to its original designs and against 

Schiller should be granted.    

2. Briggs's re-designed mower 

The court finds there are genuine issues of material fact with respect to whether 

the re-designed mower infringes the patent.  Accordingly, the court finds Briggs's motion 

for a summary judgment that its redesigned mowers do not infringe the patent should be 

denied.    

  C. Defenses (Filing Nos. 286 and 330)  

 As noted, Exmark seeks damages only for the period dating back six years from 

the filing of this action.  The statutory provision on damages works a significant 

constraint on the plaintiff's remedy and mitigates against the need to resort to the 

equitable remedies of laches or waiver.   

The court finds that there is no evidence that Exmark intentionally relinquished its 

rights to enforce the ’863 patent, nor has its conduct  been so inconsistent with an intent 

to enforce its rights as to induce a reasonable belief that the right was relinquished.  The 

record shows that Exmark has sought to enforce its patent through reexamination 

actions and litigation.  The defendants have not shown that Exmark waived its rights.    

Further, the evidence does not show the sort of inequitable conduct that would 

justify the equitable defense of unclean hands.  Based on the uncontroverted evidence 
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before the court, the court finds as a matter of law that the defendants are not entitled to 

the equitable defenses of waiver, implied waiver or unclean hands.  Exmark is entitled 

to summary judgment in its favor on those defenses.   

  D.  Willfulness (Filing No. 286)  

 Defendant moves for summary judgment in their favor on Exmark's claim of 

willful infringement.  The court finds that there is evidence in the record from which a 

reasonable fact finder could conclude that Briggs’ accused products presented an 

objectively high risk of infringing Exmark’s ‘863 patent.  The court has rejected Briggs's 

defenses with respect to infringement and invalidity, and a jury could find Briggs's claim 

of entitlement to those defenses was not substantial.   

Further, there is evidence that Schiller's predecessor's designer and engineer 

was aware of the Exmark patent at the time he designed the products that evolved into 

Schiller's accused products.  There is evidence that Schiller employees were objectively 

aware of the risk associated with infringement of the ‘863 patent, and that the conduct 

continued after Ransomes' former employees became employed by Schiller.   

As noted, both Briggs's original designs and Schiller's designs are virtually 

identical to the preferred embodiment of the patent at issue.  The court finds resolution 

of the willfulness issue will require assessments of credibility.  The court finds there are 

genuine issues of material fact with respect to willfulness.  Accordingly, the defendant's 

motion for summary judgment on Exmark's willful infringement claim will be denied.   
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IT IS ORDERED:   

1. Briggs's and Schiller's motions for summary judgment that the claims of 

the patent are invalid due to indefiniteness (Filing No. 302 and Filing No. 309) are 

denied. 

2. Exmark's motions for summary judgment of no invalidity under 35 U.S.C. 

§§  102, 103 and 112 (Filing No. 326 and Filing No. 328) are granted. 

3. Briggs's motion for summary judgment that Briggs's redesigned mowers 

do not infringe (Filing No. 296) is denied. 

4. Exmark's motions for a partial summary judgment of infringement (Filing 

No. 318 and Filing No. 324) are granted. 

5. Briggs's motion for a summary judgment of no willfulness (Filing No. 306) 

is denied. 

6. Schiller's motion for partial summary judgment on Exmark's claim of willful 

infringement and on its affirmative defense of laches (Filing No. 286) is denied. 

7. Exmark's motion for summary judgment on defendants' defenses (Filing 

No. 330) is granted. 

8. Briggs's motion for a summary judgment of laches (Filing No. 311) is 

denied.   

 Dated this 28th day of July, 2015 

BY THE COURT: 
 

s/ Joseph F. Bataillon    
        Senior United States District Judge 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF NEBRASKA 

 

EXMARK MANUFACTURING COMPANY 
INC., 
 

Plaintiff,  
 
 vs.  
 
BRIGGS STRATTON POWER PRODUCTS 
GROUP, LLC;  SCHILLER GROUNDS 
CARE, INC., 
 

Defendants. 

 
 

8:10CV187 
 
 

MEMORANDUM AND ORDER 

  
 

 This matter is before the court on the defendants' joint motions to exclude the 

opinions of Melissa Bennis, Filing No. 416, and of Paul Strykowski and Garry Busboom, 

Filing No. 354.  This is an action for patent infringement.  This court has jurisdiction under 

28 U.S.C. § § 1331, 1332(a)(1) and 1338(a).   

 I. BACKGROUND  

 Relevant facts are set forth in the court's earlier orders and need not be repeated 

here.  This action involves a patent for an improved lawn mower structured in a certain way.  

The invention is a side discharge mower with front and rear baffles within the mower deck 

that direct the flow of air and grass clippings from one cutting chamber into the path of the 

next cutting chamber.  Filing No. 1, Ex. A, '863 patent at 4:37-64, 6:32-39, 8:1-14.  Exmark 

alleges that Briggs and Schiller have infringed claims 1, 2, 6, and 7 of the subject patent.  It 

is seeking reasonable royalty damages for that infringement. 

Melissa Bennis is the plaintiff's damages expert.  She has prepared a reasonable 

royalty opinion and analysis.  Defendants move to exclude Bennis’s opinions, arguing that 

she does not correctly apply the Entire Market Value Rule (“EMVR”) and she fails to 

apportion between patented and non-patented features of the accused lawn mowers.  
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Defendants also move to exclude the opinions and testimony of Paul Strykowski (a 

professor of mechanical engineering with a focus on fluid mechanics) and Garry Busboom 

(the inventor). They argue that the experts are not qualified and their testimony is unreliable 

because they are not based on objective standards but simply personal views.  Also, they 

contend Strykowski is not a person of ordinary skill in the art of lawn-mower design. 

Defendants also argue that if the both experts are found qualified and reliable, Exmark can 

only rely on one of them because their testimony would be needlessly cumulative.    

 Melissa Bennis is a Principal at Davis & Hosfield Consulting LLC, a firm that 

specializes in financial consulting within the litigation and dispute resolution process.  Filing 

No. 461-1, Ex. 1, expert report and Disclosure of Melissa A. Bennis.  She has a Bachelor of 

Science degree in Finance with Honors from the University of Illinois at Urbana-Champaign 

and a Masters of Business Administration degree with majors in Accounting, Marketing, and 

Management and Strategy from the Kellogg School of Management, Northwestern 

University.  Id.  She is also a licensed Certified Public Accountant and a member of the 

American Institute of Certified Public Accountants, the Illinois CPA Society, the American 

Bar Association, and the Licensing Executives Society.  Id.   

Bennis's opinion is based on a hypothetical negotiation, constructed using the 

Georgia-Pacific factors and additional factors that the hypothetical negotiators would have 

considered.  See Id. at 21-57.  Bennis considered settlement agreements as part of her 

analysis.  Id. at 33.  She used the entire mower as the royalty base.  Id. at 118-119.  She 

attempted to take into account all of the different factors.  Id. at 208.  She stated the royalty 

was structured as a percentage of sales, intended to have variability depending on the 

overall price of the mower.  Id. at 213.  She based her calculation on the understanding that 

the patented flow control baffle allows the mower to provide a quality of cut that is desired 
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and demanded by the marketplace.  Id. at 251; see also Filing No. 419-2, Bennis Report at 

54 (stating "the quality of cut is paramount to selling mowers."); Filing No. 419-3, Ex. 2, 

Deposition of Melissa A. Bennis at 23. In her report, she acknowledged that "[o]ther 

elements also affect sales and profits of mowers," noting that deck performance and 

maintenance are factors, as well as brand and dealer support, warranty and durability, a 

distribution dealer network, productivity, performance, and brand position.  Filing No. 419, 

Ex. 2, Bennis Report at 54.  She also acknowledged that Schiller and Briggs have patents 

on certain other elements of their mowers that "do not relate to the quality of the cut 

provided by the mower."  Id.  Briggs’ own damages expert, like Bennis, uses the entire 

accused lawn mowers as a base for his own damages analysis.  Filing No. 461, Ex. 2, 

Expert Report of John R. Bone at 58.   

 Paul Strykowski, Ph.D. is a Professor of Mechanical Engineering at the University of 

Minnesota who specializes in the study of fluid mechanics or flow analysis. (Filing No. 408, 

Ex. 5, Strykowski Report, Amended Ex. V, Curriculum Vitae; Ex. 7, Updated Strykowski 

Report at 53-55.)  He earned his B.S. in mechanical engineering at the University of 

Wisconsin in 1982, and two Masters Degrees (1983 and 1985) and a Ph.D. (1986) in 

mechanical engineering from Yale. Id.  Dr. Strykowski’s research specialty is fluid 

mechanics, described in his curriculum vitae as the “fundamental physics and applied fluid 

mechanics of non-reacting and reacting flows.”  Id.   

Dr. Strykowski has submitted his opinion on the issue of infringement of the ‘863 

patent.  Id., Ex. 7, Strykowski Report.  In his report, Dr. Strykowski describes the function 

and benefits of the baffle system described in the ‘863 patent and explains the need in a 

mower deck “to create airflow under the deck that is conducive for the effective transport of 

clippings across the lateral extent of the deck to the discharge opening.”  Id. at 3-4.  Dr. 
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Strykowski also issued an expert report on the validity of the ‘863 patent.  See id., Ex. 3.  In 

his validity report, he addresses the defendants’ assertion that the ‘863 patent is not entitled 

to the priority date of the original 1995 patent application.  Id. at 11-12.  He also concludes 

that the ‘863 patent is neither anticipated nor obvious over the prior art.  Id. at 34-117. 

Garry Busboom is one of the inventors of the ‘863 patent.  Filing No. 408-2, 

Deposition of Garry Busboom ("Busboom Dep.") at 24-25.  He is employed as Chief 

Development Engineer at Exmark and has worked there since 1985.  Id. at 15.  He is an 

engineer with 30 years’ experience in the lawn mower industry. Id. at 15-19.    Defendants 

concede that he is a person of ordinary skill in the field of the invention.  See Filing No. 360, 

Defendant's Brief at 1.  In his Report, Mr. Busboom states his opinion that Schiller’s and 

Briggs’ accused products infringe the ‘863 patent.  Filing No. 408-11, Ex. 18, Updated 

Report of Garry Busboom at 5-17, 21-56 (expressing opinions that (1) the ‘863 patent is 

entitled to the priority date of the original 1995 application; (2) the claim term “adjacent” is 

not indefinite; (3) the claim term “elongated and substantially straight baffle portion” is not 

indefinite; and (4) the ‘863 patent is not anticipated by or obvious in view of the prior art); 

see Filing No. 408-12, Ex. 19, Updated Rebuttal Expert Report of Garry Busboom on 

Validity at 7.   

Defendant Briggs's expert, Denis Del Ponte, has a B.S. in Mechanical Engineering 

from the University of Wisconsin.  Filing No. 408-13, Ex. 20, Del Ponte Expert report at 6.  

He has been employed as a product designer, project engineer, and manager at John 

Deere since 1974.  Id. at 6-7.  Defendant Schiller's expert, Frank J. Fronczak, is a Professor 

at the University of Wisconsin-Madison in the Mechanical Engineering and the Biomedical 

Engineering Departments.  Filing No. 410-9, Ex. 21, Expert Report of Frank J. Fronczak at 

3.  He has a Doctor of Engineering (“Dr. Eng.”) degree in Engineering Design from the 
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University of Kansas, an M.S. degree in Theoretical and Applied Mechanics from the 

University of Illinois-Urbana, and a B.S. degree in General Engineering from the University 

of Illinois-Urbana.  Id. at 4.      

II. LAW  

 The admissibility of expert testimony is governed by the Federal Rules of Evidence 

and the principles laid out in Daubert v. Merrell Dow Pharmaceuticals, Inc., 509 U.S. 579, 

589 (1993).  The district court's “gatekeeping obligation” applies to all types of expert 

testimony.  Kumho Tire Co. v. Carmichael, 526 U.S. 137, 147 (1999).   Federal Rule of 

Evidence 702 governs the admissibility of expert testimony and requires that: A(1) the 

evidence must be based on scientific, technical or other specialized knowledge that is 

useful to the finder of fact in deciding the ultimate issue of fact; (2) the witness must have 

sufficient expertise to assist the trier of fact; and (3) the evidence must be reliable or 

trustworthy.@  Kudabeck v. Kroger Co., 338 F.3d 856, 859 (8th Cir. 2003).  Expert testimony 

assists the trier of fact when it provides information beyond the common knowledge of the 

trier of fact.  Id. at 860.  

When faced with a proffer of expert testimony, trial judges are charged with the 

Agatekeeping@ responsibility of ensuring that all expert evidence admitted is both relevant 

and reliable.  Kumho Tire Co., 526 U.S. at 147; Daubert, 509 U.S. at 589; United States v. 

Wintermute, 443 F.3d 993, 1000 (8th Cir. 2006).  A trial court must be given wide latitude in 

determining whether an expert=s testimony is reliable.  See Kumho Tire, 526 U.S. at 152.  

This analysis requires that the court make a Apreliminary assessment of whether the 

reasoning or methodology underlying the testimony is scientifically valid and of whether that 

reasoning or methodology . . . can be [properly] applied to the facts in issue.@  Daubert, 509 

U.S. at 592-93.   
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The court may consider several factors in determining the soundness of the scientific 

methodology including: (1) whether the theory or technique can be and has been tested; (2) 

whether the theory or technique has been subjected to peer review and publication; (3) the 

known or potential rate of error and the existence and maintenance of standards controlling 

the technique; and (4) whether the theory or technique used has been generally accepted in 

the relevant scientific community. Id. at 593-594.  Courts must focus on the principles and 

methodology rather than the conclusion they generate.  Id. at 595.   

A[N]othing in Rule 702, Daubert, or its progeny requires 'that an expert resolve an 

ultimate issue of fact to a scientific absolute in order to be admissible.'"  Kudabeck, 338 

F.3d at 861 (quoting Bonner v. ISP Techs., Inc., 259 F.3d 924, 929 (8th Cir. 2001)).  Rather, 

the proponent of expert testimony bears the burden of providing admissibility beyond a 

preponderance of the evidence.  Lauzon v. Senco Prods., 270 F.3d 681, 686 (8th Cir. 

2001).  When the application of a scientific methodology is challenged as unreliable under 

Daubert and the methodology itself is otherwise sufficiently reliable, outright exclusion of the 

evidence is Awarranted only if the methodology was so altered by a deficient application as 

to skew the methodology itself.@  United States v. Gipson, 383 F.3d 689, 697 (8th Cir. 2004) 

(brackets omitted) (quoting United States v. Martinez, 3 F.3d 1191, 1198 (8th Cir. 1993)).   

An expert in a technical field that is pertinent to a patented invention may testify 

about infringement and validity even though he has never worked with products of the exact 

type covered by the patent.  SEB S.A. v. Montgomery Ward & Co., 594 F.3d 1360, 1373 

(Fed. Cir. 2010).  With respect to duplicative evidence, a Rule 403 motion may only be 

brought at trial if it appears that duplicative testimony is being offered.  Argenyi v. Creighton 

Univ., No. 8:09CV341, 2013 U.S. Dist. LEXIS 118121, at *13 (D. Neb. Aug. 19, 2013).  

Motions in limine under Rule 403 are generally premature.  Id.  Moreover, the opinions of 
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two experts are not cumulative where their expertise and experience are different.  Michuda 

v. United States, No. 8:02CV85, 2003 U.S. Dist. LEXIS 28295, at *4-5 (D. Neb. June 20, 

2003).  

“As a general rule, the factual basis of an expert opinion goes to the credibility of the 

testimony, not the admissibility, and it is up to the opposing party to examine the factual 

basis for the opinion in cross-examination.”  Hartley v. Dillard’s, Inc., 310 F.3d 1054, 1061 

(8th Cir.2002) (quoting Bonner v. ISP Tech., Inc., 259 F.3d 924, 929 (8th Cir. 2001)). 

However, it also is true that if the expert’s opinion is so fundamentally unsupported that it 

can offer no assistance to the jury, it must be excluded.  Id.  An expert opinion that fails to 

consider the relevant facts of the case is fundamentally unsupported.  Id.   

 The statutory authority for an award of damages in a patent infringement case is  35 

U.S.C. § 284, which provides in relevant part that "the court shall award the claimant 

damages adequate to compensate for the infringement, but in no event less than a 

reasonable royalty for the use made of the invention by the infringer."  35 U.S.C. § 284; see 

Whitserve, LLC v. Computer Packages, Inc., 694 F.3d 10, 26-27 (Fed. Cir. 2012) (noting 

that the minimum damages amount allowable under the statute is the reasonable royalty 

that the patentee would have received in an arms-length bargain).  "The two 'alternative 

categories of infringement compensation' under section 284 are 'the patentee's lost profits 

and the reasonable royalty he would have received through arms-length bargaining.'”  

AstraZeneca AB v. Apotex Corp., 782 F.3d 1324, 1330 (Fed. Cir. 2015) (quoting Lucent 

Techs., Inc. v. Gateway, Inc., 580 F.3d 1301, 1324 (Fed. Cir. 2009)).  The reasonable 

royalty theory of damages seeks to compensate the patentee not for lost sales caused by 

the infringement, but for its lost opportunity to obtain a reasonable royalty that the infringer 

would have been willing to pay if it had been barred from infringing.  Lucent Techs., 580 
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F.3d at 1325.  The most common method for determining a reasonable royalty is the 

hypothetical negotiation approach, which “attempts to ascertain the royalty upon which the 

parties would have agreed had they successfully negotiated an agreement just before 

infringement began.”  Id. at 1324.   

The ‘willing buyer-willing seller’ rule is considered in determining a reasonable 

royalty under that section.  Panduit Corp. v. Stahlin Bros. Fibre Works, 575 F.2d 1152, 

1157-58 (6th Cir. 1978).  It has been defined as the amount that “a person, desiring to 

manufacture and sell a patented article, as a business proposition, would be willing to pay 

as a royalty and yet be able to make and sell the patented article, in the market, at a 

reasonable profit.”  Id.  The fifteen factors set out in Georgia-Pacific Corp. v. United States 

Plywood Corp., 318 F. Supp. 1116, 1120 (S.D.N.Y. 1970) modified sub nom. Georgia-Pac. 

Corp. v. U.S. Plywood-Champion Papers, Inc., 446 F.2d 295 (2d Cir. 1971), frame the 

reasonable royalty analysis.1  Uniloc USA, Inc. v. Microsoft Corp., 632 F.3d 1292, 1317 

                                              
1 Those factors are:   

1. The royalties received by the patentee for the licensing of the patent in suit, proving or tending to 
prove an established royalty.   

2. The rates paid by the licensee for the use of other patents comparable to the patent in suit.   

3. The nature and scope of the license, as exclusive or non-exclusive; or as restricted or non-restricted 
in terms of territory or with respect to whom the manufactured product may be sold.   

4. The licensor's established policy and marketing program to maintain his patent monopoly by not 
licensing others to use the invention or by granting licenses under special conditions designed to preserve that 
monopoly.   

5. The commercial relationship between the licensor and licensee, such as, whether they are 
competitors in the same territory in the same line of business; or whether they are inventor and promoter.   

6. The effect of selling the patented specialty in promoting sales of other products of the licensee; that 
existing value of the invention to the licensor as a generator of sales of his non-patented items; and the extent 
of such derivative or convoyed sales.   

7. The duration of the patent and the term of the license.   
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(Fed. Cir. 2011).  “Those factors properly tie the reasonable royalty calculation to the facts 

of the hypothetical negotiation.”  Id.; see also AstraZeneca AB v. Apotex Corp., 782 F.3d 

1324, 1334-35 (Fed. Cir. 2015).   

Where small elements of multi-component products are accused of infringement, "it 

is generally required that royalties be based not on the entire product, but instead on the 

'smallest salable patent-practicing unit.'"  LaserDynamics, Inc. v. Quanta Computer, Inc., 

694 F.3d 51, 67 (Fed. Cir. 2012) (quoting Cornell Univ. v. Hewlett–Packard Co., 609 

F.Supp.2d 279, 283, 287–88 (N.D.N.Y. 2009).  “[C]alculating a royalty on the entire product 

carries a considerable risk that the patentee will be improperly compensated for non-

infringing components of that product."  LaserDynamics, 694 F.3d at 67.    

                                                                                                                                                  

8. The established profitability of the product made under the patent; its commercial success; and its 
current popularity.   

9. The utility and advantages of the patent property over the old modes or devices, if any, that had 
been used for working out similar results.   

10. The nature of the patented invention; the character of the commercial embodiment of it as owned 
and produced by the licensor; and the benefits to those who have used the invention.   

11. The extent to which the infringer has made use of the invention; and any evidence probative of the 
value of that use.   

12. The portion of the profit or of the selling price that may be customary in the particular business or in 
comparable businesses to allow for the use of the invention or analogous inventions.   

13. The portion of the realizable profit that should be credited to the invention as distinguished from 
non-patented elements, the manufacturing process, business risks, or significant features or improvements 
added by the infringer.   

14. The opinion testimony of qualified experts.   

15. The amount that a licensor (such as the patentee) and a licensee (such as the infringer) would 
have agreed upon (at the time the infringement began) if both had been reasonably and voluntarily trying to 
reach an agreement; that is, the amount which a prudent licensee—who desired, as a business proposition, to 
obtain a license to manufacture and sell a particular article embodying the patented invention— would have 
been willing to pay as a royalty and yet be able to make a reasonable profit and which amount would have 
been acceptable by a prudent patentee who was willing to grant a license. 

See Georgia Pac. Corp, 318 F. Supp. at 1120. 

8:10-cv-00187-JFB-TDT   Doc # 477   Filed: 07/28/15   Page 9 of 15 - Page ID # 18903

Appx58

Case: 16-2197      Document: 15     Page: 145     Filed: 09/08/2016

http://www.westlaw.com/find/default.wl?ft=Y&referencepositiontype=S&rs=ap2.0&rp=%2ffind%2fdefault.wl&serialnum=2024282492&fn=_top&referenceposition=1317&findtype=Y&vr=2.0&db=0000506&wbtoolsId=2024282492&HistoryType=F
http://www.westlaw.com/find/default.wl?ft=Y&referencepositiontype=S&rs=ap2.0&rp=%2ffind%2fdefault.wl&serialnum=2035761565&fn=_top&referenceposition=1330&findtype=Y&vr=2.0&db=0000506&wbtoolsId=2035761565&HistoryType=F
http://www.westlaw.com/find/default.wl?ft=Y&referencepositiontype=S&rs=ap2.0&rp=%2ffind%2fdefault.wl&serialnum=2035761565&fn=_top&referenceposition=1330&findtype=Y&vr=2.0&db=0000506&wbtoolsId=2035761565&HistoryType=F
http://www.westlaw.com/find/default.wl?ft=Y&db=0000506&rs=ap2.0&rp=%2ffind%2fdefault.wl&serialnum=2028513305&fn=_top&findtype=Y&vr=2.0&wbtoolsId=2028513305&HistoryType=F
http://www.westlaw.com/find/default.wl?ft=Y&db=0000506&rs=ap2.0&rp=%2ffind%2fdefault.wl&serialnum=2028513305&fn=_top&findtype=Y&vr=2.0&wbtoolsId=2028513305&HistoryType=F
http://www.westlaw.com/find/default.wl?ft=Y&db=0004637&rs=ap2.0&rp=%2ffind%2fdefault.wl&serialnum=2018664717&fn=_top&findtype=Y&vr=2.0&wbtoolsId=2018664717&HistoryType=F
http://www.westlaw.com/find/default.wl?ft=Y&db=0004637&rs=ap2.0&rp=%2ffind%2fdefault.wl&serialnum=2018664717&fn=_top&findtype=Y&vr=2.0&wbtoolsId=2018664717&HistoryType=F
http://www.westlaw.com/find/default.wl?ft=Y&db=0000506&rs=ap2.0&rp=%2ffind%2fdefault.wl&serialnum=2028513305&fn=_top&findtype=Y&vr=2.0&wbtoolsId=2028513305&HistoryType=F
http://www.westlaw.com/find/default.wl?ft=Y&referencepositiontype=S&rs=ap2.0&rp=%2ffind%2fdefault.wl&serialnum=1970115095&fn=_top&referenceposition=1120&findtype=Y&vr=2.0&db=0000345&wbtoolsId=1970115095&HistoryType=F


 

 

10 

The entire market value rule is a narrow exception to this general rule.  Id.  "If it can 

be shown that the patented feature drives the demand for an entire multi-component 

product, a patentee may be awarded damages as a percentage of revenues or profits 

attributable to the entire product."  Id.; see AstraZeneca AB,  782 F.3d at 1337 ("a patentee 

may 'assess damages based on the entire market value of the accused product only where 

the patented feature creates the basis for customer demand or substantially creates the 

value of the component parts'") (quoting Uniloc USA, Inc., 632 F.3d at 1318 (internal 

quotation marks omitted)).  Even when the accused infringing product is “the smallest 

salable unit,” the patentee “must do more to estimate what portion of the value of that 

product is attributable to the patented technology” if the accused unit is “a multi-component 

product containing several non-infringing features with no relation to the patented feature.”  

VirnetX, Inc. v. Cisco Sys., Inc., 767 F.3d 1308, 1327 (Fed. Cir. 2014). Thus, the entire 

market value rule applies when the accused product consists of both a patented feature and 

unpatented features; the rule is designed to account for the contribution of the patented 

feature to the entire product.  AstraZeneca AB, 782 F.3d at 1338.   

A related inquiry involves a situation where a patent covers the infringing product as 

a whole, and the claims recite both conventional elements and unconventional elements.  

AstraZeneca AB, 782 F.3d at 1338-39.  In that case, the court must determine how to 

account for the relative value of the patentee's invention in comparison to the value of the 

conventional elements recited in the claim, standing alone.  Id.; see Ericsson, Inc. v. D–Link 

Sys., Inc., 773 F.3d 1201, 1233 (Fed.Cir. 2014) (“When the accused infringing products 

have both patented and unpatented features, measuring this value requires a determination 

of the value added by such features.").  Several of the factors set forth in the Georgia–

Pacific case bear directly on this issue.  AstraZeneca, AB, 782 F.3d at 1338-39 (noting that 
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Georgia–Pacific factors nine and ten refer to “the utility and advantages of the patent 

property over any old modes or devices that had been used” and “the nature of the patented 

invention, its character in the commercial embodiment owned and produced by the licensor, 

and the benefits to those who used it,” respectively and "[f]actor thirteen, which refers to the 

'portion of the realizable profit that should be credited to the invention,' embodies the same 

principle."); Ericsson, Inc., 773 F.3d at 1228 (stating that the Georgia–Pacific factors "do 

take the concepts of apportionment into account to some extent"); Univ. of Pittsburgh v 

Varian Med. Sys., 561 Fed. App’x 934, 947-48 (Fed. Cir. 2014) (noting that Georgia Pacific 

"addresses that specific problem by requiring the patentee to provide tangible evidence 

regarding the relative value of his or her invention in combination with, but distinct from, any 

conventional elements recited in the claim" and relying on Georgia Pacific factors 6 (“effect 

of selling the patented specialty in promoting sales of other products of the licensee; th[e] 

existing value of the invention to the licensor as a generator of sales of his non-patented 

items; and the extent of such derivative or convoyed sales), 9 & 10 (an assessment of the 

“utility and advantages of the patent property over the old modes or devices” and “[t] he 

nature of the patented invention; the character of the commercial embodiment of it as 

owned and produced by the licensor, and the benefits to those who have used the 

invention,” respectively) and 13 (an assessment of “[t]he portion of realizable profit that 

should be credited to the invention as distinguished from non-patented elements, the 

manufacturing process, business risks, or significant features or improvement added by the 

infringer”) to apportion value).  Accordingly, "the standard Georgia–Pacific reasonable 

royalty analysis takes account of the importance of the inventive contribution in determining 

the royalty rate that would have emerged from the hypothetical negotiation."  AstraZeneca, 

AB, 782 F.3d at 1338 (noting that "[w]hile it is important to guard against compensation for 
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more than the added value attributable to an invention, it is improper to assume that a 

conventional element cannot be rendered more valuable by its use in combination with an 

invention").  "[A] patent that combines 'old elements' may 'give[ ] the entire value to the 

combination' if the combination itself constitutes a completely new and marketable article."  

Id. at 1338-39 (noting that "if the claimed invention only adds an incremental value to the 

conventional element(s), the damages awarded must also be so limited.  But, if the claimed 

invention adds significant value to the conventional element(s), the damages award may 

reflect that value.); see, e.g., Univ. of Pittsburgh v Varian Med. Sys., 561 Fed. App’x 934 

(Fed. Cir. Apr. 10, 2014) (using Georgia-Pacific analysis used to determine damages for 

infringement of patent covering combination of old beam generator and new RPM system 

for use in radiation treatment); Douglas Dynamics, LLC v Buyers Prods., 2014 WL 7409503, 

*8  (W.D. Wisc. Dec. 31, 2014) (using Georgia-Pacific analysis to compute infringement 

damages for patent covering the combination of an old snowplow with a new linkage 

assembly—the patent was directed at the entire snowplow linkage assembly).         

 A reasonable royalty may be a lump-sum payment not calculated on a per unit basis, 

or a running payment that varies with the number of infringing units, in which case it 

generally has two prongs: a royalty base and a royalty rate.  VirnetX, Inc. v. Cisco Sys., Inc., 

767 F.3d 1308, 1326 (Fed. Cir. 2014); see Whitserve, LLC v. Computer Packages, Inc., 694 

F.3d 10, 27-28 (Fed. Cir. 2012) (noting that the "classic way to determine the reasonable 

royalty amount is to multiply the royalty base, which represents the revenue generated by 

the infringement, by the royalty rate, which represents the percentage of revenue owed to 

the patentee"); Finjan, Inc. v. Secure Computing Corp., 626 F.3d 1197, 1208 (Fed. Cir. 

2010).  Where multi-component products are involved, the governing rule is that the 

ultimate combination of royalty base and royalty rate must reflect the value attributable to 
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the infringing features of the product, and no more.  Ericsson, Inc., 773 F.3d at 1226 

(explaining that "[l]ogically, an economist could do this in various ways—by careful selection 

of the royalty base to reflect the value added by the patented feature, where that 

differentiation is possible; by adjustment of the royalty rate so as to discount the value of a 

product's non-patented features; or by a combination thereof"); see also VirnetX, Inc., 767 

F.3d at 1326  (No matter what the form of the royalty, a patentee must take care to seek 

only those damages attributable to the infringing features).    

 Licenses may be presented to the jury to help the jury decide an appropriate royalty 

award.  Ericsson, Inc., 773 F.3d at 1227; see, e.g., Monsanto Co. v. McFarling, 488 F.3d 

973, 978 (Fed. Cir. 2007) (“An established royalty is usually the best measure of a 

‘reasonable’ royalty for a given use of an invention . . . .”); Georgia–Pacific Corp. v. United 

States Plywood Corp., 318 F. Supp. at 1120 (finding that “royalties received by the patentee 

for the licensing of the patent in suit” is a relevant factor for the jury to consider).  In 

attempting to establish a reasonable royalty, the “licenses relied on by the patentee in 

proving damages [must be] sufficiently comparable to the hypothetical license at issue in 

suit.”  Lucent, 580 F.3d at 1325.  However, identity of circumstances is not required. Id. 

(acknowledging that any reasonable royalty analysis necessarily involves an element of 

approximation and uncertainty); Ericsson, Inc., 773 F.3d at 1227 (the fact that a license is 

not perfectly analogous generally goes to the weight of the evidence, not its admissibility).   

 III. DISCUSSION  

 The court finds the defendants' motions should be denied.  The defendants do not 

challenge Ms. Bennis's qualifications, only her methodology. The defendants’ motion relies 

on the faulty premise that the patent-in-suit is limited to baffles.  In this case, the claimed 
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invention is a lawn mower that is configured with baffles in a certain way.  The accused 

products are lawn mowers that allegedly meet the limitations of the asserted patent claims.     

The proper damages analysis in this case nonetheless requires apportionment 

between the relative value of the patentee’s invention in comparison to the value of the 

conventional elements recited in the claims, standing alone, that is—how much new value is 

created by the novel combination presented by the patented invention.  The apportionment 

of value between patented and non-patented feature is accounted for in Bennis's report.  

Essentially, in arriving at a 5% royalty rate, she attributed 5% of the revenue on the accused 

products to the patented invention, and 95% of the revenue to other factors.  In her report 

and testimony, she appropriately considered the added value attributable to the invention.  

She appropriately considered the Georgia Pacific factors relevant to the inquiry to separate 

or apportion damages attributable to the patented features contained in the accused device 

to the exclusion of any damages attributable to unpatented features.  Further, defendants’ 

position is considerably weakened by its own expert's reliance on methodology similar to 

that employed by Ms. Bennis.   

 The court finds the defendants’ objections to Bennis's testimony are properly the 

subject of either cross-examination, foundational or relevance objections, or argument.  The 

defendants' criticisms go more to the weight than to the admissibility of Bennis's testimony.     

 With respect to the testimony of Dr. Strykowski and Mr. Busboom, the defendants' 

arguments are similarly unavailing.  The objections have been rendered moot to some 

extent by this court's findings of invalidity and infringement on the parties' respective 

motions for summary judgment. The court considered these experts' opinions and testimony 

in connection with those motions. To the extent that the testimony is relevant to issues that 

remain in the case (infringement by Briggs with respect to its modified designs and 
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willfulness), the court finds the defendants' Daubert challenges should be denied.  

Strykowski and Busboom are concededly qualified.  Both experts provide detailed 

explanations of the factual underpinning of their opinions.  Their qualifications are similar to 

the qualifications of the defendants' experts.  Similarly, their opinions are based on 

essentially the same objective bases as the defendants' experts' opinions. The opinions are 

based on reliable scientific engineering methodology.   

The court finds the defendants' objections go to the weight not the admissibility of 

the evidence.   The experts are qualified and will be allowed to testify to the extent their 

testimony can assist the jury.   

 IT IS ORDERED: 

 1. The defendants' joint motion to exclude the opinions of Melissa Bennis (Filing 

No. 416) is denied. 

2. The defendants' joint motion to exclude the testimony of Paul Strykowski and 

Garry Busboom (Filing No. 354) is denied. 

 Dated this 28th day of July, 2015 
 

BY THE COURT: 
 
 
s/ Joseph F. Bataillon  
Senior United States District Judge 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF NEBRASKA 

 

EXMARK MANUFACTURING COMPANY 
INC., 
 

Plaintiff,  
 
 v.  
 
BRIGGS & STRATTON POWER 
PRODUCTS GROUP, LLC,  
 

Defendant. 

 
 

8:10CV187 
 
 

ORDER 

  
 

 This matter is before the court on its own motion.  Several motions in limine involve 

the issue of relevance of several categories of evidence (testimony regarding equitable 

defenses, claims of privilege, rejected defenses of invalidity and noninfringement, and prior 

art) to the issue of willfulness.  In order to clarify the record, the court finds a ruling as a 

matter of law on the objective prong of the willfulness inquiry is necessary.  See In re 

Seagate Tech., LLC, 497 F.3d 1360, 1371 (Fed. Cir. 2007) (en banc)).   

 In its order on summary judgment motions, the court found defendant Briggs 

infringed the patent at issue with respect to mowers with the original designs (versions 1-4), 

but that there were genuine issues of material fact on the issue of the willfulness.  Filing No. 

476, Memorandum and Order at 27-30.  Further, the court rejected Briggs's defenses of 

invalidity based on indefiniteness, laches, waiver, implied waiver and unclean hands.  Id. at 

2, 29-30. 

 The determination of willful infringement involves two distinct analyses.  In re 

Seagate Tech., LLC, 497 F.3d at 1371.  With respect to the first “objective prong” of the 

analysis, the court must determine as a matter of law whether “the infringer acted despite 

an objectively high likelihood that its actions constituted infringement of a valid patent.”  

8:10-cv-00187-JFB-TDT   Doc # 564   Filed: 09/04/15   Page 1 of 3 - Page ID # 21023

Appx65

Case: 16-2197      Document: 15     Page: 152     Filed: 09/08/2016



 

 

2 

Bard Peripheral Vascular, Inc. v. W.L. Gore & Assocs., 776 F.3d 837, 844 (Fed. Cir. 2015) 

(quoting In re Seagate Tech., LLC, 497 F.3d 1360, 1371 (Fed. Cir. 2007) (en banc)); 

Carnegie Mellon Univ. v. Marvell Tech. Group, No. 14-1492, 2015 U.S. App. LEXIS 13622, 

at *36 (Fed. Cir. Aug. 4, 2015).  “The state of mind of the accused infringer is not relevant to 

this objective inquiry.”  Id.  With respect to the second “subjective prong” of the analysis, the 

jury must make a factual determination of whether the objectively-defined risk “was either 

known or so obvious that it should have been known to the accused infringer.”  Id. 

  "[G]enerally the 'objective' prong of Seagate tends not to be met where an accused 

infringer relies on a reasonable defense to a charge of infringement."  Bard Peripheral 

Vascular, Inc. v. W.L. Gore & Assocs., 682 F.3d 1003, 1005 (Fed. Cir. 2012)(citations 

omitted).  The issue for the court is "whether a defense or noninfringement theory was 

'reasonable.'"  Id. at 1006.  The court should determine, “based on the record ultimately 

made in the infringement proceedings,” whether a “reasonable litigant could realistically 

expect” those defenses to succeed.  Id.  "The ultimate legal question of whether a 

reasonable person would have considered there to be a high likelihood of infringement of a 

valid patent should always be decided as a matter of law by the judge."  Id. at 1007.   

The court finds there is clear and convincing evidence in the record on the 

infringement proceedings with respect to Briggs's modified designs (version 1-4) that shows 

there was an objectively high likelihood that Briggs's manufacture and sale of mowers 

having the original baffle design would infringe Exmark's patent.  See generally Filing Nos. 

391-393, Indices of Evidence.  Specifically, the president of Briggs’ predecessor in interest, 

Ferris Industries, was deposed in the Scag case in 2002.  Filing No. 392-20, Ex. 32, Wenzel 

Dep. Tr. (Scag) at 32-33, 62.  The Scag case settled shortly before trial in 2003.  Filing No. 

391-11, Ex. 26, Scag Settlement Agreement.  There is strong evidence that Briggs was 
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aware of the ʼ863 patent at least as a result of the 2002 deposition.  Filing No. 317-24, 

Briggs Interrogatory Responses at 6-7; Filing No. 317-14, Wenzel Dep. Tr. at 125.  This and 

other evidence unequivocally establishes that Briggs proceeded in the face of an objective 

likelihood of infringement of the ‘863 patent.  See also Filing No. 394, Exmark brief at 23-28 

and evidence cited therein.  Accordingly, the court finds as a matter of law that Briggs acted 

despite an objectively high likelihood that its actions constituted infringement of a valid 

patent.   

The evidence presented in connection with the summary judgment motions also 

establishes that Briggs's defenses, and any reliance thereon, were not reasonable.  The 

court finds as a matter of law that no reasonable litigant could realistically expect those 

defenses to succeed.  Notably, Briggs has asserted attorney-client privilege with respect to 

the details of its lawyers' involvement and advice in connection with the issue of 

infringement of the redesigned mowers and it does not rely on advice of counsel in defense 

of the willfulness allegations in connection with the original designs.  It cannot credibly 

argue that it relied on reasonable defenses to infringement.  The issue of Briggs's subjective 

state-of-mind—whether the objectively-defined risk “was either known or so obvious that it 

should have been known to the accused infringer” remains for determination by the jury.  

 IT IS SO ORDERED. 

 

 Dated this 4th day of September, 2015 
 

BY THE COURT: 
 
s/ Joseph F. Bataillon  
Senior United States District Judge 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF NEBRASKA 

 

EXMARK MANUFACTURING COMPANY 
INC., 
 

Plaintiff,  
 
 vs.  
 
BRIGGS & STRATTON POWER 
PRODUCTS GROUP, LLC, 
 

Defendant. 

 
 

8:10CV187 
 
 

MEMORANDUM AND ORDER 

  
 

 This matter is before the court on Exmark's Motion in Limine No. 1 to Preclude 

Defendant from Presenting Improper Arguments, Evidence, and Testimony Related to 

Claim Construction, Filing No. 484; Exmark's Motion in Limine No. 2 to Preclude Defendant 

From Presenting Arguments, Evidence, and Testimony Regarding Equitable Defenses, 

Filing No. 482; Exmark's Motion in Limine No. 3 to Preclude Defendant From Presenting 

Arguments, Evidence, and Testimony Regarding Issues Over Which it has Claimed 

Privilege, Filing No. 485; Exmark's Motion in Limine No. 5 to Exclude Testimony and 

Argument Regarding Briggs’s Rejected Non-Infringement Argument, Filing No. 498; 

Exmark's Motion Limine No. 6 to Preclude Defendant From Presenting Improper Evidence 

and Arguments Related to Third Party Mowers, Filing No. 500; Exmark's Motion in Limine 

No. 7 to Preclude Defendant From Presenting Evidence and Arguments Related to U.S. 

Patent No. 6,848,246 to Samejima, Filing No. 502; Exmark's Motion in Limine No. 8 to 

Overrule Briggs’s Objection to One Designation of the Deposition Testimony of James 

Marshall, Filing No. 545; Briggs and Stratton Power Products Group, LLC's (hereinafter 

Brigg's) Motions in Limine Nos. 1 to 14, Filing No. 491; and Briggs's motion in limine to use 

depositions at trial, Filing No. 544.   
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By virtue of earlier orders in this case and the Order on Pretrial Conference, the 

issues are limited to whether Versions 5-7 of Briggs’s accused mowers (i.e. Briggs’s 

mowers with the modified baffle design introduced after suit was filed) infringe the '863 

patent and whether Briggs’s infringement with respect to Versions 1-4 of the Briggs’s 

accused mowers (i.e. Briggs mowers with its original baffle designs) was willful.  See Filing 

No. 505, Pretrial order at 4-5.      

Although the motion in limine is an important tool available to the trial judge to 

ensure the expeditious and evenhanded management of the trial proceedings, performing a 

gatekeeping function and sharpening the focus for later trial proceedings, some evidentiary 

submissions, cannot be evaluated accurately or sufficiently by the trial judge in such a 

procedural environment.  Jonasson v. Lutheran Child and Family Servs., 115 F.3d 436, 440 

(7th Cir. 1997).  A motion in limine is appropriate for “evidentiary submissions that clearly 

ought not be presented to the jury because they clearly would be inadmissable for any 

purpose.”  Id.  In other instances, it is necessary to defer ruling until during trial, when the 

trial judge can better estimate the impact of the evidence on the jury.  Id.  To the extent that 

a party challenges the probative value of the evidence, an attack upon the probative 

sufficiency of evidence relates not to admissibility but to the weight of the evidence and is a 

matter for the trier of fact to resolve.  United States v. Beasley, 102 F.3d 1440, 1451 (8th 

Cir. 1996). 

I. Exmark's Motions  

A. Exmark's Motion in Limine No. 1 to Preclude Defendant from 
Presenting Improper Arguments, Evidence, and Testimony Related to 
Claim Construction (Filing No. 484)  
 

 This motion relates to the court's claim construction with respect to the limitation that 

the flow baffles are "adjacent," in the context of Briggs's expert, Mr. Del Ponte's rebuttal 
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report.  Briggs argues that Mr. Del Ponte’s opinions regarding the “adjacent” limitations and 

any arguments based thereon are fully consistent with the court’s claim construction order, 

but states that it does not intend to present these opinions and arguments at trial in light of 

the Court’s prior rulings and the need for economy during trial.  Accordingly, this motion in 

limine will be denied as moot.  To the extent that evidence other than Mr. del Ponte's 

rebuttal report is at issue, Briggs may assert an objection at trial.   

B. Exmark's Motion in Limine No. 2 to Preclude Defendant From 
Presenting Arguments, Evidence, and Testimony Regarding Equitable 
Defenses (Filing No. 482) 
 
Exmark seeks to preclude evidence that relates to the equitable defenses, arguing 

that they are matter for the court, and not a jury to decide.   

In its earlier order, the court found that "the statutory provision [limiting damages to 

the period dating back six years from the filing of the action] works a significant constraint 

on the plaintiff's remedy and mitigates against the need to resort to the equitable remedies 

of laches or waiver."  Filing No. 476, Memorandum and Order at 29.  The court also stated 

that it found "the defenses of laches and waiver are inapplicable."  Id. at 2.  Accordingly, the 

laches defense is out of the case.    

Exmark and Briggs agree that Briggs should not be allowed to pursue its equitable 

defenses at trial, but Briggs nevertheless argues that it should be allowed to introduce 

evidence of Exmark’s delay in pursuing its claims against Briggs for the limited purposes of 

rebutting (i) Exmark’s willful infringement claim and (ii) Exmark’s valuation of its patent for 

the purpose of assessing damages.  See Filing No. 512, Briggs's Brief at 2.   

The court finds that Briggs has not shown that evidence of any delay in filing suit is 

relevant to damages.  Damages will be established with reference to a hypothetical 

negotiation.  The date of the hypothetical negotiation is the time of the first infringement.  
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The argument that the delay in bringing suit somehow establishes Exmark's perception of 

the value of its invention is specious.  There are many reasons to forego filing a lawsuit, to 

imply that Exmark did so because it did not think the invention had value is speculative.   

Further, for the reasons stated in this court's sua sponte order on the objective prong 

of the willfulness inquiry, Filing No. 564, the court finds that evidence of delay in filing suit 

and/or laches is not relevant to willfulness.  Accordingly, Exmark’s motion in limine will be 

granted.   

C. Exmark's Motion in Limine No. 3 to Preclude Defendant from 
Presenting Arguments, Evidence, and Testimony Regarding Issues over 
which it has Claimed Privilege (Filing No. 485)   
 
Exmark contends that Briggs has maintained its claim of privilege over the details of 

its lawyer’s involvement and advice during the redesign process, but has indicated that it 

will elicit testimony that its lawyers were involved in the redesign process.  It contends that 

at depositions, Briggs asserted attorney-client privilege over questioning directed at legal 

reasons for the redesign.  Exmark argues that "[h]aving used the claim of privilege as a 

shield, Briggs should not now be allowed to use it as a sword."  Filing No. 489, Exmark Brief 

at 1.   

Briggs states that it does not intend to present evidence at trial on issues for which it 

has asserted privilege, but that Exmark's request is overbroad and would seeks to preclude 

Briggs from arguing that one reason for its 2010 redesign was to attempt to avoid liability for 

infringement of the ‘863 patent and that its lawyers were involved in the process.  Filing No. 

513, Brief at 1.   

In response Exmark states, however, that it "does not object to Briggs arguing that 

one reason for redesigning the baffles used in its accused products after being sued was an 

attempt to avoid further liability for infringement of the ʼ863 patent."  See Filing No. 525, 
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Brief at 1.  It concedes that Briggs’s employees may generally describe how the baffles 

were redesigned after this lawsuit was filed, noting, for example, Briggs’s employees could 

describe: 1) Which Briggs employees were involved in the redesign; 2) How long it took to 

complete the redesign; 3) How the baffle design changed (e.g. a perfectly straight portion 

was removed); and 4) That the purpose for the redesign was an attempt to avoid further 

infringement of the ʼ863 patent.  Id. at  

Accordingly, Exmark's motion will be granted to the extent it seeks preclusion of 

arguments, evidence, and testimony regarding issues over which Briggs has claimed 

privilege, but overruled to the extent it to preclude Briggs from arguing that one reason for 

its 2010 redesign was to attempt to avoid liability for infringement of the ‘863 patent and that 

its lawyers were involved in the process.   

D.   Exmark's Motion in Limine No. 4 - to exclude testimony and 
argument regarding patent invalidity and to exclude irrelevant prior art 
(Filing No. 496) 
 

This motion is directed at Briggs's ostensible argument that it should be entitled to 

“introduce evidence underlying” its invalidity case, and its effort to introduce several dozen 

pieces of prior art at trial.  Exmark argues that Briggs should not be allowed to relitigate its 

invalidity defense.   

Briggs argues that evidence underlying Briggs’s invalidity and non-infringement 

defenses goes to the heart of whether its infringement (with respect to the earlier models) 

was “so obvious” that Briggs should have known about it, as Exmark alleges, for purposes 

of willful infringement.  Briggs also contends the prior art also reflects “old modes” for doing 

the same thing as the patented invention, which is one of the Georgia-Pacific factors for the 

jury to consider (factor nine) in determining damages.   
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For the reason stated in its sua sponte order, Filing No. 564, the court finds the 

evidence is not relevant to willfulness.  Further, the court finds prior art is relevant to 

damages only to the extent that the patent was used in a product.  Briggs is entitled to 

introduce side discharge mowers that were actually used prior to Exmark’s invention as 

potentially relevant to Georgia-Pacific factor nine:  “The utility and advantages of the patent 

property over the old modes or devices, if any, that had been used for working out similar 

results.” Georgia-Pacific Corp. v. U.S. Plywood Corp., 318 F. Supp. 1116, 1120 (S.D.N.Y. 

1970) (emphasis added).    

Accordingly, the court finds that the motion in limine will be granted to the extent the 

evidence relates to the invalidity defense, but denied with respect to evidence related to 

damages, without prejudice to its reassertion via timely objection at trial.  

E. Exmark's Motion in Limine No. 5 to Exclude Testimony and 
Argument Regarding Briggs’s Rejected Non-Infringement Argument 
(Filing No. 498)  
 
For the same reasons stated supra in connections with Exmark's Motions in Limine 

Nos. 2, 3, and 4, the court finds the motion should be granted.   

F. Exmark's Motion Limine No. 6 to Preclude Defendant From 
Presenting Improper Evidence and Arguments Related to Third Party 
Mowers (Filing No. 500) 
  
In this motion, Exmark argues that the “will use” portion of Defendant Briggs’s exhibit 

list includes more than 35 exhibits that were never previously produced in this case.  The 

exhibits were downloaded from third-party websites on July 31, 2015, and show current 

third party mower products.  Exmark contends that these exhibits are not relevant to any 

issue remaining in this case.  It argues the existence of non-infringing alternatives can be 

relevant to damages under a reasonable royalty theory only if the products were actually 
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available at the time of the “hypothetical negotiation,” which in this case is when the ʼ863 

patent issued in 1999.   

Briggs contends the evidence is relevant to the subjective prong of the willfulness 

inquiry.  It contends that "[w]itnesses from both sides will establish that third parties have 

been selling mowers like those currently being sold (as demonstrated by the exhibits Briggs 

identified in its exhibit list) throughout the period that Briggs was selling its accused baffles."  

It states "[t]he images of current products will be used as proxies for old products when 

witnesses testify that they are the same."  It argues "[t]he existence of baffles in third party 

products that had actually been in the market for years supports Briggs’s explanation of why 

it perceived no patent infringement risk from the same baffles in its own products."  Briggs 

also argues the evidence is relevant to the issue of damages, i.e., showing the availability of 

non-infringing alternatives.  

In response, Exmark argues that Briggs cannot claim that the existence of third-party 

products caused it to subjectively believe it did not infringe the ‘863 patent when it denies 

that it even knew of the '863 patent until this lawsuit was filed.  Further, it argues that 

Briggs’s relevance argument presumes that a patentee is obligated to bring suit immediately 

whenever there is an infringement, and therefore, if suit is not brought, the public can infer 

there is no infringement.  This court rejected that argument in the earlier order, finding that 

the penalty for not promptly enforcing one’s patent rights is an inability to obtain damages 

for infringement occurring more than six years prior to the infringement.  See 35 U.S.C. § 

286.   

Exmark states that if the court allows admission of any of the exhibits, Briggs’s 

argument justifies showing the jury only the annotated figure itself just as it is reproduced on 

page 2 of Briggs’s brief.  Filing No. 516, Brief at 2.      
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The relevance of the evidence is questionable in light of the court’s sua sponte 

order, Filing No. 564.  However the court need not address the issue because Briggs does 

not address its failure to produce the items to the plaintiff.  Because the evidence was not 

timely produced, the court finds the plaintiff's motion should be granted.  

G. Exmark's Motion in Limine No. 7 to Preclude Defendant From 
Presenting Evidence and Arguments Related to U.S. Patent No. 
6,848,246 to Samejima (Filing No. 502) 
  
The Samejima patent is a later-issued patent.  In this motion, Exmark warns of the 

danger of Briggs using the Samejima patent to create the improper inference that "the 

existence of a later-issued patent so similar to the design of Briggs’s redesigned accused 

products shows that Briggs’s redesigned accused products cannot infringe the ʼ863 patent 

or reduces the value of the ʼ863 patent for damages purposes."  See EZ Dock, Inc. v. 

Schafer Sys., No. 98-2364, 2003 WL 1610781, *11  (D. Minn. Mar. 8, 2003)(excluding 

evidence of a patent on an accused product).   Exmark also cites cases that show what it 

characterizes as the "well-known fact that juries do not understand that a product shown in 

a later patent (like Samejima) can still be covered by an earlier patent (like Exmark’s ʼ863 

patent)."  It argues that allowing the jury to see the Samejima patent would be extremely 

and unfairly prejudicial to Exmark.   

Briggs argues that the Samejima patent is relevant to the issue of damages as 

showing an available non-infringing alternative.  Exmark argues, however, that the 

Samejima patent shows a design that is very similar to the structure in Briggs’s accused 

products with redesigned baffles and thus, the infringement status of the Samejima design 

is essentially the same triable issue as the infringement of Briggs’s redesign.  In short, 

Briggs maintains Samejima is non-infringing.  Exmark maintains it, like Briggs's, is 

infringing.   
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The court is unable to fully evaluate the relevance of the challenged evidence in the 

context of a pretrial motion.  Exmark's concerns may warrant a cautionary or limiting 

instruction, but the court cannot determine the ambit of such an instruction at this time.  The 

court will admit the evidence at issue only on a showing that it is relevant to the issues in 

the case, and only to the extent that the relevance of the evidence outweighs its potential to 

cause prejudice or confusion under Fed. R. Evid. 403.  The court finds the motion can be 

adequately resolved at trial, either as an objection with a sidebar, or with a review of the 

evidence outside the presence of the jury.  Accordingly, the court finds that the motion in 

limine should be denied at this time, without prejudice to its reassertion via timely objection 

at trial.  

H. Motion in Limine No. 8 - to overrule Briggs’s objection to one 
designation of the deposition testimony of James Marshall (Filing No. 
545) 
 
This motion involves parts of the videotaped deposition testimony of Briggs’s 

employee, Mr. James Marshall that Exmark intends to present in its case in chief.  Briggs 

has objected to the designation of pages 198-199 of Mr. Marshall’s testimony as 

“Irrelevant.”  See Filing No. 549-2, Ex. 1, Marshall designation at 2.   

Generally, it is the court's practice to rule on objections to deposition testimony a few 

days in advance of when the deponent's testimony is scheduled to be offered at trial.  

Accordingly, the court will defer ruling at this time.    

II. Briggs and Stratton's Motions in Limine Nos. 1 to 14, Filing No. 491.1 

A. Motion No. 1 - To Exclude Hearsay Evidence of Alleged 
Price Erosion or Lost Sales Due to Briggs   

 

                                              
1 Exmark does not oppose Briggs's Motion in Limine Nos. 3, 4, 7, and 9-13.  Accordingly those 

motions will be denied as moot.   
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 This motion relates to expert Melissa Bennis's testimony.  Briggs argues that 

the court should exclude the hearsay-within-hearsay relied upon by Ms. Bennis for her 

opinions on purported price erosion and lost sales. 

Exmark contends Briggs's motion is based on a misstatement and/or 

misunderstanding of Fed. R. Evid. 703 for the proposition that Ms. Bennis may not rely on 

conversations between Exmark employees and its customers, and on incomplete 

statements of the facts surrounding Briggs’ attempt to sell infringing mowers to some of 

Exmark’s largest customers.  Also, it contends the testimony is not hearsay because it is not 

offered for the truth of the matter asserted, but rather will be offered to explain Exmark’s 

actions, such as why Exmark lowered its prices to its largest customer.  Further, Exmark 

argues that there is no prejudice to Briggs in admission of these conversations because 

Briggs’s own documents confirm that Briggs was making a targeted effort to take away 

Exmark’s large customers by offering them infringing mowers at lower prices. 

It appears this evidence presents the type of facts or data that experts can rely on 

under Fed. R. Evid. 703 (i.e., experts in the field would reasonably rely on this kind of 

information).  Accordingly, the defendant’s motion in limine will be denied. 

B.  Motion In Limine No. 2 - To Exclude Evidence of Any Affirmative 
Duty by Briggs to Seek an Opinion of Counsel  
 
Exmark replies that “as long as Briggs does not open the door to the topic by making 

inferences to the jury that its lawyers somehow participated in the redesign of its accused 

products, Exmark will not argue that Briggs should have obtained an opinion of counsel.”  

Briggs states that it does not intend to open the door in this manner.   

Briggs did not claim privilege over general questions regarding why Briggs 

redesigned its baffles after the lawsuit was filed.  Specifically, Briggs contends Exmark was 
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permitted to question Briggs’s witnesses regarding whether there was a legal reason to 

redesign its mowers and whether that legal reason was to avoid potential ongoing liability.   

Exmark agrees that Briggs may present such testimony—i.e., that “one reason for 

redesigning the baffles used in its accused products after being sued was an attempt to 

avoid further liability for infringement of the ‘863 patent.”   

It appears this motion is mooted by the agreement of the parties.  See supra at 4-5.   

C. Motion In Limine No. 5 - To Exclude References to and Evidence 
Regarding the Preferred or Commercial Embodiments of the ‘863 Patent  

 

Briggs seeks a ruling precluding evidence regarding the ‘863 patent’s specification 

(including any preferred embodiments) and commercial embodiments, including any 

comparisons between the accused products and the preferred or commercial embodiments 

of the ‘863 patent.  Briggs argues that introduction of such evidence, including any 

comparisons between Briggs’ accused decks and the figures of the ‘863 patent or Exmark’s 

decks, will mislead the jury into believing that the ‘863 patent’s preferred and commercial 

embodiments represent the legal claims of the ‘863 patent—i.e., the jury will believe that 

infringement is determined by comparing Briggs’ accused products with the patent figures 

or with Exmark’s products.  It contends that Exmark’s attempt to mislead the jury into 

comparing Briggs’s accused products with Exmark’s patent figures and products, rather 

than the asserted claims, was made clear at the summary judgment hearing.   

Exmark agrees with Briggs that a proper infringement analysis compares the 

accused products to the claims of the patent at issue as construed by the court.  It agrees 

that neither Exmark nor Briggs should be allowed to compare the accused products to 

either the preferred embodiments (i.e., the patent drawings) or the commercial 

embodiments (i.e., Exmark's actual mowers) of the ʼ863 patent for purposes of determining 
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whether Briggs’s accused, “redesigned” products infringe.  It argues that the preferred 

embodiments and the specification generally are relevant to help explain the invention and 

provide context to the claims and are relevant to willfulness and damages, and may also be 

admissible to rebut Briggs's evidence.   

The court finds the evidence is relevant and that any potential jury confusion can be 

remedied with a proper jury instruction or limiting instruction.  Further, any improprieties in 

connection with the presentation of this evidence can be addressed in a timely objection at 

trial.  Accordingly, the defendant’s motion will be denied, without prejudice to reassertion.   

D.  Motion In Limine No. 6 - To Exclude References to and Evidence 
Regarding Phil Wenzel’s Mulching Kit Email  
 
This motion involves Phillip Wenzel's testimony in the Toro v. Scag action.  He 

testified in a deposition in that case, and later sent an email that suggests awareness of 

patents at issue in Scag.  Briggs asks the court to exclude Exmark’s characterization of that 

evidence as showing that Mr. Wenzel had knowledge of the ‘863 patent in this case.  Briggs 

also argues that Wenzel's email was about mulching kits, which serve a different purpose 

than flow baffles and it is thus irrelevant.   

The court finds that Briggs's contentions go more to the weight of the evidence than 

its admissibility.  Any infirmities can be addressed in cross-examination. Accordingly, the 

court finds the defendant's motion should be denied.     

E.  Motion In Limine No. 8 - To Exclude the Cumulative Opinions of 
Mr. Strykowski and Mr. Busboom 

 
Briggs argues that the Court should preclude Exmark from presenting the same 

opinions from more than one expert at trial.  Only one issue set forth in the expert reports of 

Mr. Strykowski and Mr. Busboom remains in the case—whether Briggs’s curved redesign 
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infringes the ‘863 patent. Briggs contends both experts provided the same opinion in this 

regard in their expert reports.  It also argues that this issue can be decided before trial.   

Exmark points out that the experts have differing backgrounds.  The plaintiff should 

be allowed to present two opinions, the defendant can object if the testimony is overly 

repetitive and cumulative.  Any danger that the jurors may think that the party with more 

witnesses prevails is remedied in the jury instructions.  According the motion will be denied.   

F.  Motion In Limine No. 14: To Exclude Any Reference to and 
Evidence Regarding Other Litigation Involving Briggs 
  
Briggs contends that it does not seek to exclude prior sworn testimony (to the extent 

relevant) from other litigations, and, contrary to Exmark’s argument, Briggs asserts it does 

not seek to exclude the prior deposition of Mr. Wenzel in the Scag case from 2002.  Rather, 

Briggs seeks to exclude Exmark from presenting argument or evidence regarding other 

litigation involving Briggs and/or any entity affiliated with Briggs.  It argues such references 

and evidence are not probative of any relevant fact in this case and will mislead the jury, 

confuse the issues, and unduly prejudice Briggs.   

The court is unable to fully evaluate the relevance of the challenged evidence in the 

context of a pretrial motion.  The court will admit the evidence at issue only on a showing 

that it is relevant to the issues in the case, and only to the extent that the relevance of the 

evidence outweighs its potential to cause prejudice or confusion under Fed. R. Evid. 403.  

Accordingly the motion will be denied without prejudice to reassertion at trial. 

G. Motion in Limine to Use Depositions at Trial (Filing No. 544) 

This relates to Briggs's designations of deposition testimony of Exmark employees 

Rod Benson, Garry Busboom, Dan Dorn, and Mark Stinson.  Exmark has lodged objections 

to some of the testimony.  See Filing No. 550-2, Filing No. 561-1, designations and counter 
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designations, 561-2, modified designations and counter-designations.  The evidence 

relates, in part, to the issue of Exmark's delay in filing suit that was addressed in the court's 

sua sponte order and in the court's ruling on other motions in limine.  

As noted, it is the court's general practice to rule on objections to deposition 

designations a few days in advance of the scheduled testimony.  Accordingly, the court will 

defer ruling on the defendant's motion at this time.   

IT IS ORDERED: 

1. Exmark's Motion in Limine No. 1 to Preclude Defendant from Presenting 

Improper Arguments, Evidence, and Testimony Related to Claim Construction 

(Filing No. 484) is denied as moot. 

2. Exmark's Motion in Limine No. 2 to Preclude Defendant from Presenting 

Arguments, Evidence, and Testimony Regarding Equitable Defenses (Filing No. 482 is 

granted.  

3. Exmark's Motion in Limine No. 3 to Preclude Defendant from Presenting 

Arguments, Evidence, and Testimony Regarding Issues Over Which it has Claimed 

Privilege (Filing No. 485) is granted as set forth above.   

4. Exmark’s Motion in Limine No. 4 to Exclude Testimony and Argument 

Regarding Patent Invalidity and to Exclude Irrelevant Prior Art (Filing No. 496) is granted in 

part and denied in part without prejudice to reassertion at trial 

5. Exmark's Motion in Limine No. 5 to Exclude Testimony and Argument 

Regarding Briggs's Rejected Non-Infringement Argument (Filing No. 498) is granted.  

6. Exmark's Motion in Limine No. 6 to Preclude Defendant from Presenting 

Improper Evidence and Arguments Related to Third Party Mowers (Filing No. 500) is 

granted.  
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7.  Exmark's Motion in Limine No. 7 to Preclude Defendant from Presenting 

Evidence and Arguments Related to U.S. Patent No. 6,848,246 to Samejima (Filing No. 

502) is denied, without prejudice to reassertion. 

8. Exmark's Motion in Limine No. 8 is deferred. 

9. Briggs and Stratton Power Products Group, LLC's (hereinafter Brigg's) 

Motions in Limine Nos. 1 to 14 (Filing No. 491) are denied. 

10. Briggs's Motion in Limine Nos. 3, 4, 7, and 9-13 are denied as moot. 

11. Briggs's Motion in Limine to Use Depositions at Trial is deferred.   

 

 Dated this 4th day of September, 2015 
 

BY THE COURT: 
 
s/ Joseph F. Bataillon  
Senior United States District Judge 
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IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF NEBRASKA 

 

EXMARK MANUFACTURING COMPANY 
INC., 
 

Plaintiff,  
 
 v.  
 
BRIGGS & STRATTON POWER 
PRODUCTS GROUP, LLC,  
 

Defendant. 

 
 

8:10CV187 
 
 

ORDER 

  
 

This matter is before the court on a motion for reconsideration filed by defendant 

Briggs & Stratton Power Products, LLC, (hereinafter, "Briggs"), Filing No. 537.  This is a 

patent infringement action that is set for trial on September 8, 2015.  Briggs seeks 

reconsideration of this court's denial, of its motion for summary judgment seeking a 

declaration that the asserted claims of U.S. Patent No. 5,987,863 (“the ‘863 patent”) are 

invalid due to indefiniteness, in light of the Federal Circuit's opinion in Dow Chem. Co. v. 

Nova Chems. Corp., Nos. 2014-1431, 2014-1462, 2015 WL 5060947 (Fed. Cir. Aug. 28, 

2015).  See Filing No. 476, Memorandum and Order.  In Dow, the Federal Circuit 

clarified that the Supreme Court's decision in Nautilus, Inc. v. Biosig Instruments, Inc., 

—- U.S. ——, 134 S. Ct. 2120 (2014), "changed the law of indefiniteness."  Dow, 2015 

WL 5060947 at *6.  The Federal Circuit explained that the new standard is “[c]ontrary to 

[its] earlier approach,” and that the new standard requires that "[t]he claims, when read 

in light of the specification and the prosecution history, must provide objective 

boundaries for those of skill in the art."  Id.  Briggs contends that such objective 

boundaries are not established with respect to whether a baffle has an “elongated and 

substantially straight portion” or whether the baffle ends at a location “adjacent” (which 
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has been construed to mean “near”) the side wall.  Further, it challenges the Court's 

findings that “there are objective criteria to measure the effect of a flow control baffle,” 

and the finding that “[o]ne skilled in the art would understand the limitations to call for a 

baffle that efficiently controls the flow of the air and clippings,” Id. at 27.   

Briggs argues that The Dow Chemical opinion effectively repudiates Exmark's 

argument at the hearing/oral argument on the parties' motions for summary judgment 

that Nautilus had not changed the law of indefiniteness.  Contrary to Briggs's assertion, 

the court did not adopt that argument.  The court cited the standard announced in 

Nautilus and stated "[w]hatever the distinction between the 'reasonable certainty' 

standard announced in Nautilus II, and the former standard that required that language 

be 'not insolubly ambiguous,' the court finds the terms at issue herein are not indefinite."  

Filing No. 476, Memorandum and Order at 25.     

The court's findings on indefiniteness referred to four claim terms1 and were 

based on the specifications, prosecution history and testimony of persons skilled in the 

art in the context of all of the claims of the patent.  The gravamen of the Dow case is 

that "the patent and prosecution history must disclose a single known approach or 

establish that, where multiple known approaches exist, a person having ordinary skill in 

the art would know which approach to select."  Dow, 2015 WL 5060947, *6 (emphasis 

added); see Teva, 789 F.3d at 1341, 1344–45 (holding a claim indefinite where 

molecular weight could be measured three different ways and would yield different 

                                            
1 Those were: "elongated and substantially straight baffle portion," "substantially continuously” 

"adjacent the interior surface” and "a first flow control baffle positioned in said mower deck which extends 
downwardly from the interior surface of said top wall between said cutting blades and said front wall.”  
See id. at 25-26.     
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results and the patent and prosecution history did not provide guidance as to which 

measure to use).  Different approaches to measurement that yield different results are 

not at issue in this case.  The court has considered the Dow opinion and finds it does 

not affect the court's findings with respect to indefiniteness.  Accordingly,  

IT IS ORDERED that the defendant's motion for reconsideration (Filing No. 534) 

is denied.    

   Dated this 4th day of September, 2015. 

 
BY THE COURT: 
 
s/ Joseph F. Bataillon  
Senior United States District Judge 
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MEMORANDUM AND ORDER 

  
 

 

This matter is before the court after a bench trial on defendant Briggs and 

Stratton Power Products Group, LLC's ("Briggs's") motion for a judgment of laches, 

Filing No. 658.1  This is a patent infringement action initiated on May 12, 2010, by 

plaintiff Exmark Manufacturing Company, Inc. ("Exmark"), accusing defendant Briggs of 

infringing claims 1, 2, 6 and 7 of its U.S. Patent No. 5,987,863 (“the ‘863 patent”).  Filing 

No. 1, Complaint.  The patent at issue involves a "Lawn Mower Having Flow Control 

Baffles and Removable Mulching Baffles."  Id., Trial Exhibit ("T. Ex.") 1, '863 Patent.  

The patent infringement action was tried to a jury from September 8-11, 2015, and 

September 14-17, 2015, resulting in a compensatory award to the plaintiff for 

infringement in connection with Brigg's original mower deck in the amount of 

                                            
1 Also pending is Exmark's Motion in Limine to Preclude Briggs From Presenting New and 

Untimely Evidence and Arguments Regarding the Prejudice Element of Laches, Filing No. 622.  The 
parties reached an agreement on that motion and it will be denied as moot.  See Filing No. 643, Laches 
Proceeding Transcript ("Laches Proc. Tr."), Vol. I at 3-4.  In essence Briggs argues that if there is 
prejudice it has to do only with the fact that it could have designed around the patent earlier and all of the 
damages that accumulated thereafter would not be in play.  Filing No. 659, Briggs’s Brief at 39; Filing No. 
643, Laches Proc. Tr., Vol. I at , Laches Hearing at 3-4; Filing No. 644, Laches Proc. Tr., Vol. II at 189-90, 
244-45.     
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$24,280,330 and in a finding of willful infringement.2  See Filing No. 599, Verdict.  The 

court held a bench trial on the equitable laches defense on October 21-22, 2016.3  See 

Filing No. 643, Laches Proceeding Transcript ("Laches Proc. Tr."), Vol. I; Filing No. 644, 

Laches Proc. Tr., Vol. II.  The court took judicial notice of the trial record and exhibits.  

Filing No. 643, Laches Proc. Tr., Vol. I at 6.  The following are the court's findings of fact 

and conclusions of law.4   

I. FINDINGS OF FACT   

Exmark is a manufacturer of commercial lawnmowers located in Beatrice, 

Nebraska.  See Filing No. 611, Trial Transcript ("T. Tr."), Vol. II at 146, 154, 161, 174.  

Exmark, a wholly-owned subsidiary of the Toro Company ("Toro"), is the owner of the 

‘863 Patent, which is directed to a lawn mower having “flow control baffles” that improve 

the function of the mower when operating in a side-discharge configuration.  See, e.g., 

Trial Exhibit ("T. Ex."). 1, '863 Patent at 2; Filing No. 156, Memorandum and Order at 1-

2.   

At trial, Garry Busboom, one of the inventors of the '863 Patent, testified that 

before his invention, the conventional wisdom was that in order to maximize the cutting 

                                            
2 Earlier, the court granted Exmark's motion for summary judgment and found that Briggs's 

original design infringed the '863 Patent.  Filing No. 476, Memorandum and Order at 31.  The jury was 
asked to determine damages and willfulness for the original design infringement and also to determine 
whether Briggs's redesigned mower deck infringed the patent.  See Filing No. 599, Verdict.     

3 In a Memorandum and Order dated July 28, 2015, this court found the laches defense was not 
applicable and denied Briggs's motion for summary judgment on that issue.  Filing No. 476, Memorandum 
and Order at 29-30.  The court also granted a motion in limine to preclude testimony on the equitable 
issues at trial and later denied a motion for reconsideration of that ruling as it related to the plaintiff's 
alleged delay in bringing suit as it related to damages.  See Filing No. 565, Memorandum and Order at 3-
4; Filing No. 615, T. Tr., Vol. VI at 1011-12.  The court reconsidered those findings after the Federal 
Circuit issued its decision in SCA Hygiene Products Aktiebolag v. First Quality Baby Products, LLC, 807 
F.3d 1311 (Fed. Cir. 2015), cert. granted 84 U.S.L.W. 3428, (U.S. May 2, 2016) which reaffirmed the 
continuing validity of the laches defense in patent cases. The court allowed a full presentation of evidence 
at the bench trial.  See Filing No. 643, Laches Proc. Tr., Vol. I; 644, Laches Proc. Tr., Vol. II.   

4 The parties also agree to certain facts.  See Filing No. 639, Joint Submission of Deposition 
Designations and Stipulated Facts ("Stipulated Facts").   
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performance of a side discharge mower, the flow of grass should facilitated around the 

front of the cutting deck, out of the path of the downstream cutting blades, and out the 

side opening.  Filing No. 613, T. Tr., Vol. IV at 610-11.  Busboom stated that he 

departed from conventional wisdom by designing a side discharge mower that 

intentionally directed grass clippings into the path of the next cutting chamber.  See T. 

Ex. 1, '863 Patent at Fig. 4; Filing No. 611, T. Tr., Vol. II at 210, 222.  The resulting 

mower cut and discharged the grass better, requiring less horsepower.  Filing No. 611, 

T. Tr., Vol. II at 210, 222.   

Exmark was a relatively small competitor in the commercial lawnmower industry 

at the time of the invention.  Filing No. 611, T. Tr., Vol. II at 199; Filing No. 612, T. Tr., 

Vol. III at 505, 512.  Before the invention, Exmark was not viewed as a premier 

manufacturer of commercial mowers.  Filing No. 613, T. Tr., Vol. IV at 672-73.  After the 

invention its reputation in the industry improved.  Filing No. 612, T. Tr., Vol. III at 597; 

Filing No. 615, T. Tr., Vol. VI at 1067.  Exmark considered its patented flow control 

baffles to be a very important feature of its mowers and would have liked to be the sole 

company employing that invention, using it as a market differentiator to justify charging 

premium prices.  See Filing No. 611, T. Tr., Vol. II at 174-78; Filing No. 612, T. Tr., Vol. 

III at 537.   

The ‘863 patent was issued in 1999 and was reexamined by the Patent and 

Trademark Office (“PTO”) in an ex parte proceeding filed by Exmark in 2003.  See T. 

Ex. 1, '863 Patent at 1, 12; Filing No. 643, Laches Proc. Tr., Vol. I at 12.5  In the course 

of this lawsuit, Briggs and Schiller each separately filed for reexamination of the ‘863 

                                            
5 The reexamination certificate, affirming patentability, was issued in November 2004.  See Filing 

No. 643, Laches Proc. Tr., Vol. I at 19-20.   
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patent.  See Filing No. 643, Laches Proc. Tr., Vol. I at 47; Filing No. 196, Schiller Motion 

to Stay.  The case was stayed for over two years pending the outcome of these 

reexaminations.  Filing No. 197, Order staying case; Filing No. 215, Order lifting stay.  

The PTO again found the patent valid.  See Ex. 1, '863 Patent 14-17.  Exmark has 

always believed its patent was valid.  Filing No. 644, Laches Proc. Tr. at 146-47. 

Exmark employee Rodney Benson testified at the laches proceeding.  Filing No. 

643, Laches Proc. Tr., Vol. I at 9-160.  The court generally credits his testimony.  He 

testified he has worked at Exmark since 1999, first as Chief Engineer and later as 

Engineering Services Manager.  Id. at 10.  His duties included providing support for the 

engineers, designers, and drafting groups and acting as liaison with counsel on product 

safety and patent issues.  Id. at 11-12.  He stated he helped engineers or inventors 

review patent applications and worked with patent attorneys and division counsel.  Id. at 

11.  He stated that Exmark did not have its own legal department and that he generally 

spent about five percent of his time on legal issues.  Id. at 12.   

In 2001, Exmark sued Scag Power Equipment, Inc. ("Scag"), for patent 

infringement.  Toro Co. v. Scag Power Equip., Inc., No. 8:01-cv-279, Filing No. 1, 

Complaint (D. Neb. May 16, 2001).  Scag initially disputed the validity of the patent and 

accused Exmark of inequitable conduct.  Filing No. 643, Laches Proc. Tr., Vol. I at 15-

16.  Benson testified that the litigation took two years, was expensive and drained 

Exmark's resources.  Id. at 17-19.  Eventually the case settled for $3.3 million dollars, 

which barely covered Exmark's expenses.  Id. at 17-18, 92; T. Ex. 252, Settlement 

Agreement.  As part of the settlement Scag agreed to design a noninfringing mower 

deck.  Filing No. 643, Laches Proc. Tr., Vol. I at 18.    
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Benson testified that beginning in 2001, he kept a list of potential infringers.  Id. 

at 20-21.  Exmark employees who observed a potentially infringing product in the field 

or at a trade show came to him with names of those companies.  Id. at 21.  He compiled 

and maintained the list, and kept a file on each potential infringer, but did not determine 

whether the products were actually infringing.  Id.  He stated he presented the list to 

management and counsel from time to time.  Id. at 21-22.  A memo about the mower 

industry exposition in 2001 shows that there were 4 potential infringers, including 

Briggs's predecessor, Ferris Industries, on the list.  Id. at 23; see Ex. 621.   

Benson stated only that he and other Exmark employees suspected 

infringement.  Id.  He had no knowledge of the scope of the potential infringement.  Id.  

Benson testified Exmark's resources were being consumed by the Scag litigation at that 

time and Exmark was not considering suing Ferris.  Id. at 22, 24.  He further stated that 

Exmark did not view Ferris as a primary competitor prior to 2009—it was not in the top 

five.  Id. at 36.  He also testified that Exmark did not have knowledge of the scope of 

Ferris's infringing sales until this litigation.  Id. at 36-37.  Prior to this action, he thought 

Ferris had approximately 1/7 of Exmark's sales, but it turned out to be much more.  Id. 

at 38; see T. Ex. 152, market-share chart.   

A summary of notes from a trade show in 2002 lists potential infringers for the 

'863 Patent and infringers of other patents are listed as well.  See Ex. 622; Filing No. 

643, Laches Proc. Tr., Vol. I at 27.  In 2002, Exmark had identified ten potential 

infringers of the ‘863 patent.  See Ex. 622 at 4-5.  By 2007, the number of potential 

infringers of the ‘863 patent had grown to fourteen.  Filing No. 643, Laches Proc. Tr., 

Vol. I at 30.  Briggs, Snapper Pro, Simplicity and Derby were never on the list.  Id.  All of 
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the ten potential infringers listed prior to 2007 were small competitors and were not 

touting flow control baffles and quality of cut in their marketing materials.  Id. at 34.   

He stated Exmark had purchased a Ferris mower in 2001, before the list was 

made, for the purpose of evaluating Ferris’ independent suspension system.  Filing No. 

643, Laches Proc. Tr., Vol. I at 25.  The Exmark engineers did not look at the baffles.  

Id.  Just prior to filing this action, Exmark bought another Ferris model.  Id.  No Ferris or 

Briggs models were bought between 2001 and 2009.  Id. at 26.    

Benson testified that prior to 2009, Briggs or Snapper Pro were not suspected as 

infringers.  Id. at 32, 112.  Between 2004 and 2009, Exmark's efforts were focused on 

its Lazer product and its legal resources were tied up with a horsepower class action 

suit.  Id. at 34, 97.  Benson denied that Exmark had been lying in the weeds waiting for 

damages to build up.  Id. at 35-36, 182.   

In approximately 2008, Briggs began its “iCD cutting system” advertising 

campaign.  See Filing No. 643, Laches Proc. Tr., Vol. I at 39; Filing No. 614, T. Tr., Vol. 

V at 1153; T. Ex. 323.  The iCD cutting system campaign was focused on touting the 

high quality of cut provided by Ferris and Snapper Pro cutting decks.  See e.g., T. Exs. 

311, 312, 313, 314, 323 (identifying the infringing flow control baffles as a feature 

contributing to the high quality of cut).  Benson testified that the primary impetus for the 

investigation and lawsuit was that in 2009, Briggs actively pursued the business of 

Exmark's largest customer, Brickman, emphasizing cut quality and flow control baffles in 

marketing materials and literature for its iCD system.  Filing No. 643, Laches Proc. Tr., 

Vol. I at 39-42; see also Ex. 37, photo of demonstration deck by Ferris; T. Ex. 212, 2009 

GIE Expo materials; Filing No. 613, T. Tr., Vol. IV at 687-89 (testimony of Dan Dorn); 
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Filing No. 614, T. Tr., Vol. V at 792-93 (testimony of Melissa Bennis).  Exmark learned 

that Brickman was told that Brigg's cutting deck was equal to Exmark's.  Filing No. 643, 

Laches Proc. Tr., Vol. I at 41.   

Exmark then investigated infringement by Briggs with respect to the baffles.  Id. 

at 41-42.  As a result of its discussions with Brickman, Exmark purchased a Ferris walk-

behind mower and a Snapper Pro ZTR mower in the summer of 2009.  Id. at 40-42.  

Benson testified he first saw Briggs's advertising information during that investigation.  

Id. at 41.  The first pieces of advertising literature in the folder for Ferris and Briggs were 

2009 materials.  Id. at 43.   

Exmark marks it mowers with a sticker identifying the patents it owns and has 

consistently referred to its patented "flow control baffles" it its marketing literature and 

advertisements.  Filing No. 611, T. Tr., Vol. II at 241-43, 255-56.  Benson testified that 

Exmark notified the industry of its patents via the decals on its products and also 

through the Scag suit notified the industry.  Filing No. 643, Laches Proc. Tr., Vol. I at 44.  

He stated that the commercial mower business is a small industry and most competitors 

would have known of the Scag litigation.  Id. at 45.  He expects competitors to look at 

decals and markings on competing products.  Id.  Also, he stated that Exmark 

emphasized its patented flow control baffles and superior cut quality in its marketing 

brochures.  Id. at 44.  He testified that it is not common in the industry to send letters to 

competitors alleging infringement.  Id. at 45-46.  He also stated that when the suit was 

filed in 2010, there were 5 and a half years left on the patent and Exmark had hope of 

enjoining further production of the infringing products.  Id. at 49.          
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The record shows that Ferris had sold approximately 50 infringing mowers in 

1999 and one thousand infringing mowers in 2000.  Filing No. 639, Joint Submission of 

Deposition Designations and Stipulated Facts ("Stipulated Facts") at 7.  Some of the 

infringing mowers sold by Ferris in 2000 were consumer-oriented mowers.  Id.  Exmark 

sold more than 26,000 mowers covered by the ‘863 patent in 2002.  See T. Ex. 529.  

Benson stated that after Briggs acquired Ferris in 2004, the relationship between Briggs 

and Exmark was strained because Briggs, who had been a supplier of engines to 

Exmark, became a competitor.  Filing No. 643, Laches Proc. Tr., Vol. I at 102-03.   

Garry Busboom testified that Briggs supplied engines to Exmark and by the mid- 

2000s, Briggs had been a long-standing supplier of engines to Exmark.  Filing No. 643, 

Laches Proc. Tr., Vol. I at 172-75.  He stated that Exmark had a concern about having 

Briggs as a supplier after Briggs bought the Ferris line because once a supplier is also a 

competitor, Exmark would have to be more guarded about current and future designs.  

Id. at 181-82.  Busboom also denied delaying suit to increase damages.  Id. at 182.     

In addition to the Ferris brand, Briggs also sold mowers that have been found to 

infringe the ‘863 patent under two other brands, Derby and Snapper Pro.  Filing No. 

643, Laches Proc. Tr., Vol. I at 111-112; Filing No. 639, Stip. Facts at 6.  Benson 

testified the Derby brand of lawn mowers was not a substantial competitor in the 

commercial mower industry—it was a consumer brand.  Filing No. 643, Laches Proc. 

Tr., Vol. I at 33, 122-23.  Derby was not on Exmark’s radar and Exmark did not include 

Derby in market share or competitive studies.  Id.  Also, he testified Exmark was not 

aware of potential infringement by Derby.  Id. at 32, 113.  He also testified that Snapper 

Pro introduced a product using infringing flow control baffles in 2007, and Exmark was 
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not aware that Snapper Pro mowers infringed the ‘863 patent until 2009.  Id. at 32, 40, 

112, and 156.   

This lawsuit was filed on May 12, 2010.  Filing No. 1, Complaint.  Defendants 

Briggs and Schiller continued to contest the validity of the ‘863 patent throughout the 

proceedings in this case.  See Filing No. 476, Memorandum and Order at 1, 25-27;  

Filing No. 644, Laches Proc. Tr., Vol. II at 277.  Briggs’s employee Harold Redman 

testified that between 2010 and 2014 Briggs continued to sell out its existing inventory 

of the infringing products, on advice of counsel, because Briggs believed Exmark's 

patent was not valid.  Id. at 277.  Further, he stated that if the lawsuit had been filed in 

2004, Briggs would still have attacked the validity of the patent, denied infringement, 

and denied that 5 percent royalty was a fair price for the value of the patent.  Id. at 92.  

He also maintains that it is still Briggs's position that Exmark's patent is invalid.  Id. at 

87.  Mr. Redman admitted that there was no way to know whether those mower 

manufacturers selling allegedly infringing mowers had a license for the ‘863 patent.  Id. 

at 281.   

The evidence shows that Briggs should have known, and suggests that it in fact 

knew, about the ‘863 patent for years prior to the filing of the present lawsuit.  See Filing 

No. 615, T. Tr., Vol. VI at 1073, 1092-93.  Mr. Wenzel admitted that Ferris’ policy for 

clearing new products in the 1996 time frame was “flawed” because it only looked for 

potential infringement problems at the time the product was introduced and did not look 

for subsequently issued patents.  Id. at 1092-93.  He testified that he should have 

known of Exmark's '863 patent.  Filing No. 615, T. Tr., Vol. VI at 1137-39.  Wenzel was 

deposed in the Scag litigation.  Filing No. 614, T. Tr., Vol. V at 975-76.  The law firm that 
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represented Scag in that litigation also represented Ferris on a variety of matters, 

including patents.  Filing No. 615, T. Tr., Vol. VI at 1139-40, 1145-46. Wenzel testified 

that he did not learn of Exmark's patents by virtue of the Scag litigation.  Id.  The court 

discredits that testimony.  Wenzel's testimony is contradicted by an email he later sent 

to a Ferris distributor stating that Ferris did not want to make a "big splash about [the 

mulch kits it was introducing] because Toro was aggressively pursuing litigation."  Id. at 

1077-78.   

Further, the record shows Briggs, and its predecessor, Ferris, purchased several 

Exmark mowers covered by the '863 patent over the years and at the time this lawsuit 

was filed, it had at least 3 such mowers in its possession.  Filing No. 615, T. Tr., Vol. VI 

at 1093-98.  All had patent marking decals.  Id. at 1093-97; T. Exs. 46, 47, and 48.  

Briggs collects literature regarding its competitors’ products at trade shows.  Filing No. 

615, T. Tr., Vol. VI at 1112-13.  At the time this lawsuit was filed, Briggs had in its 

possession at least nine Exmark brochures that refer to “patented flow control baffles.”  

Id. at 1123-34; see, e.g., T. Exs. 430, 443, 445, 450, 457, 464, 466, 471, 474.   

The record shows Briggs began working on its modified baffle design in February 

2010.  Filing No. 616, T. Tr., Vol. VII at 1383-84, 1403-04; 1447.  Briggs did not begin 

production until five and one half months after the lawsuit was filed.  Id. at 1422, 1383. 

1409.  Mr. Robert Laurin testified that the purpose of the redesign was to increase the 

manufacturability of the mower deck.  Id. at 1383.  He stated “[f]rom early 2010 I was 

asked to look at a—some better ways to manufacture our product.”  Id.; see also id. at 

1403-04.    
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The record also shows that Briggs had undergone a redesign process with 

respect to its mower decks in about 2008.  Id. at 1383; Filing No. 615, T. Tr., Vol. VI at 

1050.  It hired a third-party consulting company to conduct a flow analysis to assist in 

the redesign.  Filing No. 616, T. Tr., Vol. VII at 1388-90.  That redesign did not result in 

the “re-curve” baffle design that Briggs adopted in 2010.  Id.  The court finds it 

reasonable to infer that the "re-curve" design was not available to Briggs in 2008.  See 

Filing No. 615, T. Tr., Vol. VI at 1062-64; Filing No. 616, T. Tr., Vol. VII at 1383-84, 

1403-04, 1421, 1447.   

II. CONCLUSIONS OF LAW  

A. Law  

 "[L]aches remains a defense to legal relief in a patent infringement case because 

'Congress codified a laches defense in 35 U.S.C. § 282(b)(1).'"  Romag Fasteners, Inc. 

v. Fossil, Inc., No. 2014-1856, 2016 WL 1258153, at *2 (Fed. Cir. Mar. 31, 2016) 

(quoting SCA Hygiene Prods. Aktiebolag v. First Quality Baby Prods., LLC, 807 F.3d 

1311, 1321 (Fed. Cir. 2015) (en banc), cert. granted, 84 U.S.L.W. 3428 (U.S. May 2, 

2016).6  When found, laches bars retrospective relief for damages accrued prior to filing 

suit but does not bar prospective relief.  A.C. Aukerman Co. v. R.L. Chaides Constr. 

Co., 960 F.2d 1020, 1041 (Fed. Cir. 1992) (en banc).   

"To prevail on a defense of laches, a defendant must establish that (1) the 

plaintiff's delay in filing a suit was 'unreasonable and inexcusable;' and (2) the defendant 

suffered 'material prejudice attributable to the delay.'"  Lismont v. Alexander Binzel 

Corp., 813 F.3d 998, 1002 (Fed. Cir. 2016) (quoting A.C. Aukerman, 960 F.2d at 1028); 
                                            

6 The Supreme Court granted certiorari on the following issue: “[c]an— and to what extent— does 
the defenses of laches bar a claim for patent infringement brought within the Patent Act’s six-year 
statutory limitations period, 35 U.S.C. § 286?” SCA Hygiene Prods., 84 U.S.L.W. at 3428. 
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see also SCA Hygiene, 807 F.3d at 1317.  If these prerequisite elements are met, a 

court must then balance “all pertinent facts and equities,” including “the length of delay, 

the seriousness of prejudice, the reasonableness of excuses, and the defendant's 

conduct or culpability” before granting relief.  A.C. Aukerman, 960 F.2d at 1034.  ("for 

laches, the length of delay, the seriousness of prejudice, the reasonableness of 

excuses, and the defendant's conduct or culpability must be weighed to determine 

whether the patentee dealt unfairly with the alleged infringer by not promptly bringing 

suit").  Laches is not established, however, by showing undue delay and prejudice— 

"[t]hose factors merely lay the foundation for the trial court's exercise of discretion.”  

A.C. Aukerman, 960 F.2d at 1036.    

For purposes of a laches defense to an infringement claim, a patentee's delay is 

measured from the time it knew or reasonably should have known of alleged infringing 

activities to the date of suit.  A.C. Aukerman, 960 F.2d at 1032.  “Material prejudice to 

adverse parties resulting from the plaintiff's delay is essential to the laches defense" and 

"[s]uch prejudice may be either economic or evidentiary.”7  Id. at 1033.  “Economic 

prejudice may arise where a defendant and possibly others will suffer the loss of 

monetary investments or incur damages which likely would have been prevented by 

earlier suit.”  Id.  It is not economic prejudice to pay damages from infringing sales of 

products generating a profit over a longer period of time resulting from delay.  See A.C. 

Aukerman, 960 F.2d at 1033 (stating “[economic] damages or monetary losses are not 

merely those attributable to a finding of liability for infringement" because "[e]conomic 

prejudice would then arise in every suit.”) (citation omitted)).  Instead, “[t]he courts must 

look for a change in the economic position of the alleged infringer during the period of 
                                            

7 By agreement of the parties, evidentiary prejudice is not at issue.  See supra at 1 n.1.  
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delay."  Id.; see also Hearing Components, Inc. v. Shure Inc., 600 F.3d 1357, 1376 

(Fed. Cir. 2010) (holding that evidence showing that defendant would not have acted 

differently if sued earlier negated its assertion of economic prejudice), abrogated on 

other grounds by Nautilus, Inc. v. Biosig Instruments, Inc., 134 S. Ct. 2120, 2124 

(2014).   

A presumption of laches arises where a patentee delays bringing suit for more 

than six years after the date the patentee knew or should have known of the alleged 

infringer's activity.  SCA Hygiene Prods., 807 F.3d at 1317.  A presumption has the 

effect of shifting the burden of going forward with evidence, not the burden of 

persuasion.  Id. at 1317-18.  "This presumption of laches may be rebutted if the plaintiff 

'offer[s] evidence to show an excuse for the delay or that the delay was reasonable' or 

by offering 'evidence sufficient to place the matters of defense prejudice and economic 

prejudice genuinely in issue.'"  A.C. Aukerman, 960 F.2d at 1038.  If the plaintiff makes 

a showing that there is a genuine dispute as to either delay or prejudice, "the 

presumption dissolves and the defendant is then 'put to its proof on both factors' and 

'must affirmatively prove (1) unreasonable and inexcusable delay and (2) prejudice 

resulting from that delay.'"  Lismont, 813 F.3d at 1003 (quoting Hemstreet v. Computer 

Entry Sys. Corp., 972 F.2d 1290, 1293 (Fed. Cir.1992)).  The factors underlying a 

laches determination—unreasonable delay and prejudice—are factual in nature.  

Lismont v. Alexander Binzel Corp., 813 F.3d 998, 1002 (Fed. Cir. 2016); see A.C. 

Aukerman, 960 F.2d at 1035 (referring to them as “the underlying factual elements” of 

laches); Hemstreet, 972 F.2d at 1292 (“[Laches] ultimately turn[s] on underlying factual 

determinations.”).   
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The Federal Circuit has "previously recognized that '[a] patent owner may avoid 

the consequences of what would otherwise be an unreasonable delay in filing suit by 

establishing that he or she was engaged in "other litigation."'"  Lismont, 813 F.3d at 

1004 (quoting Vaupel Textilmaschinen KG v. Meccanica Euro Italia S.P.A., 944 F.2d 

870, 876–77 (Fed. Cir. 1991)).  For other litigation to excuse a plaintiff's delay, however, 

the defendant must have adequate notice of the other proceedings as well as plaintiff's 

intention to pursue its patent rights upon completion of the other proceedings.  Vaupel, 

944 F.2d at 877.  “What is important is whether [the defendant] had reason to believe it 

was likely to be sued.”  Vaupel, 944 F.2d at 878; see A.C. Aukerman, 960 F.2d at 1039 

(“If a defendant is, for example, aware of the litigation from other sources, it would place 

form over substance to require a specific notice.”).  Other recognized justifications for a 

delay in bringing suit include negotiations with the accused, possibly poverty and illness 

under limited circumstances, wartime conditions, extent of infringement, and a dispute 

over ownership of the patent.  A.C. Aukerman, 960 F.2d at 1033.  "The equities may or 

may not require that the plaintiff communicate its reasons for delay to the defendant."  

Id.  "A patentee may also defeat a laches defense if the infringer 'has engaged in 

particularly egregious conduct which would change the equities significantly in plaintiff's 

favor.'"  Id. (quoting Bott v. Four Star Corp., 807 F.2d 1567, 1576 (Fed. Cir. 1986)).  

"Conscious copying may be such a factor weighing against the defendant, whereas 

ignorance or a good faith belief in the merits of a defense may tilt matters in its favor."  

Id.   

B. Discussion  
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The court finds Briggs has not sustained its burden of showing that it is entitled to 

the equitable defense of laches.  Briggs has not shown that Exmark's delay was 

unreasonable or inexcusable or that Briggs has been materially prejudiced by the delay.  

The court finds that the facts do not support the application of a presumption of laches, 

and if they did, it was rebutted because the delay was reasonable and/or justified, and 

there has been no showing of economic prejudice.8   

Even if Exmark were shown to be less than diligent in investigating and/or 

preventing Briggs's infringement of the ‘863 patent, its delay in filing suit was not 

unreasonable or unjustified.  The evidence shows that Exmark was involved in costly 

litigation against Scag and did not have the resources or motivation to pursue another 

costly infringement action.  It was not aware of the scope or extent of Briggs's infringing 

conduct until Briggs attempted to take away its biggest customer and began 

aggressively marketing the flow control baffle design.   

Briggs argues that, but for Exmark’s delay, it would have stopped infringing 

sooner and would not be facing as large of a damages award.  It argues that, had it 

been informed of alleged infringement sooner, it would have designed around the patent 

earlier.  That argument fails to consider the fact that Briggs reaped the benefit of the 

infringing sales during that period.  The court is not persuaded that Briggs, if made 

aware of possible infringement, would have modified its mower deck with a non-

                                            
8 To get the benefit of the presumption of laches, Briggs would have had to show Exmark was on 

notice of its infringement more than six years before filing suit, or by May 12, 2004.  However, the 
evidence relating to that time period does not establish that plaintiff had actual knowledge of Briggs's 
infringing activity, nor does it show the kind of “pervasive, open, and notorious activities” that would lead a 
reasonable patentee to suspect infringement and thus trigger a duty to investigate.  Briggs was then a 
small competitor.  Exmark had been involved in litigation against Scag in 2002-2003 and in reexamination 
proceedings in the PTO until November 2004.   
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infringing design.  Even the modified baffle it designed in 2010 presented a close case 

of infringement, as reflected in this court's denial of summary judgment on the issue.   

Mr. Redman testified that if Exmark had filed suit in 2004, Briggs would have attacked 

the validity of the patent, denied infringement with respect to its original baffle design, 

and challenged 5% as a reasonable royalty.   

Throughout five years of litigation, Briggs has disputed the validity of the ‘863 

patent.  Filing No. 476, Order; Filing No. 566, Order Denying Reconsideration.  Mr. 

Redman of Briggs admitted that if Exmark had filed suit in 2004, Briggs still would have 

attacked the validity of the ‘863 patent, would have denied that even its original baffle 

design infringes the ‘863 patent, and would have denied that a 5% reasonable royalty 

was fair compensation for the invention.  Filing No. 644, Laches Hearing at 273, 278.  

The record shows that some Exmark employees suspected infringement as a 

result of seeing a competing mower at a trade show and consequently Ferris was put on 

a list of potential infringers in 2002.  Thereafter, Exmark sued its main competitor and 

later filed for reexamination of the patent.  Ferris, which was later acquired by Briggs, 

was not a major competitor at that time.  It was not until 2009 that Exmark became 

aware of facts indicating Briggs was infringing its patent.   

Because the court finds Briggs has not sustained its burden to show that Exmark 

unduly delayed filing suit, did so without justification, and prejudiced Briggs thereby, the 

court need not balance the equities.  The court notes however, that the balance of the 

equities would favor Exmark in any event.   

Briggs's own conduct weighs against a finding of laches.  As noted, there is 

evidence to support conscious copying by Briggs.  The jury found Briggs’s conduct was 
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willful.  See Filing No. 599, Verdict.  The evidence shows that it is more likely than not 

that Briggs was actually aware no later than 2002 of an unjustifiably high risk of 

infringing the ‘863 patent.  The testimony that Briggs was not aware of the risk by virtue 

of the Scag litigation stretches credulity.  The fact that Scag’s lawyers represented Mr. 

Wenzel at the deposition shows that they believed there was no conflict of interest in 

representing both Scag and Mr. Wenzel concurrently.  The identity of the patent claims 

at issue in the Scag litigation was public information, and there is no basis to conclude 

that the lawyers representing both Scag and Mr. Wenzel would have refused to disclose 

to Wenzel the patents that were at issue in that case.  Mr. Wenzel was familiar with the 

flow control baffles on Ferris mowers in 2002, and the relevance of the ‘863 patent 

would have been evident to him from the front of the patent alone.   

The court finds there is no basis to conclude that Briggs would have stopped 

infringing sooner had Exmark filed a lawsuit sooner.  Having copied the invention, 

Briggs should have been diligent in looking for a patent that covered that invention.  

Instead, Briggs either deliberately or recklessly ignored the risk of infringing the ‘863 

patent.   

Further, the record shows that Exmark has suffered, and Briggs has benefitted, 

from Exmark’s delay in filing suit.  Even though Briggs's infringing conduct began in 

1999, Exmark has only been permitted to recover damages from and after May 12, 

2004.  Briggs benefitted from the use of Exmark’s invention beginning in late 1998 when 

it commercialized the infringing mowers (before the ‘863 patent even issued) but was 

only required to compensate Exmark for its use of that invention from May of 2004 

forward.   
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The court does not credit the evidence that Briggs could have, and would have 

introduced a low-cost, acceptable, non-infringing alternative any earlier than 2010.  

When the Scag litigation ended in 2003, Scag redesigned its mower deck to a design 

that was clearly noninfringing.  Briggs did not modify its decks at the time, nor did it 

adopt a clearly non-infringing design in 2010.   

Any delay by Exmark is excused by its reasonable decision to forego suing small 

competitors due to the enormous cost of patent litigation.  Exmark had put the industry 

on notice of its patent through its markings and marketing materials, and the industry 

was made aware of its assertion of its patent rights through the Scag litigation.  The 

commercial lawncare industry is a small enough industry that most competitors would 

have been aware of patent litigation.  Briggs/Ferris was specifically aware of Exmark's 

assertion of its patent rights because Ferris's president was in fact deposed in that 

litigation.  Accordingly,   

IT IS ORDERED: 

1. Exmark's Motion in Limine to Preclude Briggs From Presenting New and 

Untimely Evidence and Arguments Regarding the Prejudice Element of Laches (Filing 

No. 622) is denied as moot.   

2. Defendant Briggs and Stratton Power Products Group, LLC's motion for a 

judgment of laches (Filing No. 658) is denied. 

Dated this 11th day of May, 2016. 

     BY THE COURT: 

     s/ Joseph F. Bataillon    
     Senior United States District Judge 
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MEMORANDUM AND ORDER 

  
 

 

This matter is before the court on defendant Briggs and Stratton Power Products 

Group, LLC's ("Briggs's") motion for judgment as a matter of law, remittitur, and for a 

new trial on damages, Filing No. 654, and for judgment as a matter of law or a new trial 

on willful infringement, Filing No. 656.1  

I. BACKGROUND 

This is an action for patent infringement that was tried to a jury on September 8-

11, 2015, and September 14-17, 2015.  Prior to trial, the court found as a matter of law 

that Exmark's '863 patent was valid and that defendant Briggs's original mower deck 

design (versions 1-4) infringed the patent.  Filing No. 476, Memorandum and Order at 

26-28.  The jury was asked to assess damages for that infringement and to determine 

whether that infringement was willful.  It was also asked to determine whether Briggs's 

redesigned mower deck (versions 5-7) infringed the patent and whether that 

infringement, if any, was willful.  Filing No. 599, Verdict. 
                                            

1 Also pending is Briggs' Motion for Reconsideration (Filing No. 581) of an order on a motion in 
limine (Filing No. 565).  The matter was addressed at trial and will be denied as moot.  See Filing No. 
615, T. Tr., Vol. VI at 1011-12.  
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The jury found the redesigned mower deck did not infringe.  Id. at 1.  It assessed 

damages in the amount of $24,280,330.00 for infringement in connection with the 

original mower deck designs and found the infringement had been willful.  Id. at 1-2.    

Briggs first argues it is entitled to judgment as a matter of law on damages 

because Exmark failed as a matter of law to establish the amount of damages by a 

preponderance of evidence.  It argues that Exmark's damages expert, Melissa Bennis, 

based her damages opinion on the entire value of an accused mower without 

apportioning value to the patented flow control baffle feature or establishing that that 

feature drove customer demand for those products.  It contends that establishing those 

factors is a necessary predicate to determining damages.  Alternatively, Briggs 

contends it is entitled to remittitur or to a new trial on damages.  It argues that the jury 

was precluded from considering certain evidence that would have undermined the 

damages award; to wit, evidence that Exmark had knowingly allowed fourteen other 

companies to infringe the ‘863 patent, and evidence of prior art.   

Briggs also argues it is entitled to judgment as a matter of law on willfulness.  It 

challenges the court's finding that Briggs's actions were objectively reckless in that its 

invalidity defenses were not reasonable.  See Filing No. 564, Order at 3 (finding as a 

matter of law that no reasonable litigant could realistically expect Briggs's invalidity 

defenses to succeed).2  In this connection, it argues that it presented credible invalidity 

and noninfringement defenses to the PTO that preclude any finding of objective 

recklessness.   

                                            
2 Because the court had already found that the threshold showing of objective recklessness had 

been established, the jury was asked to determine the subjective prong of the willfulness determination.  
See Filing No. 605, Jury Instructions at 34.  
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Briggs also argues that it is entitled to judgment as a matter of law on the 

subjective prong of the willfulness determination because there is no substantial 

evidence that Briggs knew or should have known that it was infringing a valid claim of 

the '863 Patent.  In this connection, it argues that Exmark "tried to prove that Briggs 

knew or should have known about the ‘863 patent, but it did not attempt to show that 

Briggs knew or should have known that it was infringing a valid claim of that patent."  

See Filing No. 657, Briggs's Brief at 17.3  Alternatively, Briggs argues it is entitled to a 

new trial on the subjective prong because the verdict is against the great weight of the 

evidence so as to constitute a miscarriage of justice.  Its argument is based on certain 

evidentiary rulings that it contends precluded Briggs from presenting evidence of prior 

art that would have shown that, even if Briggs knew about the patent, it would not have 

known of an objectively high risk that it was infringing a valid claim. 

Relevant facts are set forth in the court's previous orders and in other opinions on 

post-trial motions and are incorporated herein by reference.  See Filing No. 565, 

Memorandum and Order (motions in limine); Filing No. 564, Order (sua sponte); Filing 

No. 477, Memorandum and Order (Daubert motions); Filing No. 476, Memorandum and 

Order (summary judgment); Filing No. 476 (summary judgment) claim construction); 

Filing No. 156 (claim construction); Filing No. 687, Memorandum and Order (Laches); 

Filing No. 689, Memorandum and Order (enhanced damages and attorney fees).   

II. LAW 

 A. Judgment as a Matter of Law/New trial 

                                            
3 Exmark argues that Briggs failed to preserve any challenge to the subjective prong because 

Exmark did not raise the issue in its prejudgment motion.  Because the court rejects the challenge on the 
merits, it need not address the issue.   
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In a patent case, motions for summary judgment and judgment as a matter of law 

are decided under the law of the regional circuit.  MobileMedia Ideas LLC v. Apple Inc., 

780 F.3d 1159, 1164 (Fed. Cir.), cert. denied, 136 S. Ct. 270 (2015).  Pursuant to Fed. 

R. Civ. P. 50(b), a court must affirm the jury's verdict unless, in viewing the evidence in 

the light most favorable to the prevailing party, the court concludes that a reasonable 

jury could not have found for that party.  Hite v. Vermeer Mfg. Co., 446 F.3d 858, 865 

(8th Cir. 2006).  In "reviewing the sufficiency of the evidence, [the] court draws 'all 

reasonable inferences in favor of the nonmoving party without making credibility 

assessments or weighing the evidence.'"  Dean v. County of Gage, Neb., 807 F.3d 931, 

939 (8th Cir. 2015) (quoting Fed. R. Civ. P. 50(a)(1)).  "A Rule 50(a) motion is proper 

only if 'a reasonable jury would not have a legally sufficient evidentiary basis to find for 

the party on that issue.'"  Id. (quoting Fed. R. Civ. P. 50(a)(1)); Moran v. Clarke, 296 

F.3d 638, 643 (8th Cir. 2002) (en banc)(“Such a ruling is appropriate only when all the 

evidence points one way and is susceptible of no reasonable inferences sustaining the 

position of the non-moving party.”).  A post-trial motion for judgment as a matter of law 

may be granted only if there was “‘a complete absence of probative facts to support the 

conclusion reached’ so that no reasonable juror could have found for the nonmoving 

party.”  Sheriff v. Midwest Health Partners, P.C., 619 F.3d 923, 928 (8th Cir. 2010) 

(quoting Hathaway v. Runyon, 132 F.3d 1214, 1220 (8th Cir. 1997)).   

A motion for a new trial or amendment of judgment under Fed R. Civ. P. 59 

serves the limited function of allowing a court to correct manifest errors of law or fact or 

allowing a party to present newly discovered evidence.  United States v. Metropolitan 

St. Louis Sewer Dist., 440 F.3d 930, 934-35 (8th Cir. 2006).  Such motions cannot be 
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used to introduce new evidence, tender new legal theories, or raise arguments which 

could have been offered or raised prior to entry of judgment.  Id.  Rule 59(e) “provides a 

means ‘to support reconsideration [by the court] of matters properly encompassed in a 

decision on the merits.’”  Leonard v. Dorsey and Whitney, LLP, 553 F.3d 609, 620 (8th 

Cir. 2009).  Under rule 59(e), the court may reconsider issues previously before it, and 

generally may examine the correctness of the judgment itself.  Id.  Under Rule 60, relief 

from judgment is available under the catch-all provision of the rule, Fed. R. Civ. P.  

60(b)(6), “‘only where exceptional circumstances have denied the moving party a full 

and fair opportunity to litigate his claim and have prevented the moving party from 

receiving adequate redress.’”  Murphy v. Missouri Dept. of Corrections, 506 F.3d 1111, 

1117 (8th Cir. 2007) (quoting Harley v. Zoesch, 413 F.3d 866, 871 (8th Cir. 2005)).  

New trials based on the weight of the evidence are generally disfavored, and the 

district court’s authority to grant a new trial should be exercised sparingly and with 

caution.  United States v. Campos, 306 F.3d 577, 579 (8th Cir. 2002).  The jury’s verdict 

must be allowed to stand unless the evidence weighs heavily enough against the verdict 

that a miscarriage of justice may have occurred.  United States v. Lacey, 219 F.3d 779, 

783 (8th Cir. 2000); United States v. Anwar, 428 F.3d 1102, 1109 (8th Cir. 2005) 

(stating that a district court may weigh the evidence and evaluate for itself the credibility 

of the witnesses in determining whether a new trial is warranted).  A new trial is favored 

over a remittitur when a court finds that passion or prejudice has influenced a jury's 

damage award on the theory that such passion or prejudice may also have influenced 

the jury's determinations in other phases of the trial.  Tedder v. American Railcar Indus., 

Inc., 739 F.3d 1104, 1110-11 (8th Cir. 2014). 
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B. Remittitur 

A district court's decision to grant or withhold a remittitur is determined under the 

law of the regional circuit.  Power Integrations, Inc. v. Fairchild Semiconductor Int'l, Inc., 

711 F.3d 1348, 1356 (Fed. Cir. 2013).  In the Eighth Circuit, remittitur “is a procedural 

matter governed by federal, rather than state law.”  Taylor v. Otter Tail Corp., 484 F.3d 

1016, 1019 (8th Cir. 2007) (quoting Parsons v. First Investors Corp., 122 F.3d 525, 528 

(8th Cir. 1997)).  A court is not at liberty to supplant its own judgment on the damages 

amount for the jury's findings.  Oiness v. Walgreen Co., 88 F.3d 1025, 1030 (Fed. Cir. 

1996).  In holding that a jury damage award is excessive, an appellate court has two 

options:  (1) to reverse the jury award and order a new trial; or (2) to allow the plaintiff 

the option of agreeing to a remittitur in a specified amount.  Id.  Under the Federal 

Circuit's “maximum recovery rule,” the court is required "to remit the damage award to 

the highest amount the jury could 'properly have awarded based on the relevant 

evidence.'"  Id. (quoting Unisplay, S.A. v. American Elec. Sign Co., 69 F.3d 512, 519 

(Fed. Cir. 1995)).   

 C. Damages 

Upon a finding of infringement, title 35 envisions the award of damages adequate 

to compensate the patentee for infringement, but in no event less than a reasonable 

royalty.  35 U.S.C. § 284 (1994).  The patent owner bears the burden of proving this 

amount.  SmithKline Diagnostics, Inc. v. Helena Lab. Corp., 926 F.2d 1161, 1164 (Fed. 

Cir. 1991).  "Damages awarded for patent infringement 'must reflect the value 

attributable to the infringing features of the product, and no more.'"  Commonwealth Sci. 

& Indus. Research Org.  v. Cisco Sys., Inc., 809 F.3d 1295, 1301 (Fed. Cir. 2015) 

8:10-cv-00187-JFB-TDT   Doc # 688-1   Filed: 05/11/16   Page 6 of 16 - Page ID # 25983

Appx109

Case: 16-2197      Document: 15     Page: 196     Filed: 09/08/2016

https://www.westlaw.com/Document/Id44088f3965211e2981ea20c4f198a69/View/FullText.html?transitionType=Default&contextData=(sc.Default)&VR=3.0&RS=da3.0&fragmentIdentifier=co_pp_sp_506_1356
https://www.westlaw.com/Document/Id44088f3965211e2981ea20c4f198a69/View/FullText.html?transitionType=Default&contextData=(sc.Default)&VR=3.0&RS=da3.0&fragmentIdentifier=co_pp_sp_506_1356
https://www.westlaw.com/Document/Iee099bfce76211dbb92c924f6a2d2928/View/FullText.html?transitionType=Default&contextData=(sc.Default)&VR=3.0&RS=da3.0&fragmentIdentifier=co_pp_sp_506_1019
https://www.westlaw.com/Document/Iee099bfce76211dbb92c924f6a2d2928/View/FullText.html?transitionType=Default&contextData=(sc.Default)&VR=3.0&RS=da3.0&fragmentIdentifier=co_pp_sp_506_1019
https://www.westlaw.com/Document/I99ce9bb4942711d993e6d35cc61aab4a/View/FullText.html?transitionType=Default&contextData=(sc.Default)&VR=3.0&RS=da3.0&fragmentIdentifier=co_pp_sp_506_528
https://www.westlaw.com/Document/I99ce9bb4942711d993e6d35cc61aab4a/View/FullText.html?transitionType=Default&contextData=(sc.Default)&VR=3.0&RS=da3.0&fragmentIdentifier=co_pp_sp_506_528
https://www.westlaw.com/Document/I6ca142f8931e11d9bdd1cfdd544ca3a4/View/FullText.html?transitionType=Default&contextData=(sc.Default)&VR=3.0&RS=da3.0&fragmentIdentifier=co_pp_sp_506_1030
https://www.westlaw.com/Document/I6ca142f8931e11d9bdd1cfdd544ca3a4/View/FullText.html?transitionType=Default&contextData=(sc.Default)&VR=3.0&RS=da3.0&fragmentIdentifier=co_pp_sp_506_1030
https://www.westlaw.com/Document/I5f774d3391c111d9bc61beebb95be672/View/FullText.html?transitionType=Default&contextData=(sc.Default)&VR=3.0&RS=da3.0&fragmentIdentifier=co_pp_sp_506_519
https://www.westlaw.com/Document/I5f774d3391c111d9bc61beebb95be672/View/FullText.html?transitionType=Default&contextData=(sc.Default)&VR=3.0&RS=da3.0&fragmentIdentifier=co_pp_sp_506_519
https://www.westlaw.com/Document/NFDEBB100E79911E19C9586A7C5F75464/View/FullText.html?transitionType=Default&contextData=(sc.Default)&VR=3.0&RS=da3.0
https://www.westlaw.com/Document/Ie2ec5239968711d993e6d35cc61aab4a/View/FullText.html?transitionType=Default&contextData=(sc.Default)&VR=3.0&RS=da3.0&fragmentIdentifier=co_pp_sp_350_1164
https://www.westlaw.com/Document/Ie2ec5239968711d993e6d35cc61aab4a/View/FullText.html?transitionType=Default&contextData=(sc.Default)&VR=3.0&RS=da3.0&fragmentIdentifier=co_pp_sp_350_1164
https://www.westlaw.com/Document/I4dbbf54c9a9b11e590d4edf60ce7d742/View/FullText.html?transitionType=Default&contextData=(sc.Default)&VR=3.0&RS=da3.0&fragmentIdentifier=co_pp_sp_506_1301


7 
 

(quoting Ericsson, Inc. v. D–Link Sys., Inc., 773 F.3d 1201, 1226 (Fed. Cir. 2014)).  

"This principle—apportionment—is 'the governing rule' 'where multi-component 

products are involved.'"  Id.  Consequently, to be admissible, all expert damages 

opinions must separate the value of the allegedly infringing features from the value of all 

other features.  VirnetX, Inc. v. Cisco Sys., Inc., 767 F.3d 1308, 1329 (Fed. Cir. 2014). 

The Federal Circuit Court of Appeals recognizes that under this apportionment 

principle, there may be more than one reliable method for estimating a reasonable 

royalty.  Commonwealth Sci. & Indus. Research Org., 809 F.3d at 1301.  An infringer 

may be liable for damages, including reasonable royalty damages, that exceed the 

amount that the infringer could have paid to avoid infringement.  Monsanto Co. v. Ralph, 

382 F.3d 1374, 1383 (Fed. Cir. 2004).   

D. Willfulness  

To prove willfulness, a patent holder must make two separate showings by clear 

and convincing evidence: (i) that the infringer acted in spite of an objectively high risk of 

infringing a valid claim (the objective prong); and (ii) that the infringer knew about this 

risk or that the risk was so obvious that it should have known (subjective prong).  In re 

Seagate Tech., LLC, 497 F.3d 1360, 1371 (Fed. Cir. 2007) (en banc).  “Proof of willful 

infringement permitting enhanced damages requires at least a showing of objective 

recklessness.”  Id.  The objective determination of recklessness, even though 

predicated on underlying mixed questions of law and fact, is best decided by the judge 

as a question of law.  See Bard Peripheral Vascular, Inc. v. W.L. Gore & Assocs., Inc., 

682 F.3d 1003, 1006-07 (Fed. Cir. 2012) ("Bard II").  "Only if the patentee establishes 

this 'threshold objective standard' does the inquiry then move on to whether 'this 
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objectively-defined risk (determined by the record developed in the infringement 

proceeding) was either known or so obvious that it should have been known to the 

accused infringer.'"  Bard Peripheral Vascular, Inc. v. W.L. Gore & Associates, Inc., 776 

F.3d 837, 844 (Fed. Cir.), cert. denied, 136 S. Ct. 189 (2015) ("Bard III") (quoting 

Seagate, 497 F.3d at 1371).  "Objective recklessness will not be found where the 

accused infringer has raised a 'substantial question' as to the validity or noninfringement 

of the patent."  Id.  (quoting Spine Solutions, Inc. v. Medtronic Sofamor Danek USA, 

Inc., 620 F.3d 1305, 1319 (Fed. Cir. 2010).  

III. DISCUSSION 

 A. Damages 

For the reasons stated in its earlier ruling, the court finds Exmark's damages 

expert, Melissa Bennis, testified in accordance with methodology accepted under 

Federal Circuit precedent.  Filing No. 477, Memorandum and Order at 13-14.  She 

employed a rigorous factual and quantitative analysis of reasonable royalty damages.  

Ms. Bennis concluded that a reasonable royalty for infringement in this case would be 

5% of revenues on Briggs’s accused lawn mowers, apportioning 95 cents of every dollar 

of such revenue to features not claimed in Exmark’s ʼ863 patent.  The jury considered 

Ms. Bennis's opinion, as well as the opinion of Briggs’s damages expert, together with 

all the other evidence presented at trial, and agreed with Ms. Bennis that a reasonable 

royalty for infringement in this case would be 5% of revenues of Briggs’s accused lawn 

mowers.   

The court finds the jury's finding on damages is amply supported by evidence 

adduced at trial.  Ms. Bennis analyzed a hypothetical negotiation using the Georgia 
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Pacific framework.4  She considered, inter alia, the importance of the invention to 

Exmark and Briggs, the competitive relationship between Exmark and Briggs, the 

licensing policy and history of Exmark, the sales and profitability of Exmark and Briggs, 

the lowering of prices to Brickman, and the accounting of non-patented features in 

Briggs’s mowers.   

Briggs presented evidence of the cost of its redesign to the jury and the jury 

apparently rejected the argument that the cost of redesign represented an appropriate 

measure of damages.  The jury apparently rejected that theory.  Further, Briggs did not 

show that it had a non-infringing alternative available at the time of the hypothetical 

negotiation, which would have occurred in 1999.  The fact that Briggs redesigned its 

mowers in 2010 has little relevance to the damages analysis, which revolves around a 

hypothetical negotiation that would have occurred in 1999.  The jury reasonably inferred 

that no non-infringing alternative was available in 1999, since Briggs opted to use the 

infringing design at that time.  That inference is buttressed by the fact that the redesign 

process Briggs employed in 2008 did not produce any such non-infringing alternative.   

The court finds the greater weight of evidence at trial supports a 5% reasonable 

royalty rate as an appropriate measure of damages in this case.  Evidence supports the 

conclusion that the patented technology was important to both Exmark and to Briggs, 

because it directly affected the quality of cut provided by lawn mowers, increased 

productivity, and even improved the function of other features in a lawn mower such as 

preventing the blades from getting bogged down in heavy grass.  Also, the testimony of 

                                            
4 See Georgia-Pacific Corp. v. United States Plywood Corp., 318 F. Supp. 1116, 1120 (S.D.N.Y. 

1970) modified sub nom. Georgia-Pac. Corp. v. U.S. Plywood-Champion Papers, Inc., 446 F.2d 295 (2d 
Cir. 1971) (setting out fifteen factors that frame the reasonable royalty analysis); Filing No. 477, 
Memorandum and Order at 8 n.1. 
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other witnesses’ testimony supported the factors under the Georgia Pacific framework.  

Dr. Bennis was capably cross-examined on her theory.  The jury was presented with an 

alternative methodology through the testimony of Briggs's damages expert, but 

apparently rejected that theory.  Viewing the evidence in the light favorable to the 

verdict, the court finds that the jury reasonably could have rejected Briggs's expert's 

testimony.  There was evidence that Exmark would not have accepted Briggs's 

proposed royalty in a hypothetical negotiation.       

For the same reasons as stated in this court's earlier order on Briggs's Daubert 

motion, the court rejects Briggs's "entire market value rule" argument.  See Filing No. 

477, Memorandum and Order at 8-11, 13.  The claimed benefits of the invention—

improved cutting performance, a reduction of blowout, a more uniform discharge, and a 

faster cut with less engine demand—all go right to the heart of the purpose and function 

of the accused product. 

Briggs has not shown that the jury's damages award is in any way monstrous or 

shocking.  Briggs arguably enhanced its sales of mowers for a number of years through 

the infringing conduct.  The jury awarded Exmark roughly $250 per mower and the 

evidence establishes that Briggs earned a considerably larger profit than that on every 

mower it sold.  Exmark, meanwhile, was deprived of the opportunity to reap the benefits 

of its invention as an exclusive feature enabling it to earn a premium by virtue of the 

improved performance of the mower.   

The court also finds Briggs's motion for a new trial on damages should be 

denied.  The motion is premised on the court's evidentiary rulings.  The first involves the 

laches defense as relevant to the issue of damages.  For the reasons stated in earlier 
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orders and on the record at trial, the court rejects Briggs's argument that it should have 

been allowed to present evidence of other infringers and to argue that Exmark's failure 

to sue those other alleged infringers somehow diminished the Exmark's perceived value 

of its invention.  See Filing No. 565, Memorandum and Order at 4; Filing No. 615, T. Tr., 

Vol. VI at 1011-12; Filing No. 612, T. Tr., Vol. III at 344-54.  To adopt that argument 

would mean that foregoing suit essentially grants an implied license, with a royalty of 

zero, to the suspected infringer. 

The court finds there are many reasons to forego a lawsuit, not the least of which 

is extraordinary expense.  It is reasonable to forego a lawsuit because the costs of 

litigating to a successful conclusion would far exceed the benefits obtained in such a 

suit.  The purported evidence would have been of little relevance in any event since the 

record shows that other alleged infringers were not major competitors of Exmark.  Also, 

there is no evidence that the other competitors were actually infringing, as opposed to 

being suspected of infringing.  The record also showed that Exmark did not license the 

technology to any competitors.  There is no support for the argument that Exmark had 

willingly accepted a zero-dollar royalty by allowing other manufacturers to infringe.   

The exclusion of evidence relating to other non-infringing alternatives was also 

appropriate because there was no showing that those alternatives would have been 

available at the time of the hypothetical negotiation at issue.  It was also appropriate to 

exclude evidence of prior art because it was not relevant to whether Briggs knew or 

would have known Exmark's patent was valid, and risked relitigation of validity issues.  

See Filing No. 564, Order at 2-3; Filing No. 565, Memorandum and Order at 5-8.  Also 

Briggs has not shown that the admission of all of the challenged evidence would have 
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been likely to produce a different result.  Accordingly the court finds Briggs's motion for 

a new trial on damages should be denied.     

 B. Willfulness 

For the reasons stated in its earlier order, the court first reaffirms its findings on 

the objective prong of the willfulness test.  See Filing No. 564, Order at 1-3.  Under the 

standards announced in Bard III, 776 F.3d at 844, the court finds that Briggs's position 

is not susceptible to a reasonable conclusion that the patent was invalid or was not 

infringed.  The mere fact that Briggs initially succeeded in part before the PTO, only to 

be reversed by the Patent Appeals Board, does not show that its position was 

reasonable.  To have had a reasonable chance of prevailing on its defenses, Briggs 

would have had to raise new evidence or theories that were not considered by the PTO 

or in the court's earlier orders.  Briggs's argument remains unchanged and there is still 

no substantial evidence that the patent is invalid on grounds of obviousness or 

indefiniteness.   

This action involves a patent that has been examined four times by the PTO.  

The validity of the patent was not a close call.  Briggs could not establish an invalidity 

defense based on obviousness or indefiniteness in PTO proceedings, even with the 

benefit of no presumption of validity, a lower standard of proof, and a broader claim 

construction.  Accordingly, the court finds Briggs did not raise a substantial question as 

to the validity or noninfringement of the patent.  On this extensive record, no reasonable 

litigant could have realistically expected these defenses to succeed, so as to preclude a 

finding of objective recklessness.  

8:10-cv-00187-JFB-TDT   Doc # 688-1   Filed: 05/11/16   Page 12 of 16 - Page ID # 25989

Appx115

Case: 16-2197      Document: 15     Page: 202     Filed: 09/08/2016

https://ecf.ned.uscourts.gov/doc1/11313354174
https://www.westlaw.com/Document/I2a6b8f349b2311e4b4bafa136b480ad2/View/FullText.html?transitionType=Default&contextData=(sc.Default)&VR=3.0&RS=da3.0&fragmentIdentifier=co_pp_sp_506_844


13 
 

Briggs also challenges the jury's finding on the subjective prong of the willfulness 

analysis.  The court finds that the jury’s finding of willful infringement is well supported 

by the evidence.  The jury was instructed to determine whether there was clear and 

convincing evidence that "an unjustifiably high risk of infringement was known to Briggs 

or was so obvious that it should have been known to Briggs."  Filing No. 605, Jury 

Instructions at 34.   

Briggs now attempts to parse the distinction between knowledge of the '863 

patent and knowledge of potential infringement of the valid claims of the '863 patent.  It 

argues that Exmark "ignored the invalidity side of the coin, as it failed to provide any 

evidence that Briggs knew or should have known that it was infringing a valid claim of 

the '863 Patent."  Filing No. 657, Briggs's Brief at 14.  The court finds this is a distinction 

without a difference.  In the context of the entire trial, it was clear that the issue was 

infringement of certain claims of the '863 patent—those involving the mower deck flow-

control baffles.   

Further, the validity of the claims was not at issue.  As discussed above, the 

court had already ruled that Briggs's defenses were not objectively reasonable.  Filing 

No. 564, Order.  A patent, of course, is presumed valid.  35 U.S.C. § 282.  The court 

had earlier denied Briggs's motion for a summary judgment of invalidity and granted 

Exmark's opposing motion.  Filing No. 476, Memorandum and Order at 27-30 (stating 

that "no reasonable jury could find that the defendants have met their burden of proving 

either anticipation, obviousness, or indefiniteness by clear and convincing evidence" 

and finding Exmark's motion for a finding of no invalidity should be granted and the 

defendants' motions for a summary judgment of invalidity based on indefiniteness 
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should be denied).  The court also denied Briggs's motion for reconsideration of the 

issue.  Filing No. 566, Order at 3.  Prior to trial, Briggs argued that prior art was relevant 

to whether Briggs knew or should have known the '863 patent was valid.  Filing No. 496, 

Exmark Motion; Filing No. 514, Briggs's Opposition to Exmark's Fourth Motion in Limine 

at 5-6.  The court rejected that argument.  See Filing No. 565, Memorandum and Order 

at 5-6.     

There is a wealth of evidence that supports the jury's determination.  The 

evidence strongly suggests that Briggs copied Exmark’s baffles.  Further, the evidence 

shows that Briggs either knew about Exmark’s ‘863 patent or willfully ignored Exmark’s 

patent markings, literature and other evidence of the existence of the ‘863 patent. Not 

only was the Briggs original baffle design strikingly similar to that in Exmark’s Lazer Z 

product, it is virtually identical to the preferred embodiment of the patent.  Any 

reasonable business person looking at the accused original Briggs design and Exmark’s 

patent would have concluded that the copying created a serious risk of infringement.  

Importantly, the record shows that the president of Briggs's predecessor corporation, 

Ferris Industries, testified in the Scag litigation.  The court discredits the testimony that 

he was not aware of the flow control baffle patent.  Also, Briggs's appreciation of the 

importance of the flow control baffle configuration to improved cut quality is shown by 

the emphasis on that quality in the materials promoting its iCD system.  See Filing No. 

689, Memorandum and Order (on enhanced damages and attorney fees).       

The evidence shows that Ferris/Briggs was aware of the Scag litigation and the 

evidence shows the risk of infringement was particularly high after 2004, when the PTO 

had reexamined and confirmed the validity of Exmark's patent and resolved all the 
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issues raised in Scag.  The fact that the Scag litigation resulted in a settlement and a 

decision by Scag to redesign its mower deck would have highlighted the existence of a 

risk to any reasonable person.   

The court further finds that Briggs has failed to satisfy the heavy burden of 

showing that it is entitled to a new trial on willfulness based on the court's evidentiary 

rulings.  The court rejects Briggs's argument that the court erred in granting Exmark's 

motion in limine to exclude invalidity evidence.  The court finds that evidence is not 

relevant, first because Briggs's invalidity defenses are not objectively reasonable in the 

context of the history of the case; and second, because prior art does not establish that 

Briggs would have had a reasonable belief that the patent was invalid.  Further, even if 

relevant, the evidence of prior art would have had little probative value.  Also, Briggs is 

not able to show the admission of the evidence would have made any difference to the 

result.     

Nor can Briggs show that prior art should have been admitted to rebut Exmark's 

evidence of copying by showing that "coincidences happen."  There was no evidence 

that Briggs's witnesses had any knowledge of the prior art and even if they did, the 

evidence would be of little probative value.  Absent any evidence that Briggs knew of 

and relied on the prior art in arriving at its design, prior art does not rebut the 

coincidence established by the evidence—that Briggs arrived at the same design right 

after acquiring Exmark's mower.  Briggs has not shown any miscarriage of justice so as 

to warrant a new trial on willfulness.  Accordingly, the court finds Briggs's motion for a 

judgment as a matter of law or new trial on willfulness should be denied.    

IT IS HEREBY ORDERED: 
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1. Defendant Briggs and Stratton Power Products Group, LLC's motion for 

judgment as a matter of law, remittitur, and for a new trial on damages (Filing No. 654) 

is denied. 

2. Defendant Briggs and Stratton Power Products Group, LLC's motion 

judgment as a matter of law or a new trial on willful infringement (Filing No. 656) is 

denied. 

3. Defendant Briggs and Stratton Power Products Group, LLC's motion for 

reconsideration (Filing No. 581) of an order on a motion in limine (Filing No. 565) was 

addressed at trial and is denied as moot.      

DATED this 11th day of May, 2016. 

      BY THE COURT: 
 
      s/ Joseph F. Batailoon     
      Senior United States District Judge   
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IN THE UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF NEBRASKA 

 

EXMARK MANUFACTURING COMPANY 
INC., 
 

Plaintiff,  
 
 vs.  
 
BRIGGS & STRATTON POWER 
PRODUCTS GROUP, LLC, 
 

Defendant. 

 
 

8:10CV187 
 
 

MEMORANDUM AND ORDER 

  
 

 This matter is before the court on Exmark's motions for enhanced damages and 

for attorney fees.  Filing Nos. 646 and 648.1 

 This action was tried to a jury on September 8-11, 2015, and September 14-17, 

2015, resulting in a compensatory award to the plaintiff for patent infringement in 

connection with Briggs's original mower deck in the amount of $24,280,330 and a 

finding of willful infringement.  See Filing No. 599, Verdict.   

 I. FACTS 

 Facts recited in the court's opinions on other post-trial motions are incorporated 

herein and need not be repeated.  See Filing No. 687, Memorandum and Order (laches) 

at 1-11; Filing No. 688, Memorandum and Order at 1-3 (judgment as a matter of law on 

damages and willfulness).  The record supports the jury's finding of willful infringement.   

There is evidence that suggests that Briggs copied Exmark's design.  See, e.g., 

Filing No. 611, T. Tr., Vol. II at 210-12; T. Ex. 36 (Engineering change form); Filing No. 

                                            
1 Also pending is Briggs's motion for reconsideration, Filing No. 581, of the court's order granting 

Exmark's motion in limine, Filing No. 565.  That motion was ruled on at trial and will be denied as moot.  
See Filing No. 615, T. Tr., Vol. VI at 1012.      
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614, T. Tr., Vol. V at 965.  Testimony adduced at trial suggests Dale Baumbach, then 

Ferris's acting engineering manager, instructed its technician to modify its mower deck 

as shown in a sketch that is strikingly similar to Exmark's Lazer Z mower deck, shortly 

after he had observed flow control baffles on Exmark's mower.  See Filing No. 615, T. 

Tr., Vol. VI at, 1073; Filing No. 616, T. Tr., Vol. VII at 1500-01; T. Ex. 521, Marshall Dep. 

at 54, 59, 62-64, 124-25; T. Ex. 9, Exmark deck; T. Ex. 42, Baumbach sketch.  A 

change order was subsequently issued, ostensibly intended to "improve cut quality."  

Filing No. 611, T. Tr., Vol. II at 210; T. Ex. 36.  There is no evidence to suggest that 

Baumbach obtained the idea from any other source than the Exmark Lazer Z, and 

Briggs had an Exmark Lazer Z in its possession in 1996.  See Filing No. 615, T. Tr., Vol. 

VI at 1073.      

The head of Briggs's commercial lawn mower business, Philip Wenzel, testified 

that its predecessor corporation, Ferris, had an Exmark mower in its possession in 1996 

and Wenzel and his technical engineer personally drove the mower and observed the 

flow-control baffles on the mower.  Filing No. 615, T. Tr., Vol. VI at 1073; Filing No. 616, 

T. Tr., Vol. VII at 1500.  Shortly thereafter, its designer produced a sketch of a 

redesigned mower deck strikingly similar to Exmark's.  See T. Exs. 9 and 42.  The 

modification was implemented to improve cut quality.  Filing No. 611, T. Tr., Vol. II at 

210; T. Ex. 36.  Even Briggs’s own witnesses conceded it was “possible” there was 

copying. Filing No. 614, T. Tr., Vol. V at 965 (Philip Wenzel testimony); Filing No. 615, 

T. Tr., Vol. VI at 1072 (Philip Wenzel testimony); Filing No. 616, T. Tr., Vol. VII at 1508 

(John Marshall testimony). 
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Though the '863 patent had not been issued in 1996, Wenzel testified that he 

knew that obtaining a patent can take years.  Filing No. 615, T. Tr., Vol. VI at 1092.  He 

stated that it is not enough for a company to check for a patent if it copies a design, it 

must also check for later-issued patents.  Id. at 1092-93.  Although Wenzel testified that 

Briggs (then Ferris) had a policy of performing patent clearances on new product 

designs prior to their introduction, it presented no evidence that it conducted any sort of 

patent clearance relative to its infringing flow control baffles or the mowers they were 

employed on.  Id. at 1043-48.  He characterized Ferris's patent clearing practices was 

flawed for not doing so.  Id. at 1093.     

Briggs later possessed at least four Exmark mowers that were marked with 

patent numbers, as well as Exmark brochures referring to "patented flow control baffles.  

Filing No. 615, T. Tr., Vol. VI at, 1093-98, 1123-34.  Wenzel stated that Briggs knew that 

companies in the industry mark their products with patent numbers and that the reason 

they do so is to notify competitors of their patent rights. Id. at 1090-91.  Two Briggs 

employees—Mr. Wenzel and Mr. Marshall—admitted seeing Exmark patent markings 

on Exmark mowers in Briggs’ possession. Filing No. 615, Trial Tr. vol. VI at 1099; T. Ex. 

521, Marshall Dep. Tr. at 139-41.  Wenzel testified that Briggs should have known about 

Exmark’s ‘863 patent. Id. at 1138-39.   

Wenzel was deposed in the Scag case in May, 2002.  Filing No. 615, T. Tr., Vol. 

VI at 1139-40; 1147-49; Filing No. 392-20, Index of Evid., Ex. 32, Toro V. Scag, No. 

01cv279 ("Scag litigation"), Wenzel Dep. Tr.  One of Scag's lawyers represented 

Wenzel at the deposition.  Filing No. 615, T. Tr., Vol. VI at 1147-49.  He also stated he 
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was shown drawings from one of the patents in the lawsuit before his deposition.  Filing 

No. 614, T. Tr., Vol. V at 974-79.   

Briggs continued to market and sell infringing mowers until 2014, four years after 

this suit was filed.   

This court found Briggs's noninfringement arguments with respect to the original 

mower designs were "meaningless, contrary to the court's claim construction, and 

presented a strained and nonsensical reading of the asserted claims."  Filing No. 476, 

Memorandum and Order at 28.  In opposition to Exmark's motion for summary judgment 

on the infringement issue, Briggs admitted that the infringing products met every 

limitation of claim 1 except for the requirement that the front flow control baffle “extends 

away from” the closed side wall.  Filing No. 374, Briggs's Brief at 16-19. 

The record shows the patent was examined and found valid three times after it 

was issued in 1999.  See T. Ex. 1, ''863 Patent at 12-14.  Briggs continued to contest 

validity and contests validity to this day.  Filing No. 644, Laches Proc. Tr., Vol. II at 273.  

It continued to sell out its infringing inventory well into 2014. Filing No. 615, T. Tr., Vol. 

VI at 1189-90; T. Ex. 523; Filing No. 644, Laches Proc. Tr., Vol. II at 277.   

There is evidence that Briggs used Exmark's patent to sell mowers and take 

business away from Exmark.  Filing No. 613, T. Tr., Vol. IV at, 688-91; T. Exs. 299, 311, 

313, 314, 323.  Wenzel told Briggs's distributors not to make a big splash” regarding 

mulching products because “Toro is aggressively pursuing legal action on . . . 

‘questionable patents’” referring to the Scag litigation).  Filing No. 615, T. Tr., Vol. VI at 

1077-78.  
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Exmark has presented evidence that Briggs and Stratton Power Products Group 

LLC has annual revenues of over $700 million, and an annual gross profit in excess of 

$85 million.  Filing No. 647-2, Affidavit of Alexander S. Rinn, Ex. 1, 2015 Briggs and 

Stratton Annual Report at 18.  The defendant is a wholly owned subsidiary of the Briggs 

and Stratton Corporation that publicly reports annual revenues in excess of $1.85 billion 

and gross profit in excess of $345 million.  Id.; see Filing No. 60, Corporate Disclosure 

Statement.   

 II. LAW 

  A. Enhanced damages 

 In a patent infringement case, the Court “may increase the damages up to three 

times the amount found or assessed.”  35 U.S.C. § 284.  The decision whether to grant 

enhanced damages as allowed under 35 U.S.C. § 284 requires a two-step process.  

Whitserve, LLC v. Computer Packages, Inc., 694 F.3d 10, 37 (Fed. Cir. 2012).  "'First, 

the fact-finder must determine whether an infringer is guilty of conduct upon which 

increased damages may be based.  If so, the court then determines, exercising its 

sound discretion, whether, and to what extent, to increase the damages award given the 

totality of the circumstances."'  Id. (quoting Jurgens v. CBK, Ltd., 80 F.3d 1566, 1570 

(Fed. Cir. 1996)).   

A finding of willful infringement satisfies the culpability requirement and is 

sufficient to meet the first requirement to increase a compensatory damages award.  Id.; 

see Johns Hopkins Univ. v. Cellpro, Inc., 152 F.3d 1342, 1364–65 (Fed. Cir. 1998).  “A 

finding of willfulness does not require an award of enhanced damages; it merely permits 

it.”  In re Seagate Technology, LLC, 497 F.3d 1360, 1368 (Fed. Cir. 2007) (en banc) 
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(noting that “proof of willful infringement permitting enhanced damages requires at least 

a showing of objective recklessness.”)  However, once willful infringement is found, it is 

an abuse of discretion to deny an award of enhanced damages without providing a 

justification for doing so.  Whitserve, 694 F.3d at 37.   

Enhanced damages for willful infringement are punitive in nature, not 

compensatory.  Whitserve, 694 F.3d at 37.  Hence, the fact that the patentee may have 

received “complete compensation” from the jury for the infringement should not 

influence the decision of whether to award enhanced damages.  Id.   

In deciding how much to enhance damages, a court considers the factors 

outlined in Read Corp. v. Portec, Inc., 970 F.2d 816, 826–28 (Fed. Cir. 1992).  These 

factors include:  (1) whether the infringer deliberately copied the ideas or design of 

another; (2) whether the infringer, when he knew of the other’s patent protection, 

investigated the scope of the patent and formed a good faith belief that it was invalid or 

that it was not infringed; (3) the infringer’s behavior as a party to the litigation; (4) the 

defendant’s size and financial condition; (5) the closeness of the case; (6) the duration 

of defendant’s misconduct; (7) the remedial action by the defendant; (8) the defendant’s 

motivation for harm; and (9) whether defendant attempted to conceal its misconduct.  Id. 

at 827.  

B. Attorney fees  

Under patent law, “[t]he court in exceptional cases may award reasonable 

attorney fees to the prevailing party.”  35 U.S.C. § 285.  Courts may, but are not 

required to, award reasonable attorney fees in “exceptional” cases.  See Octane 

Fitness, LLC v. ICON Health & Fitness, Inc., 134 S. Ct. 1749, 1755-56 (2014). "An 
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'exceptional' case is one that stands out from others with respect to the substantive 

strength of a party’s litigating position (considering both the governing law and the facts 

of the case) or the unreasonable manner in which the case was litigated."  Id. at 1756.  

Litigants need only establish their entitlement to fees by a preponderance of evidence.  

Id. at 1758.  "District courts may determine whether a case is 'exceptional' in the case-

by-case exercise of their discretion, considering the totality of the circumstances."  Id. at 

1756.  Though there is no precise rule or formula for making these determinations, 

courts can consider a nonexclusive list of factors, including frivolousness, motivation, 

objective unreasonableness (both in the factual and legal components of the case) and 

the need in particular circumstances to advance considerations of compensation and 

deterrence.  Id.  at 1756 & n.6.  

 III. DISCUSSION 

  A. Enhanced Damages 

 Exmark seeks an award of enhanced damages under 35 U.S.C. § 284.  It seeks 

a meaningful or substantial enhancement and an award of its reasonable attorney fees.  

It argues that enhancement is necessary so as not to reward Briggs for its willful 

infringement and for causing years of expensive and time-consuming litigation.  In 

opposition, Briggs first contends the court should find no willfulness as a matter of law 

as set forth in its motion for judgment as a matter of law on willfulness.  See Filing No. 

656, Motion; Filing No. 657, Brief.  Next, Briggs argues that an award of enhanced 

damages would be unwarranted and manifestly unjust.     

 The court finds that application of the Read factors shows that enhanced 

damages are warranted.  Exmark presented strong evidence of deliberate copying.  And 
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Briggs presented no evidence as to where, other than in Exmark's product, it would 

have obtained the idea for such a flow control baffle.  Wenzel also testified that he knew 

that obtaining a patent could take years, and testified that Ferris's alleged patent-

checking process was flawed for failing to check for later-obtained patents. He admitted 

it was possible there had been copying.   

There is evidence that Briggs knew of the patent by virtue of the patent numbers 

on the Exmark mowers and language in Exmark brochures in its possession.  There is 

no evidence that Briggs conducted any good faith investigation into the scope of the 

'863 patent or formed any good faith belief regarding alleged invalidity or 

noninfringement.  Most importantly, the court finds Briggs was aware of the '863 patent 

including the claims relating to flow-control baffles by virtue of Wenzel's participation in 

the Scag litigation.  Wenzel testimony to the effect that he was not aware of the '863 

patent although he was deposed in the Scag litigation defies credulity.  He admitted that 

Scag's lawyers represented him and that he was shown drawings from one of the 

patents in preparation for his deposition.    

The evidence suggests that Briggs actually knew of the patent or was at least 

willfully blind to its existence.  There is no question that Briggs's original baffle design 

presented an objectively high risk of infringement and the evidence shows that Briggs 

continued to sell the mowers for years after suit was filed.  For the reasons stated in its 

order denying Briggs's motion for judgment as a matter of law or a new trial on 

willfulness, the court finds the jury's finding of willful infringement is amply supported by 

the evidence.  Briggs's conduct has been shown to be reckless at the least.   
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The factor of litigation behavior also favors enhancement.  In this litigation, Briggs 

vigorously disputed that its original designs infringed the patent, despite the fact that the 

designs are strikingly similar to the preferred embodiment in the patent.  Briggs 

proposed strained claim constructions and argued meaningless distinctions in an 

attempt to avoid a finding of infringement.  Briggs continued to assert that the original 

baffle design did not infringe—a position that became particularly untenable after the 

Court’s claim construction order on November 29, 2011.   

Briggs contested the validity of Exmark's patent throughout the litigation in spite 

of several PTO reexaminations finding it was valid.  Briggs's conduct also prolonged the 

litigation.  Briggs chose to wait more than two years after suit was filed, until fact 

discovery and expert reports were completed, to challenge Exmark’s patent in 

reexamination.  The reexaminations that resulted in a stay of this case took an 

additional two years, after which Briggs insisted on presenting new invalidity theories, 

resulting in additional delay.  Briggs continues to maintain that the patent is invalid.  The 

court finds that neither the validity issue nor infringement with respect to the original 

product design were close questions.   

The duration of the infringement also favors the enhancement.  The infringement 

began in 1999, when the patent was issued and continued until 2014—four years after 

this action was filed.  In the interim, Wenzel had been deposed in the Scag case and 

must have been aware of the objective risk of infringing.  Exmark is statutorily precluded 

from recovering damages prior to May 2004.  Briggs has received the benefit of the 

statutory six-year limitation period.   
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Also, although Briggs ultimately changed its infringing design, it did so reluctantly 

and belatedly.  Moreover, although the jury found that it did not infringe, Briggs's 

redesign was not unquestionably outside the scope of the patent, like Scag's redesign 

had been.  The issue of alleged infringement with respect to the redesign presented a 

close question that had to be resolved by a jury.    

There is also some evidence, though weak, that Briggs attempted to "conceal" its 

behavior by instructing distributors not to "make a big splash” regarding mulching 

products.  Briggs's size and financial condition also favors an award of enhanced 

damages.  The evidence shows that the named defendant is able to pay an enhanced 

award.   

On the whole, the court finds that an analysis of the Read factors favors 

enhancing damages in this case.  Generally speaking, Briggs's defenses to the claims 

of infringement were not reasonable and it has been found to be a willful infringer.  

Although the court is authorized to award damages of up to triple the amount of the 

compensatory award, the court finds that an award equal to the jury’s award of 

damages is sufficient to serve the purposes of the enhanced damages provision of the 

statute. This award doubles the plaintiff’s recovery.  In connection with this 

determination, the court notes that Briggs was successful on the infringement allegation 

with respect to the redesigned mowers.    

  B. Attorneys' Fees 

 Exmark requests that the Court award it 50% of its attorney fees incurred prior to 

June 1, 2015, and 90% of its attorney fees incurred thereafter.  It estimates that the 

value of such a fee award at the present time would be approximately $3.5 million, 

8:10-cv-00187-JFB-TDT   Doc # 689   Filed: 05/11/16   Page 10 of 12 - Page ID # 25963

Appx129

Case: 16-2197      Document: 15     Page: 216     Filed: 09/08/2016



 

 

11 

which is about 60% of the roughly $5.9 million in total fees it incurred, and states it will 

provide documentation to support any award under Local Rule 54.3 (a) at a later date.   

Briggs argues that attorney fees should not be awarded because this is not an 

exceptional case.  Alternatively, it proposes that, if fees are awarded, the award should 

be limited to half of what Exmark has allotted to this case versus the Schiller case—i.e., 

25% of its fees before July 1, 2015 and 45% thereafter.  It also argues that any such 

award should exclude fees for prosecuting the reexamination, responding to Briggs’s 

laches defense, and defending the second Rule 30(b)(6) deposition of Mr. Benson.  It 

contends such an award would reflect the degree to which Exmark prevailed at trial.  

 The court finds Exmark has not shown by a preponderance of evidence that this 

case is exceptional so as to warrant an award of fees.  Although Briggs's continued 

denial of infringement with respect to its original designs and continued assertions of 

invalidity undoubtedly contributed to delay and added to the costs of litigation, such 

conduct in a patent or commercial litigation case does not stand out from other cases 

with respect to the substantive strength of litigating position in terms of the law and the 

facts, or the manner of litigating.  In this court's experience, unreasonable claim 

constructions, prolix pleadings, positions that strain credulity, flawed theories, and 

incorrect or unsupported arguments are the norm and not the exception in a hotly 

contested, high-stakes patent or commercial litigation case.  The court cannot say that 

Briggs's contentions were vexatious, frivolous, offensive, or improper.  Losing a case 

does not make the case exceptional.  Both parties contributed to delaying and 

overcomplicating the litigation and both parties succeeded on some of their claims.  
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Accordingly, under the totality of circumstances, the court finds Exmark's motion for 

attorney fees should be denied.   

IT IS ORDERED:  

1. Exmark's motions for attorney fees and enhanced damages (Filing No. 

646) is granted with respect to enhanced damages and denied with respect to attorney 

fees.    

2. A judgment for enhanced damages in the amount of $24,280,330.00 will 

issue this date. 

DATED this 11th day of May, 2016. 

 

BY THE COURT: 
 
s/ Joseph F. Bataillon  
Senior United States District Judge 
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plurality of cutting blades rotatably disposed therein. A first 
How control baffle is positioned in the mower deck between 
the cutting blades and the front wall of the mower deck and 
extends substantially continuously between the sides of the 
mower deck . A second flow control baffle is positioned in the 
mower deck rearwardly of the cutting blades. The first and 
second flow control baffles include a plurality of semi
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throat portions therebetween. A plurality of selectively 
removable mulcher baffles are positioned in the mower deck 
to close the throat portions, thereby defining a substantially 
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mower deck. Asecond flow control baffle is positioned in the 
mower deck rearwardly of the cutting blades. The first and 
second flow control baffles include a plurality of semi
circular baffle portions which define a plurality of open 
throat portions therebetween. A plurality of selectively 
removable mulcher baffles are positioned in the mower deck 
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LAWN MOWER HAVING FLOW CONTROL 
BAFFLES AND REMOVABLE MULCHING 

BAFFLES 

2 
provided which are positioned forwardly and rearwardly, 
respectively, of the rotary cutting blades and which serve to 
efficiently direct the cut grass clippings towards the side 
discharge of the mower deck. The removable mulching CROSS-REFERENCE TO RELATED 

APPLICATION 
5 baflles descnbed in this invention are designed to cooperate 

with the flow control baffles described in the co-pending 
application. This is a continuation application of application Ser. No. 

08nB4,825 filed Jan. 17, 1997, entitled LAWN MOWER 
HAVING FLOW CONTROL BAFFLES AND REMOV
ABLE MULCHING BAFFLES, now U.S. Pat. No. 5,845, 10 
475 which is a continuation-in-part applicatipn of applica
tion Ser. No. 08/559,575 filed Nov. 16, 1995, entitled 
HILLSIDE-STABLE POWERABLY-MOTIVATED LAWN 

It is therefore a principal object of the invention to provide 
an improved multiblade lawn mower. 

A further object of the invention is to provide a 
multiblade, side discharge mower having flow control 
baflles and removable mulching baffles. · 

MOWERS, now abandoned. 

BACKGROUND OF TIIB INVENTION 

1. Field of the Invention 

Still another object of the invention is to provide a lawn 

15 mower of the type described wherein removable mulching 
baffles may be quickly and easily attached to the underside 
of the mower deck. 

This invention relates to a lawn mower having multiple 
rotary cutting blades and more particularly to a lawn mower 
of the type described having a :first flow control baflle 

20 
positioned at the underside of the mower deck forwardly of 
the multiple rotary cutting blades, a second flow control 
baflle positioned at the underside of the mower deck rear
wardly of the multiple rotary cutting blades, and further 
including mulching baffles removably positioned between 

25 
the :first and second flow control baffles which enables the 
mower to be easily converted from a side discharge mower 
to a mulching mower. 

2. Description of the Related Art 
Co=ercial-type lawn mowers, whether they are walk- 3o 

behind or riding mowers, normally include a mower deck 
having multiple rotary cutting blades positioned therein. The 
mower deck may be classified either as a mulching deck, a 
side discharge deck, a rear discharge deck or a bagging deck 
depending upon the manner in which the cut grass cuttings 35 

or clippings are handled or directed. When a mower is of the 
side discharge deck type, the grass clippings are discharged 
out one side of the deck and onto the ground. If the lawn 
mower is of the mulching deck type, the grass clippings are 
re-cut into finer particles and are then discharged directly 40 
down to the ground. Oftentimes, a mower is converted from 
a side discharge mower to a mulching mower and vice versa 
by changing certain of the deck baffles and the type of blade. 

Still another object of the invention is to provide a lawn 
mower of the type descnbed including removable mulching 
baffles which cooperate with flow control baffles to define 
individual mulching chambers surrounding each of the 
rotary cutting blades. 

Still another object of the invention is to provide a lawn 
mower of the type described having a flow control baffle 
which efficiently directs the grass clippings and air towards 
the side discharge of the mower deck in a manner which 
prevents the grass clippings and air from being directed 
downwardly onto the grounq or turf unless the mulching 
baflles are mounted on the mower. 

Still another object of the invention is to provide remov
able mulching baflles for a multiblade lawn mower which is 
comprised of a minimum number of parts and which 
requires a minimum number of connection points. 

These and other objects will be apparent to those skilled 
in the art. 

SUMMARY OF TIIE INVENTION 

A multiblade lawn mower is descnbed comprising a 
mower deck including a top wall, a front wall, a back wall 
and :first and second side walls which define a downwardly 
directed opening. One of the side walls has a discharge 
opening formed therein so that the mower deck discharges 
grass clippings from one side thereof. The grass clippings 

45 may either be discharged from the discharge opening onto 
The prior art has previously provided mulching baffles or 

housings which are attached to the underside of the mower 
deck around the path of each cutting blade. The mulching 
baffles maintain the clippings cut by each blade in an 
enclosed area around the blade so that the clippings are 
re-cut by the mulching blades and are directed down to the 
ground. The mulching blades used on such prior art mowers 50 
normally have secondary cutting edges spaced inwardly 
from the primary cutting edges, which re-cut the clippings 
and direct them downward to the ground. For example, see 
U.S. Pat. No. 5,129,217 wherein a multiblade mower is 
descnbed which has removably affixed mulching housings 55 

secured to the underside of the mower deck top wall and 
which overlie the associated cutting blade. Another type of 
prior art lawn mower having mulching capabilities has been 
marketed by Exmark Mfg. Co., Inc., the assignee of this 
invention, under the trademark Micro-Mulch. In the prior art 60 
lawn mowers.known to applicants herein, and as descnbed 
hereinabove, the lawn mowers are only able to be converted 
to a mulching mower and vice versa through the labor
intensive and time-consuming installation of mulching 
baffles or housings. 

In the lawn mower of the co-pending application identi
fied hereinabove, first and second flow control baffles are 

- the ground or into some sort of collection container, bag or 
hopper. A plurality of cutting blades are rotatably disposed 
within the mower deck and are driven by a suitable power 
means. A first flow control baffle is positioned in the mower 
deck which extends downwardly from the interior surface of 
the top wall of the mower deck between the cutting blades 
and the front wall of the mower deck. The first flow control 
baffle extends substantially continuously from a :first loca
tion adjacent the interior surface of the side wall opposite the 
discharge opening to a second location adjacent the interior 
surface of the side wall having the discharge opening formed 
therein. A second flow control baffle is also positioned in the 
mower deck which extends downwardly from the interior 
surface of the top wall of the mower deck between the 
cutting blades and the back wall of the mower deck. The 
second flow control baflle includes a plurality of semi-
circular baffle portions, each of which are positioned adja
cent one of the cutting blades. The first and second flow 
control baffles define a plurality of open throat portions 

65 which are positioned between the adjacent cutting blades. 
When the mower is used strictly as a side discharge 

mower, the flow control baffles, and especially the first flow 

Copy provided by USPTO from the PIRS Image Database on 04/30/2015 
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control baffle, efficiently direct the grass clippings and air to 
the side discharge opening without the grass clippings being 
deflected downwardly from the walls of the mower deck 
onto the ground. When it is desired to convert the mower to 
a mulching mower, a plurality of removable mulcher baffles 
are secured to the :first :flow .control baffle, the second flow 
control baffle and the mower deck to close the throat 
portions, and the discharge opening, whereby the :first and 
second :flow control baffles cooperate, with the mulching 
baffles, to define a substantially cylindrical mulching cham
ber around each of the cutting blades. 

BRIEF DESCRIPTION OF TIIB DRAWINGS 

FIG. 1 is a front perspective view of a lawn mower having 
the :flow control baffles and removable mulching baffles 
installed thereon; 

FIG. 2 is a partial top elevational view of the lawn mower; 
FIG. 3 is a bottom perspective view of the mower deck 

having the removable mulching baffles installed thereon; 
and 

FIG. 4 is an exploded bottom perspective view of the 
mower deck of FIG. 3. 

DESCRIPTION OF TIIB PREFERRED 
EMBODIMENT 

4 
Flow control baffle 40 has one end positioned or located 

adj aceut the interior surface ofleft side wall 32 at 48 and has 
its other end positioned or located adjacent the interior 
surface of right side wall 34 at 50 which is adjacent the 
forward eud of discharge opening 38. Preferably, baffle 40 is 
secured to the underside of top wall 28 by welding. 
However, baffle 40 could be secured to top wall 28 by bolts 
or the like. For purposes of description, assuming that three 
cutting blades are utilized, baffle 40 includes a :first arcuate 

10 baffle portion 56 which partially extends around the blade tip 
path of cutting blade 42, a :first relatively straight baffle 
portion 58, a second arcuate baffle portion 60 which partially 
extends around the blade tip path of cutting blade 44, a 
second relatively straight baffle portion 62, a third arcuate 

15 baffle portion 64 which partially extends around the blade tip 
path of cutting blade 46, and a third relatively straight baffle 
portion 66. 

As seen in FIGS. 3 and 4, a second :flow control baffle 68 
is also provided in mower deck 26 and is positioned rear-

20 wardly of cutting blades 42, 44 and 46 and·exteuds down
wardly from the underside of top wall 28. Baffle·68 may be 
either welded to or bolted to the top wall 28 as desired. 
Baffle 68 is comprised of semi-circular baffle portions 70, 72 
and 74, as seen in FIG. 4.As seen in FIG. 4, the rear comers 

25 of deck 26 are rounded and form continuations of the baffle 
portions 70 and 7 4. The rear comers of the deck are referred 

The numeral 10 refers to a multi.blade lawn mower upon 
which the invention herein is mounted. Lawn mower 10 is to by the reference numerals 82 and 83, respectively. If the 

rear comers of the comers of the deck 26 are substantially 
shown to be a riding lawn mower, but it could also be a square, i.e., not rounded, it is preferred that the outer ends of 
walk-behind or pull-type lawn mower. Lawn mower lO 30 baffle portions 70 and 74 be extended, in a semi-circular 
generally includes a frame 12 having a pair of driven wheels 
14 and 16 at the rear end thereof and at least one or more fashion, to the interior surfaces of walls 32 and 34, respec-
caster wheels 18 at the forward end thereof. Lawn mower 10 tively. For purposes of description, the flow control baffles 
also includes a conventional power means, such as an 40 and 68 define cutting chambers 76, 78 and 80, respec-

tively. It should also be understood that, in some cases, back 
internal combustion engine 20, for driving the wheels 14 and 35 wall 36 may be eliminated with the :flow control baffle 68 
16 and for driving the cutting blades, as will be descnbed forming the back wall of the mower deck. 
hereinafter. Au operator's station 22 is provided on frame 12 
to acco=odate an operator. The conventional controls 24 As cutting blades 42, 44 and 46 are rotated by the engine 
are also provided. on the lawn mower, the grass cuttings created by cutting 

Mower deck 26 is mounted ou the forward end of frame blade 42 are deflected upwardly and outwardly and strike 
12 and, in the embodiment shown in the drawings, ":floats" 

40 
either the interior surface of baffle portion 70, the interior 

with respect to frame 12 in a gener(llly conventional fashion. surface of corner 82, the interior surface of baffle portion 56 
Mower deck 26 includes a top wall 2s, a front wall 30 and/or the interior surface of baffle portion 58 with those 
extending downwardly from the forward end of top wall 28, surfaces further deflecting the cuttings upwardly into the 
a left side wall 32 extending downwardly from the left side area above the outer ends of cutting blade 42 for discharge 
of the top wall 28, a right side wall 34 extending down--

45 
through throat portion 84, located between cutting chambers 

wardly from the right side of top wall 28, and back wall 36 76 and 78. Baffle portion 58 deflects the cuttings inwardly 
extending downwardly from the rearward end of top wall 28_ into the path of cutting blade 44, but thereabove for the most 

In the embodiment shown in the drawings, right side wall 34 part. 
is provided with a discharge opening, generally referred to 50 Cutting blade 44 performs similarly in cutting chamber 78 
by the reference numeral 38, which may take any couven- with the baffle portions 72, 60 and 62 causing the cuttings to 
tional: shape. It should also be noted that discharge opening be deflected upwardly, as in chamber portion 76, and to be 
38 could be provided in left side wall 32 if required or discharged through the throat portion 86, located between 
desired. Thus, mower deck 26 is a side discharge mower cutting chambers 78 and 80. Baffle portion 62 deflects the 
deck which will normally discharge the grass cuttings or 55 cuttings inwardly into the path of cutting blade 46, but 
clippings therefrom, for deposit ou the ground, at 'the right thereabove for the most part. 
side of the lawn mower or into some sort of collection Cutting blade 46 performs similarly in cutting chamber 80 
container, bag, etc. with the baffle portions 74, 64, 66 and the interior surface of 

FIGS. 3 and 4 are bottom views of the mower deck and comer 83 causing the cuttings to be deflected upwardly and 
it can be seen therefrom that a :first flow control baffle 40, 60 along the interior surface of baffle portion 66 and to be 
constructed of a suitable metal material, is positioned discharged through discharge opening 38. As seen, throat 
between the interior surface of front wall 30 and the rotary portion 86 is larger than throat portion 84 due in part to the 
cutting blades 42, 44 and 46 which are rotatably supported larger volume of cuttings necessarily being passed through 
by conventional spindles or the like on top wall 28 and throat portion 86. 
which are suitably driven, through a belt mechanism, or 65 FIGS. 3 and 4 illustrate the removable mulching baffles of 
other suitable drive mechanism, by the engine of the lawn this invention which are referenced by the numerals 90 and 
mower. 92, respectively. Baffle 90 is generally Y-shaped and 
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includes a base portion 94 and arcuate legs 96 and 98. Base 
portion 94 is provided with an opening 100 formed therein 
adjacent the end thereof. Legs 96 and 98 are provided with 
openings 102 and 104 formed therein, respectively. Open
ings 100, 102 and 104 are adapted to receive bolts 106, 108 
and 110, respectively. Bracket 111 is secured to baffle 
portion 72 and has an opening formed therein adapted to 
receive bolt 106 to fix base portion 94 to baffle portion 72. 
Flow control baffle 40 has an opening 114 adjacent the 
juncture of baffle portions 56 and 58 which is adapted to 

10 
receive bolt 108 to fix leg 96 to flow baffle 40 to close throat 
portion 84 to create a mulching chamber surrounding cutting 
blade 42. One end of baffle portion 60 has an opening 116 
formed therein which receives the bolt 110 to fix leg 98 to 
flow control baffle 40. 

Baffle 92 is also generally Y-shaped and includes a base 
15 

portion 11~ and legs 120 and 122. Baffle 92 has openings 
124 and 126 formed therein adjacent the ends of base portion 
118 and leg 120, respectively, which are adapted to receive 
bolts 130 and 132, respectively. The numeral 140 refers to 

20 
a "blocking" member which is preferably provided at the 
end ofleg 122, as seen in FIG. 4. Member 140 has a bracket 
141 affixed thereto which is adapted to be bolted to top wall · 
28. 

Mulching baffle 92 is mounted to the underside of the 
25 

mower deck as follows. Baffle 92 is positioned as illustrated 
in FIG. 3. Bolt 130 is inserted through opening 124 in leg 
118 and an opening formed in bracket 146 which is secured 
to the end of baffle portion 74. Bolt 132 is inserted through 
opening 126 in leg 120 and through an opening 148 provided 

30 
in flow control baffle 40 adjacent the juncture of baffle 
portions 60 and 62. Bolt 143 is extended through opening 
144 in member 140 and through the opening 145. When so 
installed, baffle 92 closes throat portion 86 and discharge 
opening 38 to create a mulching chamber surrounding 35 
cutting blade 46. It is also preferred that discharge opening 
38 be completely closed by means of plate 150 which is 
bolted to mower deck 26 by suitable bolts. One end of 
member 140 is bolted to plate 150 by bolt 143 extending 
through opening 144 formed in member 140 and through 

40 
opening 145 formed in plate 150. The closing of the throat 
portions 84 and 86 also creates a mulching chamber~
rounding cutting blade 44. The forward end of member 140, 
by being positioned adjacent baffle 40, blocks grass cuttings, 
which may be between legs 120, 122 and baffle 40, from 45 
passing towards the interior surface of side wall 34, where 
the cuttings would normally be deposited on the turf in an 
undesirable fashion. The forward end of member 140 directs 
those cuttings into the cutting path of cutting blade 46 rather 
than to the area to the side of the path of the cutting blade 

50 
46. The mulching baffles 90 and 92 are quickly and easily 
installed on the mower deck to convert the side discharge 
mower deck into a mulching deck with a minimum amount 
of material being required. The baffles 90 and 92 are also 
quickly and easily removable from the mower deck to return 

55 
the mower to its side discharge mode when desired. 

Thus it can be seen that the invention accomplishes at 
least all of its stated objectives. 

We claim: 

6 
said discharge opening having rearward and forward 

ends; 
means operatively connected to said mower deck for 

moving said mower deck along the ground; 

first and second cutting blades having blade tips rotatably 
disposed within said mower deck; 

power means operatively connected to said cutting blades 
for causing the rotation of each of said cutting blades 
whereby the blade tip path of each of said cutting 
blades defines a circle; 

a first flow control baffle positioned in said mower deck 
which extends downwardly from the interior surface of 
said top wall between said cutting blades and said front 
wall; 

said first flow control baffle extending substantially con
tinuously from a first location adjacent the interior 
surface of said second side wall to a second location 
adjacent the interior surface of said first side wall and 
adjacent the forward end of said discharge opening; 

said first flow control baffle comprising a first arcuate 
baffle portion, having first and second ends, which 
extends from the interior surface of said second side 
wall partially around said first cutting blade, a first 
elongated and substantially straight baffle portion, hav
ing first and second ends, extending from said second 
end of said first arcuate baffle portion, a second arcuate 
baffle portion, having first and second ends, which 
extends from said second end of said first elongated and 
substantially straight baffle portion partially around 
said second cutting blade; 

said first elongated and substantially straight baffle por
tion being angularly disposed with respect to the said 
circle defined by the blade tip path of said second 
cutting blade in·a chord-like fashion so that the cuttings 
from said first cutting blade will be deflected inwardly 
within the said circle defined by the blade tip path of 
said second cutting blade; 

a second flow control baffle positioned in said mower 
deck which extends downwardly from the interior 
surface of said top wall rearwardly of said cutting 
blades; and 

said second flow control baffle including a plurality of 
semi-circular baffle portions, each of said baffle por
tions being positioned adjacent the blade tip path of one 
of said cutting blades; 

said first and second flow control baffles defining a 
plurality of open throat portions which are positioned 
between adjacent cutting blades. 

2. Toe lawn mower of claim 1 wherein each of said first 
and second flow control baffles have spaced-apart arcuate 
portions which cooperate to define a semi-enclosed cutting 
chamber extending partially around the blade tip path of 
each of said cutting blades. 

3. The lawn mower of claim 2 further comprising a 
plurality of selectively removable mulcher baffles which 
close said throat portions to define a substantially cylindrical 
mulching chamber around each of said cutting blades. 

1. A mulhblade lawn mower, comprising: 
a mower deck comprising a top wall, a front wall, a back 

wall, and :first and second side walls defining a down
wardly directed opening; 

60 4. The lawn mower of claim 2 further comprising a 

each of said front wall, said back wall, and said opposite 
side walls having interior and exterior surfaces; 

said first side wall having a discharge opening formed 
therein; 

plurality of selectively removable mulcher baffles which 
close said throat portions and said discharge opening to 
define a substantially cylindrical mulching chamber around 
each of said cutting blades. 

65 5. The lawn mower of claim 2 further comprising a 
plurality of selectively removable mulcher baffles which 
cooperate with said flow control baffles to close said throat 
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portions and said discharge opening to define a substantially 
cylindrical mulching chamber around each of said cutting 
blades. 

6. A multtblade lawn mower, comprising: 
a mower deck comprising a top wall, a front wall, a back 5 

wall, and first and second side walls defining a down
wardly directed opening; 

each of said front wall, said back wall, and said opposite 
side walls having interior and exterior surfaces; 

10 
said first side wall having a discharge opening formed 

therein; 
said discharge opening having rearward and forward 

ends; 
means operatively connected to said mower deck for 15 

moving said mower deck along the ground; 
first, second and third cutting blades having blade tips 

rotatably disposed within said mower deck; 
power means operatively connected to said cutting blades 

for causing the rotation of each of said cutting blades 20 

whereby the blade tip path of each of said cuffing 
blades defines a circle; 

a first flow control baffle positioned in said mower· deck 
which extends downwardly from the interior surface of 

25 
said top wall between said cutting blades and said front 
wall; 

said first flow control baffle extending substantially con
tinuously from a first location adjacent the interior 
surface of said second side wall to a second location 30 

adjacent the interior surface of said first side wall and 
adjacent the forward end of said discharge opening; 

said first flow control baffle comprising a first arcuate 
baffle portion, having first and second ends, which 
extends from the interior surface of said second side 35 

wall partially around said first cutting blade, a first 
elongated and substantially straight baffle portion, hav
ing first and second ends, extending from said second 
end of said first arcuate baffle portion, a second arcuate 
baffle portion, having first and second ends, which 40 

extends from said second end of said first elongated and 
substantially straight baffle portion partially around 
said second cutting blade, a second elongated and 
substantially straight baffle portion, having first and 
second ends, extending from said second end of said 45 

second arcuate baffle portion, and a third baffle portion 
extending from said ~econd end of said second elon" 
gated and substantially straight baffle portion adjacent 
said third cutting blade towards said discharge opening; 

8 
said first elongated and substantially straight baffle por

tion being angularly disposed with respect to the said 
circle defined by the blade tip path of said second 
cutting blade in a chord-like fashion so that the cuttings 
from said first cutting blade will be deflected inwardly 
within the said circle defined by the blade tip path of 
said second cutting blade, said second elongated and 
substantially straight baffle portion being disposed with 
respect to the said circle defined by the blade tip path 
of said third cutting blade in a chord-like fashion so that 
the cuttings from said second cutting blade will be 
deflected inwardly within the said circle defined by the 
blade tip path of said third cutting blade; · 

a second flow control baffle positioned in said mower 
deck which extends downwardly from the interior 
surface of said top wall rearwardly of said cutting 
blades; and 

said second flow control baffle including a plurality of 
semi-circular baffle portions, each of said baffle por
tions being positioned adjacent the blade tip path of one 
of said cutting blades; 

said first and second flow control baffles defining a 
plurality of open throat portions which are positioned 
between adjacent cutting blades. 

7. The lawn mower of claim 6 wherein each of said first 
and second flow control baffles have spaced-apart arcuate 
portions which cooperate to define a semi-enclosed cutting 
chamber extending partially around the blade tip path of 
each of said cutting blades. 

8. The lawn mower of claim 7 further comprising a 
plurality of selectively removable mulcher baffles which 
close said throat portions to define a substantially cylindrical 
mulching chamber around each of said cutting blades. 

9. The lawn mower of claim 7 further comprising a 
plurality of selectively removable mulcher baffles which 
close said throat portions and said discharge opening to 
define a substantially cylindrical mulching chamber around 
each of said cutting blades. 

10. The lawn mower of claim 7 further comprising a 
plurality of selectively removable mulcher baffles which 
cooperate with said flow control baffles to close said throat 
portions and said discharge opening to define a substantially 
cylindrical mulching chamber around each of said cutting 
blades. 

* * * * * 
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