
PUBLIC VERSION  
 

   

 

UNITED STATES INTERNATIONAL TRADE COMMISSION 
Washington, D.C. 

 
 
 
 

 
In the Matter of 
 
CERTAIN AUDIOVISUAL 
COMPONENTS AND PRODUCTS 
CONTAINING THE SAME 
 

Inv. No. 337-TA-837 

 
COMPLAINANTS LSI CORPORATION AND AGERE SYSTEMS LLC’S  
BRIEF IN REPLY TO RESPONDENT REALTEK SEMICONDUCTOR 
CORPORATION’S RESPONSE TO THE NOTICE OF COMMISSION 

DETERMINATION TO REVIEW A FINAL DETERMINATION IN ITS ENTIRETY 
 



PUBLIC VERSION  
 

 -i-  

 

TABLE OF CONTENTS 

 
I. INTRODUCTION ..................................................................................................... 1 

II. QUESTIONS 1-7 ....................................................................................................... 1 

III. QUESTION 8............................................................................................................. 1 

A. The Claim Elements that Realtek Belatedly Claims Are Not Disclosed 
in the ‘182 Patent Are Disclosed. .................................................................. 1 

1. “a modulator that chooses a code having N chips in response to 
the group of data bits, the code being a member of a code set 
that includes M codes, wherein M>N” .............................................. 2 

2. “wherein the code set derived from a complementary code that 
provides autocorrelation sidelobes suitable for multipath 
environments”; “wherein the complementary code is defined by 
the sequence ABAB', such that A is a sequence of elements and 
B is a sequence of elements and wherein B' is derived by 
inverting all elements in the sequence B” .......................................... 2 

3. “a mixer that modulates a carrier signal in accordance with the 
chosen code”; “the mixer modulates the phase of at least one 
carrier signal in accordance with the selected code”; “the phase 
of the at least one carrier signal is QPSK modulated in 
accordance with the selected code” ................................................... 3 

4. “a scrambler for scrambling the group of data bits” .......................... 4 

5. Realtek’s Arguments Concerning the ‘182 Patent Lack Merit. ......... 4 

B. The ‘182 Patent Discloses the Asserted Claims of the ‘958 Patent. .............. 6 

1. M>N ................................................................................................... 6 

2. Additional Claim Limitations ............................................................ 7 

(a) Autocorrelation Sidelobes ...................................................... 8 

(b) QPSK ..................................................................................... 9 

(c) Scrambler ............................................................................. 10 

IV. QUESTION 9........................................................................................................... 10 

A. Prasad Does Not Anticipate or Render Obvious any Claim of the ‘958 
Patent............................................................................................................ 11 



PUBLIC VERSION  
 

 -ii-  

 

B. The Harris Proposal in View of the Van Nee Article Does Not Render 
any Claim Obvious. ..................................................................................... 13 

C. Proakis in View of Weathers Does Not Render any Claim Obvious. ......... 14 

D. Secondary Considerations Defeat any Showing of Obviousness. ............... 15 

V. QUESTION 10......................................................................................................... 15 

VI. QUESTION 11......................................................................................................... 17 

VII. QUESTION 12......................................................................................................... 17 



PUBLIC VERSION  
 

 -iii-  

 

TABLE OF AUTHORITIES 

CASES 

Hynix Semiconductor Inc. v. Rambus Inc., 
645 F.3d 1336 (Fed. Cir. 2011)............................................................................................9, 10 

Martek Biosciences Corp. v. Nutrinova, Inc., 
579 F.3d 1363 (Fed. Cir. 2009)..........................................................................................6, 7, 8 

PowerOasis, Inc. v. T-Mobile USA, Inc., 
522 F.3d 1299 (Fed. Cir. 2008)................................................................................................16 

Streck, Inc. v. Research & Diagnostic Systems, Inc., 
665 F.3d 1269 (Fed. Cir. 2012)..................................................................................................9 



PUBLIC VERSION  
 

 -1-  

 

I. INTRODUCTION 

Complainants LSI Corporation and Agere Systems LLC (collectively, “Complainants”) 

respectfully submit this Reply to Respondent Realtek Semiconductor Corporation’s (“Realtek”) 

Response to the Notice of Commission Determination to Review a Final Initial Determination in 

its Entirety (“Realtek’s Response” or “Realtek’s Resp.”).   

II. QUESTIONS 1-7 

Realtek did not address Questions 1-7. 

III. QUESTION 8 

What record evidence supports or does not support the conclusion 
that the ‘958 patent is entitled to the July 30, 1996 priority date of 
U.S. Patent No. 5,862,182? 
 

A. The Claim Elements that Realtek Belatedly Claims Are Not Disclosed in the 
‘182 Patent Are Disclosed. 

Throughout the Investigation, Respondents have not disputed that the specification of 

U.S. Patent No. 5,862,182 (“the ‘182 Patent”) discloses all elements of the asserted claims of 

U.S. Patent No. 6,452,958 (“the ‘958 Patent”) except the following five elements: 

(1) serial-to-parallel converter1 

(2) M>N 

(3) autocorrelation sidelobes 

(4) QPSK 

(5) scrambler. 

For the first time, Realtek now asserts that additional limitations are also not disclosed by 

the ‘182 Patent.  Realtek waived these arguments by failing to raise them at any time during the 

                                                 
1 Realtek’s Response does not discuss whether a serial-to-parallel converter is present in 

the ‘182 Patent. 
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Investigation.  Nonetheless, each of the new elements identified by Realtek is fully disclosed by 

the ‘182 Patent. 

1. “a modulator that chooses a code having N chips in response to the 
group of data bits, the code being a member of a code set that includes 
M codes, wherein M>N” 

Complainants demonstrated that the ‘182 Patent discloses that a code having N (8) chips 

is selected in response to a group of twelve data bits.  Complainants further demonstrated that the 

set of available codes M is 212 = 4,096, and thus M>N.  Thus, the only remaining portion of this 

element is “a modulator,” which the ‘182 Patent discloses.  For example, the very first sentence 

of the specification states, “[t]his invention relates to the modulation of data for transmission in a 

digital communications system.”  CX-0878 (‘182 Patent) at 1:6-7 (emphasis added).  The 

specification also states that the eight phases that make up the code “may then be used to 

respectively modulate eight OFDM subcarriers as is done conventionally in an OFDM system.”  

Id. at 2:37-39.  To the extent Realtek asserts that no specific “modulator” structure is disclosed, 

the specification states, “[p]rocessor 40 then modulates a plurality, e.g., eight, digital carriers 

respectively using the values of the eight phase vectors formed by Θ1 through Θ8.”  Id. at 3:43-

46.  Thus the “processor 40” is the “modulator” that chooses the code defined by eight phase 

vectors (chips). 

2. “wherein the code set derived from a complementary code that 
provides autocorrelation sidelobes suitable for multipath 
environments”; “wherein the complementary code is defined by the 
sequence ABAB', such that A is a sequence of elements and B is a 
sequence of elements and wherein B' is derived by inverting all 
elements in the sequence B” 

Complainants demonstrated that the ‘182 Patent discloses a complementary code that 

provides autocorrelation sidelobes suitable for multipath environments.  The code set in the ‘182 

Patent is “derived from” this code.  In particular, the ‘182 Patent states that “a set or sequence of 
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complimentary [sic] codes of a desired length, e.g., a length 8 code, may be generated starting 

with a so-called kernel of the desired length.”  CX-0878 (‘182 Patent) at 1:60-62.  “One possible 

kernel for generating codes of length 8 may be, for example, the series {111-111-11}.”  Id. at 

1:42-44.  The sequence {111-111-11} is a complementary code in the form ABAB’, where 

A={11}, B={1-1}, B’={-11}, and ABAB’={111-111-11}.  The kernel is then used “to form a 

complementary code, as shown by” Equation (1) of the ‘182 Patent.  Id. at 2:15-22.  The “vectors 

forming the complementary code may be represented by respective output phases Θ1 through Θ8. 

. . .”  Id. at 2:23-24.  Thus, the phases that constitute the chips that make up the codes in the code 

set are outputs of a complementary code.  The code set is thus derived from a complementary 

code. 

The ‘182 Patent also discloses the claim element “wherein the complementary code is 

defined by the sequence ABAB’,” because the kernel {111-111-11} is in the form ABAB’ as 

discussed above. 

3. “a mixer that modulates a carrier signal in accordance with the 
chosen code”; “the mixer modulates the phase of at least one carrier 
signal in accordance with the selected code”; “the phase of the at least 
one carrier signal is QPSK modulated in accordance with the selected 
code” 

The ‘182 Patent specification states that, after the processor 40 modulates a carrier using 

the phase vectors that make up the code, “[t]he analog signals are then supplied to RF transmitter 

50 which modulates the analog signals onto an RF carrier, e.g. a 5.2 GHz carrier . . . .”  CX-0878 

(‘182 Patent) at 3:51-52.  An “RF transmitter” of the type described in the ‘182 Patent includes a 

mixer.  See CX-1596C (Negus DWS) at 76, Q&A 251.  The ‘182 Patent explicitly states that the 

code is modulated onto “a 5.2 GHz carrier,” which is a carrier signal.  Finally, the ‘182 Patent 

discloses that the described technique can be implemented using various forms of PSK, which 
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includes QPSK.  CX-0878 (‘182 Patent) at 7:39-43.  Thus, each claim element related to 

modulating carrier signals is disclosed in the ‘182 Patent. 

4. “a scrambler for scrambling the group of data bits” 

Complainants have shown, based on the testimony of Respondents’ expert, that the ‘182 

Patent discloses a “scrambler” by virtue of the fact that it includes a detailed discussion of digital 

communication systems.  A scrambler functions only to scramble bits, and Complainants have 

shown that data bits are grouped into sets of twelve bits in the ‘182 Patent.  See, e.g., CX-0878 

(‘182 Patent) at 2:43-45, 2:51-55.  Thus, the complete limitation “a scrambler for scrambling the 

group of data bits” is likewise disclosed. 

5. Realtek’s Arguments Concerning the ‘182 Patent Lack Merit. 

In light of the clear and explicit disclosures discussed above, Realtek’s belated effort to 

identify new claim elements allegedly not disclosed in the ‘182 Patent fails.  Realtek’s additional 

arguments concerning the ‘182 Patent are likewise meritless.   

Regarding the stipulation from the Sony litigation, Realtek speculates that the stipulation 

“was the result of some unfortunate (for Complainants) facts.”  Realtek’s Resp. at 2.  However, 

Respondents have never provided any context for this stipulation and thus there are no facts in 

the record concerning why the stipulation was entered into.  There could have been any number 

of reasons for the parties to agree not to contest the priority date of the ‘958 Patent, and there is 

no basis to assume that it was based on an inability to demonstrate that the ‘958 Patent is entitled 

to its claimed priority date.  In any case, the stipulation is not legally binding on Complainants or 

the Commission, and Respondents have never argued otherwise. 

Further,  cited by 

Realtek are of no moment.   

 has no bearing on the question of whether the claims 
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of the ‘958 Patent are adequately described by the specification of the ‘182 Patent.  This is 

instead based on the disclosure of the ‘182 Patent itself as interpreted by one of ordinary skill in 

the art.  Complainants’ expert, Dr. Katti, testified that a person of ordinary skill in the art would 

have interpreted the ‘182 Patent to fully disclose the asserted claims of the ‘958 Patent, and 

Complainants have proven out Dr. Katti’s assertion with extensive citations to the ‘182 Patent 

itself.  The ALJ properly credited Dr. Katti’s testimony and the Commission should affirm this 

factual determination. 

In addition, Dr. van Nee’s  

 

  RX-1789C (  

 Transcript) at LSIAgere837-01077137-38.   

 

  See, e.g., RX-1787C (  

) at 208:1-15.   

  RX-1788C (  Dep. 

Tr.) at 58:21-59:23.  Dr. van Nee  

 the technology of the ‘958 Patent was in 

fact fully developed at the time of the ‘182 Patent and disclosed in the specification of that 

patent.  The PTO agreed by allowing the claim of priority.  And this is in fact confirmed by the 

disclosure of the ‘182 Patent, . 

Realtek’s speculations concerning the motives of the prosecuting attorneys should 

likewise be ignored.  Whatever the motivations may have been, the fact is that the ‘182 Patent 

specification discloses the claims of the ‘958 Patent and the amendment adding the claim of 
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priority was procedurally proper.  These facts,  Realtek’s 

baseless assumptions concerning the mental state of Agere and Lucent’s attorneys, determine the 

priority date of the asserted claims of the ‘958 Patent. 

B. The ‘182 Patent Discloses the Asserted Claims of the ‘958 Patent.  

Realtek persists in its arguments that five discrete claim elements are missing from the 

‘182 Patent specification.  However, each of these elements is fully disclosed by the ‘182 Patent 

sufficiently to “reasonably convey[] to the artisan that the inventor had possession at that time of 

the later claimed subject matter.”  Martek Biosciences Corp. v. Nutrinova, Inc., 579 F.3d 1363, 

1369 (Fed. Cir. 2009). 

1. M>N 

The OFDM modulation system in the ‘182 Patent discloses a code set in which M=4,096 

and N=8.  Complainants’ position is not based solely on the fact that Matrix A is non-square, as 

Realtek insinuates, but on the fact that the ‘182 Patent explicitly discloses deriving codes of eight 

phase chips in length, with 4,096 possible codes based on groups of twelve data bits, using 

Matrix A.  Realtek baldly asserts that “the output phases are not chips, and nothing in the ’182 

patent suggests they are.”  Realtek’s Resp. at 5.  However, the ‘182 Patent specification makes 

clear that “[t]he vectors forming the complementary code may be represented by respective 

output phases Θ1 to Θ8 . . . .”  CX-0878 (‘182 Patent) at 2:22-24.  Thus, the eight phases form a 

code and correspond to eight chips of that code, just as the phases in QPSK modulation 

correspond to code chips.  See CX-1596C (Negus DWS) at 20.   

Realtek also erroneously asserts that, because there are four input phases, M=4.  But the 

eight phase vectors are chosen based on “group[s] of twelve bits.”  CX-0878 (‘182 Patent) at 

2:51-52.  Indeed, the four input phases themselves are different for each group of twelve bits.  As 

stated in the ‘182 Patent specification, “the values of symbols ϕ1 through ϕ4 would be different 
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for a subgroup having a different combination of twelve bits.”  CX-0878 (‘182 Patent) at 3:28-

30.  Thus, a different set of four input phases exists for each group of twelve bits, and there are 

212 = 4,096 possible sets of input phases. 

Further, this code set is derived from a complementary code that provides autocorrelation 

sidelobes suitable for multipath environments, and an RF transmitter including a mixer 

modulates a carrier wave using various forms of PSK in accordance with the code, as discussed 

above.  A scrambler is inherently present to scramble the data bits according to Respondents’ 

own expert, and one of the complementary codes described to derive the code set is in the form 

ABAB’, as further discussed above. 

Finally, there is nothing “inconsistent” between Complainants’ description of the code set 

in the ‘182 Patent and its previous arguments to the Commission.  Complainants have at all times 

asserted that the non-square Matrix A is used to encode data bits into a code set in which M>N.  

The code set encoded by Matrix A, based on groups of twelve bits, includes 4,096 possible codes 

of length 8. 

2. Additional Claim Limitations 

Realtek misrepresents Dr. Katti’s testimony by falsely asserting that Dr. Katti admitted 

that certain claim terms are merely “obvious” in light of the disclosure.  But Dr. Katti never 

testified that any limitation would have been obvious based on the ‘182 Patent.  Rather, in the 

testimony quoted in Realtek’s brief, Dr. Katti testified that “a person of ordinary skill in the art 

would have known” or “would have understood” the claim limitations to be disclosed within the 

four corners of the ‘182 Patent.  Realtek’s Resp. at 7-8 (emphasis added).  This is precisely the 

legal standard for establishing an earlier priority date.  Namely, Complainants need only show 

that “the disclosure of the application relied upon reasonably conveys to the artisan that the 

inventor had possession at that time of the later claimed subject matter.”  Martek, 579 F.3d at 
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1369 (Fed. Cir. 2009) (internal quotations omitted).  Importantly, “‘the earlier application need 

not describe the claimed subject matter in precisely the same terms as found in the claims at 

issue.’” Id. (quoting Tech. Licensing Corp. v. Videotek, Inc., 545 F.3d 1316, 1331 (Fed. Cir. 

2008)) (emphasis added).  Thus, Dr. Katti’s testimony that the claim elements would have been 

known or understood by one of ordinary skill in the art even if they are not described “in 

precisely the same terms as found in the claims at issue” supports the ALJ’s determination that 

the July 30, 1996 priority date is proper. 

(a) Autocorrelation Sidelobes 

As explained in Complainants’ Response,2 Equation 1 in the ‘182 Patent and the {111-

11-11} sequence would have been understood by one of ordinary skill in the art to disclose a 

complementary code that provides autocorrelation sidelobes suitable for multipath environments.  

As discussed above, the code set of 4,096 codes described in the ‘182 Patent is derived from 

these complementary codes as explicitly described in the specification.  Realtek’s repeated 

attempts to deny the presence of a modulator in the ‘182 Patent are without merit as discussed 

above.   

Realtek also asserts that  

Dr. Katti argues it is known that certain codes derived from the 
equation of the ’182 patent have autocorrelation sidelobes suitable 
for multipath environments, but does not show where the ’182 
patent discloses this, explain how the single equation discloses the 
genus of complementary codes that provide autocorrelation 
sidelobes suitable for multipath environments, or present evidence 
showing the genus is inherent.  
 

                                                 
2 Complainants’ Response to the Notice of Commission Determination to Review a Final 

Initial Determination in its Entirety is referred to herein as “Complainants’ Response” or 
“Complainants’ Resp.” 
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Realtek’s Resp. at 9.  But Dr. Katti clearly testified that the inherent properties of the code itself, 

including low autocorrelation sidelobes suitable for multipath environments, would be known to 

one of ordinary skill in the art.  This knowledge need not be explicitly disclosed in the 

specification to reasonably convey to one of ordinary skill in the art that the code has the relevant 

properties.  In fact, “a patentee can rely on information that is ‘well-known in the art’ to satisfy 

written description.”  Streck, Inc. v. Research & Diagnostic Systems, Inc., 665 F.3d 1269, 1285 

(Fed. Cir. 2012) (quoting Boston Sci. Corp. v. Johnson & Johnson, 647 F.3d 1353, 1366 (Fed. 

Cir. 2011)).  The ALJ properly credited Dr. Katti’s factual testimony that the knowledge of one 

skilled in the art would convey that the codes described in the ‘182 Patent have the requisite 

autocorrelation properties.  Again, Realtek is wrong in arguing that Dr. Katti argued that these 

claim elements would be “obvious.”  Realtek’s Resp. at 9.  They are known based on the explicit 

disclosures of the ‘182 Patent. 

(b) QPSK 

Regarding QPSK, the ‘182 Patent explicitly discloses PSK and explicitly suggests using a 

type of PSK with fewer phases than 8-PSK.  QPSK is a type of PSK with fewer phases than 8-

PSK.  While the example that the ‘182 Patent specification provides is BPSK, QPSK can also be 

arrived at by starting with 8-PSK and “decreasing the number of phases” as described in the ‘182 

Patent specification.  CX-0878 (‘182 Patent) at 7:42-43.  Thus, the ‘182 Patent specification 

describes QPSK.   

By disclosing 8-PSK and describing “decreasing the number of phases,” the ‘182 Patent 

specification discloses “structural features common to the members of the genus so that one of 

skill in the art can visualize or recognize the members of the genus.”  Hynix Semiconductor Inc. 

v. Rambus Inc., 645 F.3d 1336, 1352 (Fed. Cir. 2011).  Dr. Katti’s testimony concerning how a 

person of ordinary skill in the art would interpret the discussion of PSK reflects “the state of the 
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art and the nature and breadth of the genus.”  Id.  Accordingly, Dr. Katti’s testimony and the 

plain text of the ‘182 Patent establish that one of ordinary skill in the art would have understood 

the ‘182 Patent to disclose QPSK. 

(c) Scrambler 

Finally, Realtek persists in denying the testimony of its own expert by asserting that the 

‘182 Patent specification’s description of a digital communication system fails to inherently 

disclose a scrambler.  Realtek’s own case law makes clear that Dr. Heegard’s unequivocal 

statement that a scrambler is “inherent” or “inherit” in any digital communication system defeats 

Realtek’s argument.  According to Realtek: 

To establish inherency, the extrinsic evidence must make clear that 
the missing descriptive matter is necessarily present in the thing 
described in the reference . . . . Inherency, however, may not be 
established by probabilities or possibilities. The mere fact that a 
certain thing may result from a given set of circumstances is not 
sufficient. 
 

Realtek’s Resp. at 10 (quoting In re Robertson, 169 F.3d 743, 745 (Fed. Cir. 1999)).  But 

Complainants need not rely on “probabilities or possibilities.”  Realtek’s own expert testified that 

any disclosure of a digital communication system discloses a scrambler.  Realtek transmutes 

“inherit/inherent” into “common” in an attempt to downplay its expert’s admission, but this has 

no basis in language or in Dr. Heegard’s testimony.  Indeed, elsewhere in its brief Realtek asserts 

that Dr. Heegard “testified that a ‘scrambler’ would be in any kind of digital communication 

system” in support of its invalidity case.  Realtek’s Resp. at 14 (emphasis added).  Dr. Heegard 

thus testified that any digital communication system would include a scrambler, and this includes 

the digital communication system of the ‘182 Patent. 

IV. QUESTION 9 

Please discuss and cite the record evidence, if any, that shows the 
asserted claims of the ‘958 patent are invalid as being anticipated 
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or rendered obvious by Prasad.  Assuming the priority date of the 
‘958 patent is April 22, 1998, please discuss and cite the record 
evidence, if any, that shows the combination of the Harris 
Proposal in view of the van Nee article, and the combination of the 
Proakis textbook in view of the Weathers patent render the 
asserted claims of the ‘958 patent obvious. 
 

A. Prasad Does Not Anticipate or Render Obvious any Claim of the ‘958 Patent. 

Prasad only clearly discloses one code set, and Dr. Heegard admitted that in that code set 

M=4 and N=16.  Heegard, Tr. 1125:1-20.  Realtek fails to identify any code set clearly and 

convincingly disclosed in Prasad in which M>N.  Instead, Realtek creatively interprets Prasad to 

arrive at code sets that have no basis in – and are in fact contradicted by – the disclosure. 

First, Realtek denies that “inversions” were disclaimed during prosecution.  But the 

disclaimer during the prosecution of the ‘574 Application is clear.  The Applicant added a 

limitation to each of the independent claims “specifically addressing the independence of the 

M>N limitation of the claims from any inversions occurring in the symbols themselves.”  JX-

0004 (‘958 File History) at 65.  Importantly, the Applicant’s remarks make clear that the 

amendment did not change the code set, but merely clarified that the code set was independent 

of inversions by “specifically addressing the independence . . . from any inversions.”  Id.  While 

the claims were later amended again and the specific inversion-related limitation does not appear 

in the final claims, from that point on the “code set,” and specifically the “M>N” limitation, were 

understood by the Applicant and the Examiner to be independent of inversions.  The ALJ was 

correct in making this factual determination.  ID at 213. 

Further, the lack of inversions in the code set of the ‘958 Patent is clear from the ‘958 

Patent itself.  Realtek cites a statement in the specification that “In this example, there are 16 

codes, which can be inverted to get 32 codes.” JX-0003 (‘958 Patent) at col. 7 lns. 62-63 

(emphasis added).  But this passage only confirms that the “codes” and “inverted” codes are 
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separate sets, and the code set here is 16 codes (not 32). 

Nor does Realtek identify a code set in which M>N in Prasad.  Realtek asserts that “[f]or 

a code set where M=16, Prasad discloses that the length of each sequence and set ‘can vary in 

length from 2 bits to 32 bits.’”  Realtek’s Resp. at 13 (quoting RX-0590 (Prasad - Data 

Transmission) at 837MEDIATEK000023289, 23291 (fig. 4d); RX-0006C (Heegard Direct WS) 

at QA 335, 344).  As an initial matter, the string of citations following Realtek’s assertion 

demonstrates that this alleged code set in which M=16 and 2≤N≤32 is not clearly and 

convincingly disclosed in the text of Prasad.  In fact, the full context of this quote reveals that 

Prasad is discussing orthogonal sequences in which M=N:  

The simulation generates M orthogonal sets of complementary 
sequences with each sat having M sequences (representing sub-
carrier channels) and each sequence can vary in length from 2-bits 
to 32-bits.   
 

RX-0590 (Prasad - Data Transmission) at 837MEDIATEK000023289 (emphasis added).  The 

fact that the sequences are “orthogonal” means that, in each sequence, M=N.   

Realtek also refers to “several embodiments Prasad discloses” but still fails to identify a 

single code set in which M>N.  Accordingly, Prasad fails to anticipate any asserted claim of the 

‘958 Patent because it fails to disclose a code set in which M>N. 

Because Prasad is missing the claim limitation M>N, it cannot render obvious any 

asserted claim.  The extended code set is a key feature of the ‘958 Patent that did not appear in 

the prior art, and the fact that Prasad teaches away from an extended code set and toward an 

orthogonal code set precludes any finding of obviousness.   

Further, even if Prasad were somehow interpreted to disclose a code set in which M>N, 

Prasad nonetheless fails to disclose or render obvious the ABAB’ limitation based on Dr. 

Heegard’s own testimony.  See Heegard Tr. 1144-1145 (describing the ABAB’ limitation as 
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“silly” and “a travesty”).  While it is true that sequences in the form ABAB’ were known in the 

general field of mathematics, it was not obvious to incorporate such a code into digital signal 

modulation in the manner claimed by the ‘958 Patent until Dr. van Nee did so.  Dr. Heegard’s 

testimony confirms this.  Further, while Realtek attempts to minimize the importance of the 

ABAB’ limitation by asserting that it is an “incidental property of the complementary code . . . 

with no accompanying benefits of properties” (Realtek’s Resp. at 15), the ABAB’ limitation is 

nonetheless a novel, non-obvious feature of the ‘958 Patent that was not present in the prior art.  

Realtek cannot simply ignore this limitation and declare that any asserted claim that includes this 

limitation is invalid for obviousness. 

B. The Harris Proposal in View of the Van Nee Article Does Not Render any 
Claim Obvious. 

Realtek offers very little in the way of argument that the Harris Proposal in view of the 

Van Nee Article renders any claim invalid for obviousness.  Instead, Realtek asserts that Dr. 

Katti admitted that the Van Nee Article by itself would render the asserted claim limitations 

obvious.  Specifically, Realtek cites the following testimony: 

Q. Okay. Now, in your opinion, then, if the van Nee 1996 paper 
were prior art, it would disclose or render obvious every asserted 
limitation of the ’958 patent asserted claims, right? 
 
A. If the priority date -- if the date for the ’958 patent was 1998, 
then this would be prior art and in that case, yes it would. 
 

Realtek’s Resp. at 15 (quoting Katti, Tr. 1877:9-16 ) (emphasis added).  But Dr. Katti never 

testified that Van Nee would anticipate or render obvious the combination of limitations claimed 

in the ‘958 Patent, even if it were prior art to the ‘958 Patent. 

Further, Respondents do not even allege that the Van Nee Article alone renders any claim 

obvious.  Rather, Respondents assert that he Van Nee Article in combination with the Harris 

Proposal renders the claims invalid for obviousness.  But Complainants have extensively 
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explained that, even if both references are considered prior art to the ‘958 Patent, the disclosure 

of Dr. van Nee’s own work cannot remedy the deficiencies in the Harris Proposal.  This was 

shown in Complainants’ Response, Complainants’ Post-Hearing Brief, Complainants’ Reply 

Post-Hearing Brief, and in Complainants Response to Respondents’ Petitions for Review.  

Complainants’ Resp. at 51-52; Complainants’ Post-Hearing Br. at 417-418; Complainants’ Reply 

Post-Hearing Br. at 111-112; Complainants’ Response to Realtek’s Contingent Petition for 

Review at 16-19; Complainants’ Response to Funai’s Petition for Review at 56-57. 

The Harris Proposal was a conventional, orthogonal system with no complementary 

codes that was not suitable for multipath.  Dr. van Nee alone “fixed” the Harris Proposal using 

the concepts that he himself had developed.  This combination was apparent only to Dr. van Nee, 

not to the IEEE and not to anyone else of ordinary skill in the art.  Thus, Realtek cannot show by 

clear and convincing evidence that the combination of the Harris Proposal and the Van Nee 

Article render any claim of the ‘958 Patent invalid for obviousness. 

C. Proakis in View of Weathers Does Not Render any Claim Obvious. 

Realtek provides very little discussion of Proakis and Weathers and fails to overcome the 

fact that Proakis does not disclose the claim limitation “wherein the code set is derived from a 

complementary code that provides autocorrelation sidelobes suitable for multipath 

environments” as required by all asserted claims of the ‘958 Patent.  Instead, Realtek 

mischaracterizes Dr. Katti’s testimony by asserting that “low” autocorrelation sidelobes are all 

that is required for this element.  But the claim language is clear that the system must be 

“suitable for multipath environments,” which Proakis does not address.  Further, Weathers does 

not disclose a code set in which M>N and fails to address the specific indoor multipath issues 

addressed by the ‘958 Patent.  In addition, because Weathers is concerned with radar technology 

rather than digital communication, there would be no reason to combine these references.   
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Finally, Realtek does not even attempt to argue that either Proakis or Weathers disclose 

the non-obvious ABAB’ limitation.  Even if the claims that do not include this limitation are 

rendered obvious, Claims 29 and 35 are nonetheless valid. 

Realtek has therefore failed to show by clear and convincing evidence that Proakis in 

view of Weathers renders any claim of the ‘958 Patent invalid for obviousness. 

D. Secondary Considerations Defeat any Showing of Obviousness. 

Realtek focuses on a single statement by Complainants’ corporate witness and asserts that 

this statement led the ALJ to disregard Complainants’ strong showing concerning secondary 

considerations of non-obviousness.  Realtek is incorrect.  Dr. Negus provided extensive 

testimony concerning the adoption of the ‘958 Patent technology, namely, CCK modulation, as 

the IEEE’s 802.11b WLAN standard.  Dr. van Nee’s CCK approach solved the problem of high 

data rate modulation that had been plaguing the IEEE.  Without Dr. van Nee’s solution, the 

consumer WLAN industry would not have taken off in the way it did.  Thus, Dr. van Nee’s CCK 

technique, claimed by the ‘958 Patent, is a critical aspect of the WLAN industry, and his 

invention was non-obvious. 

V. QUESTION 10 

What record evidence supports or does not support the conclusion 
that U.S. Patent Application No. 08/155,661 was abandoned in 
December 2001 because the applicant failed to file a reply to the 
Office Action mailed on June 7, 2001 within the six-month 
statutory deadline (35 U.S.C. § 133)? Please discuss and cite the 
record evidence, if any, showing proof of the USPTO’s grant of an 
extension in December 2001. 
 

As explained in Complainants’ Response, the prosecution of the ‘661 Application was 

kept active when the Applicant simultaneously filed a Petition for Extension of Time and a 

Notice of Appeal on December 7, 2001, within the six-month statutory period following the June 

7, 2001 Office Action.  Respondents, including Realtek, have been aware of these documents 
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since at least December 17, 2012, when former Respondents MediaTek and Ralink filed their 

brief to the ALJ.  Complainants’ Resp. at 56-57.  These documents are also explicitly reflected in 

the file history of the ‘661 Application itself, and the validity of these documents is confirmed by 

the fact that the Examiner allowed prosecution to continue at least until the ‘295 Application was 

filed. 

Realtek acknowledges that a Notice of Appeal is a “proper reply.”  Realtek’s Resp. at 19.  

However, Realtek falsely states that “[t]he record includes no extension of time or Notice of 

Appeal.”  Id.  In fact, both documents are referenced in the prosecution history, and the 

documents themselves, along with additional documents showing that they were timely received 

by the PTO, are in the Investigation record.  Complainants’ Resp. at 56-57.   

Realtek additionally asserts that the “Date Received or Mailed” for these documents is 

January 8, 2002.  Realtek’s Resp. at 19.  But as explained in Complainants’ Response, this is 

simply the date that the PTO returned the postcard to the Applicant confirming receipt.  The 

postcard itself shows that the documents were mailed together on December 7, 2001, within the 

statutory deadline.  Realtek then asserts that the PTO did not deem the reply “proper,” but there 

is no evidence of this in the record.  On the contrary, the record confirms that the Examiner 

received the documents, that they were mailed together on time, and that the Examiner allowed 

prosecution to continue.  The reference to the June 7, 2001 Office Action on the Notice of 

Abandonment is a ministerial error or, at best, reflects the fact that there was no box to check on 

the form to indicate that no reply brief was filed within the extended time period following the 

Notice of Appeal.  RX-1165 (‘661 File History) at 233.  Complainants have thus “come forward 

with evidence” of the earlier priority date and satisfied their burden.  PowerOasis, Inc. v. T-

Mobile USA, Inc., 522 F.3d 1299, 1305-06 (Fed. Cir. 2008).   
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Finally, Realtek is incorrect that the March 7, 2002 extension of time has no relevance.  

Realtek’s Resp. at 20.  On the contrary, the March 7, 2002 extension of time fits within the 

timeline described in Complainants’ Response (see Complainants’ Resp. at 60), and extended the 

time to file an appeal brief at least until the date the ‘295 Application was filed.  The March 7, 

2002 extension is also circumstantial evidence that the PTO considered the ‘661 Application to 

be live on that date; otherwise, the PTO would have rejected the extension of time and issued a 

Notice of Abandonment earlier. 

Accordingly, the ‘661 Application was pending when the ‘295 Application was filed. 

VI. QUESTION 11 

Please discuss and cite any record evidence of the standard 
essential nature of the ‘663, the ‘958, and the ‘867 patents. 
 

As discussed in Complainants’ Response, the ‘958 and ‘867 Patents are each essential to 

the 802.11 standards.  To the extent Realtek implies that any portion of Complainants’ 

infringement analysis was based solely on the standards, Realtek in incorrect, as Complainants 

relied mainly on source code and other technical documentation. 

VII. QUESTION 12 

Realtek did not address Question 12. 

Dated: November 12, 2013   Respectfully submitted, 

/s/ David E. Sipiora      
David E. Sipiora 
Kristopher L. Reed 
Matthew C. Holohan 
Jeffrey M. Connor 
Laura K. Mullendore 
KILPATRICK TOWNSEND & STOCKTON LLP 
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Telephone: (303) 571-4000 
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