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I. INTRODUCTION

Complainants LSI Corporation and Agere Systems LLC (collectively, “Complainants”) 

respectfully submit this Reply to Funai Respondents’1 Response to the Notice of Commission 

Determination to Review a Final Initial Determination in its Entirety; Schedule for Filing 

Written Submissions on Certain Issues Under Review and on Remedy, Bonding, and the Public 

Interest (“Funai’s Response” or “Funai’s Resp.”).  

II. QUESTION 1 

What evidence in the record supports or does not support the 
conclusion that the two DRAMs in each of the Funai products 
accused of infringing the ‘087 patent is a single memory having 
one or more memory chips?  With respect to each of the Funai 
products accused of infringing the ‘087 patent, what evidence in 
the record supports or does not support the conclusion that the two 
DRAMs used by the transport logic, MPEG decoder and system 
controller function as a unit?  To the extent that each Funai 
product includes a flash memory, what code and/or data is stored 
in the flash memory and does the flash memory function as a unit 
with the  DRAMs? 

Despite the Commission’s clear directive that the parties are not to brief issues on review 

other than those specifically posed by the Commission, Funai spends the first six pages of its 

brief on Question 1 not actually addressing any of the discrete issues raised in Question 1.  

Instead, Funai again trots out its failed claim construction arguments in an attempt to get another 

bite at the apple.  Since these arguments do not address any of the issues raised in Question 1 –

i.e., the evidence in the record regarding (1) whether the accused products have a single memory 

having one or more chips; (2) whether the  DRAMs function as a unit; and (3) what code 

and/or data is stored in the flash memory and whether the flash functions as a unit with the 

DRAMs – they should be ignored.  Moreover, even if this portion of Funai’s brief was 

1 Funai Electric Co., Ltd., Funai Corporation, Inc., P&F USA, Inc. and Funai Service 
Corporation (collectively, “Funai”).
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responsive, Funai’s interpretation of the disclosure of U.S. Patent No. 5,870,087 (“the ‘087 

Patent”) is wrong. 

A. The ‘087 Patent Expressly Discloses A Single Memory Comprised of Multiple 
Chips. 

Neither the claims nor the specification of the ‘087 Patent makes any distinction between 

a single memory comprising one chip and a single memory comprising multiple chips.  Indeed, 

the specification, through at least the embodiments depicted in Figures 3 and 4, makes clear that 

the “single memory” may comprise multiple memory chips so long as the memory functions as a 

unit.  Contrary to Funai’s assertions, the specification of the ‘087 Patent does not focus on the 

number or arrangement of memory pieces, but rather on how those memory pieces are utilized.  

For instance, the specification of the ‘087 Patent discloses that “[t]he present invention 

comprises an MPEG decoder system and method for performing video decoding or 

decompression which includes a unified memory for multiple functions according to the present 

invention.”  JX-0001 (‘087 Patent) at 4:65 – 5:1.  The specification further indicates that Figure 

3, which (as shown below) depicts a memory containing multiple chips, “is a block diagram 

illustrating an MPEG decoder system including a unified memory for MPEG transport, system 

control, and decode functions according to the present invention.”  Id. at 5:55-58.   
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This disclosure, among others, flatly contradicts Funai’s argument that the memory is limited to 

a single chip.  That the memory depicted in Figure 3 is a single memory comprising multiple 

chips is supported by testimony of Dr. Acton.  On this point, Dr. Acton was clear, testifying that 

“[t]he depiction of the memory 212 is consistent with a memory configuration of four ranks (i.e.,

chips).”  CX-1594C (Action DWS) at 10. 

To get around the clear depiction in Figure 3 of the ‘087 Patent of a single memory 

comprised of four memory chips, Funai improperly attempts to limit the claims of the ‘087 

Patent to a preferred embodiment.  See Funai’s Resp. at 8 (“Therefore, because the specification 

states that structure 212 is a single 1Mx16 SDRAM Samsung chip and is used ‘to store decoded 

reference frames,’ the depiction in Figs. 3 and 4 is of multiple reference frames, not multiple 

chips or ranks.”).  The specification of the ‘087 Patent, however, never states that the memory 

212 is limited to any particular structure.  Instead, the specification indicates that in one preferred 

embodiment the memory may be a 1M×16 SDRAM “such as Samsung KM416S1120AT-12.”  

JX-0001 (‘087 Patent) at 12:58 (emphasis added).  In other words, the Samsung component is 

described as an example of the type of memory that may be used.  There is no evidence, either in 

specification or the prosecution history, that this is the only memory.  Moreover, even if only one 

embodiment was disclosed, Funai’s interpretation of the ‘087 Patent would still be wrong.  The 

Federal Circuit has “expressly rejected the contention that if a patent describes only a single 

embodiment, the claims of the patent must be construed as being limited to that embodiment.”  

Liebel-Flarsheim Co. v. Medrad, Inc., 358 F.3d 898, 906 (Fed. Cir. 2004).  Furthermore, “[e]ven 

when the specification describes only a single embodiment, the claims of the patent will not be 

read restrictively unless the patentee has demonstrated a clear intention to limit the claim scope 

using ‘words or expressions of manifest exclusion or restriction.’”  Id. (citing Teleflex, 299 F.3d 



PUBLIC VERSION

-4- 

at 1327).  In other words, the depiction of a single preferred embodiment, absent more, does not 

limit claim terms.  See Northern Telecom Ltd. v. Samsung Elecs. Co., Ltd., 215 F.3d 1281, 1293 

(Fed. Cir. 2000); Philips v. AWH Corp., 415 F.3d 1303, 1323 (Fed. Cir. 2005).  With zero 

evidence to support the contention that the memory of the ‘087 Patent is limited to a single chip, 

Funai’s arguments should be ignored.

 Furthermore, Funai’s argument that Dr. Acton somehow admitted that the memory 

depicted in Figure 3 does not depict multiple memory chips is mistaken.  See Funai’s Resp. at 8-

9.  Dr. Acton’s testimony on cross-examination regarding the process for decoding of references 

frames and the utilization of memory during that process had nothing to do with the physical 

structure of the memory.  Dr. Acton’s testimony that the memory 212 depicted in Figure 3 

comprises four chips has been consistent and unwavering at all times.  See CX-1594C (Action 

DWS) at 10 (“The depiction of the memory 212 is consistent with a memory configuration of 

four ranks (i.e., chips).”); Acton, Tr. 586:8-9 (“The memory 212 appears to be four chips.”).

Finally, the ‘087 Patent makes clear that the point of novelty is not in the number or 

arrangement of memory pieces, but in how those memory pieces are used.  For instance, the ‘087 

Patent discloses that by combining the memory block for the transport and system controller 

blocks a video decoder system implementing a unified memory has advantages over prior art 

video decoders.  As stated in the ‘087 Patent:

Prior art MPEG video decoder systems have generally used a 
frame store memory for the MPEG decoder motion compensation 
logic which stores the reference frames or anchor frames as well as 
the frame being reconstructed.  Prior art MPEG video decoder 
systems have also generally included a separate memory for the 
transport and system controller functions.  It has generally not been 
possible to combine these memories, due to size limitations. 

JX-0001 (‘087 Patent) at 4:28-36.  The combination (i.e., unification) of the two memory 
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structures employed by prior art decoders reduces “the memory requirements of the decoder 

system as much as possible to reduce its size and cost.”  Id. at 4:45-47.   “Therefore, a new video 

decoder system and method is desired which efficiently uses memory and combines the memory 

subsystem for reduced memory requirements and hence reduced cost.”  Id. at 4:59-62 (emphasis 

added).  The advantages of the invention of the ‘087 Patent, therefore, relate to the unification of 

memory pieces to create a single memory where the individual memory pieces function as a unit, 

and not in the number or arrangement of the memory pieces.  As such, Funai’s arguments should 

be ignored. 

B. Each of the Funai Products Accused of Infringing the ‘087 Patent Includes a 
Single Memory Having One or More Memory Chips. 

Funai baldly asserts that “there is not an iota of evidence that the accused products have a 

single memory or memories that functions as a unit.”  Funai’s Resp. at 12.  This assertion is flat 

wrong.  For instance, contrary to Funai’s claim of “no evidence,” the record evidence includes 

schematics of the Funai products accused of infringing the ‘087 Patent showing that the  

DRAMs are configured to act as a single memory.  In particular, in the  

 

. 
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CX-0613C (  Service Manual) at 29 (emphasis added).   

 

  Id.  

 

 indicates that the DRAMs constitute a single memory of  

DRAMs. See id.  In addition, the parties are in agreement that the flash memory  

.  See Complainants’ Resp.2 at 10-12; Funai’s 

Resp. at 17-19. 

2 Complainants’ Response to the Notice of Commission Determination to Review a Final 
Initial Determination in its Entirety is referred to herein as “Complainants’ Response” or 
“Complainants’ Resp.”
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Funai also argues that if the DRAMs were functioning as a unit, it would “  

” and that because  

 “the DRAMs 

are not used in a unified fashion.”  Funai’s Resp. at 13.  Of course, Funai does not point to any 

evidence in the record to substantiate this argument.  See id.  The reason that Funai relies on 

unsupported attorney argument rather than the record evidence boils down to the simple truth 

that the record evidence contradicts Funai’s argument.  In particular, Dr. Acton addressed this 

exact issue head-on, testifying that  

 

.  CX-1594C (Acton DWS) at 39.  The fact that the  DRAMs are used for 

this functionality, when the same functionality could occur only on a single DRAM, indicates 

“that the MPEG decoder system views the  DRAMs as a unified memory.”  Id. In sum, the 

evidence regarding the physical structure of the Funai products accused of infringing the ‘087 

Patent as well as the source code for each of these products is clear that DRAMs of the accused 

devices constitute a single memory functioning as a unit.  See, e.g., CX-0613C (  

Service Manual) at 29; Acton, Tr. 552:5-8 (“I have looked at the code and  

 I see a memory function as a unit.”).

Funai’s argument that the Complainants are relying on a “theoretical argument” to prove 

infringement is nonsense. See Funai’s Resp. at 14-16.  The record evidence includes thousands 

of pages of source code and product documentation, hundreds of pages of deposition testimony 

from fact witnesses and hundreds of pages of expert testimony, the sum total of which 

conclusively demonstrates that each of the accused Funai products actually infringes the asserted 

claims of the ‘087 Patent.  As described more fully in Complainants’ Response, Dr. Acton 
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exhaustively reviewed the product documentation and assorted source code.  Complainants’ 

Response at 4-10.  This analysis was of the actual source code of the actual products.  Id.; see

also CX-1594C (Acton DWS) at 28-115.  As designed and operated, the accused products 

infringe the asserted claims of the ‘087 Patent.  ID at 381; CX-1594C (Acton DWS) at 115.  Far 

from running from  testimony regarding the actual operation of the accused products, 

Complainants’ expert embraced that testimony and relied on it to help demonstrate that the 

DRAMs function as a unit.  CX-1594C (Acton DWS) at 38-39.  Nothing about that analysis was 

theoretical.  As such, Funai’s arguments should be disregarded.

C. The DRAMs Function as a Unit to Support the Transport Logic, Video 
Decoder, and System Controller Functions in the Accused Funai Products. 

Funai’s argument that the DRAMs in the accused products do not function as a unit relies 

on the same arguments Funai makes about the DRAMs functioning as a single memory.  Funai’s 

Resp. at 16 (“For the same reasons described above that the multiple DRAMs of the accused 

products do not function as a ‘single memory,’ the also do not ‘function as a unit.’”).  As 

discussed above, the record evidence fails to support and is often directly contrary to Funai’s 

arguments.  For instance, Funai argues that evidence demonstrates that the accused Funai 

products do not function as a unit because “  

”  Id.  The very 

evidence Funai claims is missing, however, is expressly in the record.  For example, as set forth 

above and in the figure below in the , the DRAMs  

 

. 
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CX-0613C (  Service Manual) at 29 (emphasis added).  The DRAMs further  

, all of which indicates that the DRAMs constitute a single 

memory of  DRAMs functioning as a unit.  See id. 

Moreover, Funai’s insistence that a “single memory” may not be comprised of multiple 

memory chips is belied by the express disclosure of the ‘087 Patent.  The memory 212 depicted 

in Figure 3 “is consistent with a memory configuration of four ranks (i.e., chips).”  CX-1594C

(Action DWS) at 10.  Complainants have not ignored the words of the claims nor argued that the 

language is superfluous.  The ‘087 Patent discloses to a person of ordinary skill in the art that the 

single memory of the video decoder system may comprise multiple chips so long as those chips 

function as a unit.  See id. at 16-18; see also ID at 22 (“Accordingly, the specification of the ‘087 

patent does not limit the memory to any particular configuration so long as the resulting memory 
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functions as a unit.”).  Funai’s interpretation simply is “not supported by the claims or the 

specification of the ‘087 patent.”  ID at 22.  As such, it should be rejected. 

III. QUESTIONA 2-3 & 73

What record evidence supports or does not support finding direct 
infringement by a third party user of each of the Funai products 
accused of infringing claims 10 and 11 of the ‘087 patent?

Please discuss and cite the record evidence, if any, that shows 
Funai actively and knowingly aided and abetted another’s direct 
infringement of claims 10 and 11 of the ‘087 patent.

Please discuss and cite the record evidence, if any, of Funai’s pre-
suit knowledge of the ‘087 patent and/or the ‘663 patent and 
Funai’s pre-suit knowledge that the induced acts constitute 
infringement of the ‘087 patent and/or the ‘663 patent.

The record evidence indicates that Funai has had knowledge of the ‘087 Patent since at

least  and that despite this knowledge Funai has continued to provide the user 

manuals and customer support for the products accused of infringing the ‘087 Patent.  See CX-

1145C ( ); CX-1594C (Acton DWS) at 117.  In addition, it 

is beyond dispute that Funai has made extensive sales in the United States of the Funai products 

accused of infringing the ‘087 Patent.  See CX-0713C (Funai 2010-2011 Sales); CX-0714C 

(Funai 2010-2011 Sales).  The record evidence further indicates that based on how these accused 

products are configured “it is not possible to use [the] video decoder system in each of these 

products without infringing Claims 10 and 11 of the ‘087 Patent.”  CX-1594C (Acton DWS) at 

115.

Despite all of the evidence regarding the documentation it provides to help end users 

properly use the devices and the technical support it provides, Funai asserts that it has no 

knowledge of how the products it manufactures and sells operate.  Funai’s Resp. at 23.  Such 

3 This section addresses Question 7 as it relates to the ‘087 Patent.
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assertions are not credible.  As discussed above, Funai creates service manuals for the products 

accused of infringement that  the DRAMs used in the 

video decoding process, as well as the  DRAMs.  See, 

e.g., CX-0613C (  Service Manual) at 29.  The record evidence, thus, indicates that 

Funai is well aware of how its products are designed and operated. 

As discussed in Complainants’ Response, the record evidence is sufficient to support a 

finding that the end users of the accused Funai products directly infringe Claims 10 and 11 of the 

‘087 Patent.  Complainants’ Response at 12-14.  The evidence further supports a finding that by 

distributing user manuals (see, e.g., CX-0609 (  Brochure) and CX-0124 (  

Brochure)) and provisioning technical support (see, e.g., CX-0046 (  User Manual) 

and CX-0056 (  User Manual)) with knowledge of the ‘087 Patent, Funai has and 

continues to aid and abet the direct infringement by the end users.  See CX-1594C (Acton DWS) 

at 116-17.  Accordingly, Funai induces the infringement of Claims 10 and 11 of the ‘087 Patent.

IV. QUESTION 4 

Please discuss and cite the record evidence, if any, of how a 
person of ordinary skill in the art would interpret steps (A), (B), 
and (C) of claim 1 and elements (i), (ii) and (iii) of claim 11 of the 
‘663 patent.  Please also discuss how such record evidence shows 
or does not show that each step and element are or are not met 
literally and/or under the doctrine of equivalents by each of the 
accused Funai products containing  decoders. 

There are only three discrete issues left to be decided with respect to whether the accused 

Funai products containing  decoders perform all steps of Claim 1 (and satisfy all 

elements of Claim 114) of U.S. Patent No. 6,982,663 (“the ‘663 Patent”):  

4 Although Claim 1 specifically is discussed in this Section addressing Question 4, the 
analysis of the issues to be decided with respect to Claim 1 applies equally to the analogous 
elements of Claim 11 of the ‘663 Patent.
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1. Whether “setting said index value to a threshold” from step (A) of Claim 1 can be 
performed by  the claimed “threshold” value “in 
response to a first portion of said codeword having a first pattern.”

2. Whether Claim 1 is broad enough to encompass adding the claimed “offset” calculated in 
step (B) and the claimed “value” calculated in step (C) to the “threshold” index value 
from step (A) of Claim 1 .   

3. If the answer to (2) is no, whether adding the claimed “offset” from step (B) and the 
claimed “value” from step (C)  the “threshold” index value 
from step (A) represents an insubstantial difference from what is required in Claim 1. 

Despite this narrowing of the parties’ disputes over the course of the Investigation, Funai 

dedicates much of its Response to arguments that have no bearing on the resolution of the 

remaining issues.  For example, Funai wastes multiple pages of its brief discussing whether the 

“three patterns of the codeword must sequentially follow one another and not overlap.”  See 

Funai’s Response at 25-26, 32-36.  Yet this is not disputed and has nothing to do with any of the 

issues requiring resolution by the Commission.  The question is not whether the codeword 

patterns overlap, but what happens after each of those patterns are identified in a given codeword 

and the corresponding “offset” of step (B) and “value” of step (C) subsequently have been 

calculated.

Similarly, Funai squanders significant portions of its brief discussing various encoding

protocols described in the specification of the ‘663 Patent.  See Funai’s Response at 27-29.  

While such portions of the specification provide useful context for certain embodiments, they 

have little relevance to determining the breadth and application of the asserted decoding claims 

to the  decoders. The Commission should disregard such attempts by Funai to confuse 

these proceedings by arguing undisputed and/or irrelevant points that have no bearing on the 

issues in dispute. 
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A. Step (A) of Claim 1 of the ‘663 Patent Is Broad Enough To Encompass 
“Setting Said Index Value to a Threshold” by  

 the Claimed “Threshold” Index Value.

Step (A) of Claim 1 is broad enough to encompass the mechanism used by the  

decoders in certain Funai products for “setting said index value to a threshold.”  The language of 

step (A) of Claim 1 is straight-forward: 

(A) setting said index value to a threshold in response to a first 
portion of said codeword having a first pattern; 

See JX-0007 (‘663 Patent) at col. 7, lns. 33-34.  In its Response, Funai does not dispute that the 

 decoders  detect whether the codeword 

contains the claimed “first portion of said codeword having a first pattern.”  Nor does Funai 

dispute that subsequent to this detection of the “first pattern,” the value of the claimed “index 

value” is equal to the claimed “threshold.”  The only argument Funai makes is that Claim 1 

somehow requires the decoder to  

 setting the threshold value to the 

threshold” through some unnamed mechanism.  See Funai’s Response at 38.   

Importing such a restriction into Claim 1 is improper.  There is nothing in step (A) of 

Claim 1 that specifies or restricts in any way how the decoder is to set the index value to a 

“threshold.”   Importantly, the language of Claim 1 does not require the decoder to  

 nor does the language of Claim 1 preclude 

using a common engineering mechanism called  for “setting said index value to a 

threshold.”  Indeed, an index value  is the exact mechanism used by the  

decoders for “setting said index value to a threshold” in certain Funai accused products.  As 

such, when Claims 1 and 11 are accorded the full scope set forth by the claim language itself, the 

 decoders clearly practice step (A) of Claim 1 of the ‘663 Patent.
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More specifically, there is no mystery (or legitimate dispute) as to how the accused 

 decoders perform step (A).  Consistent with the specification of the ‘663 Patent (see

JX-0007 (‘663 Patent) at col. 4, lns. 7-8, 13-15; Figures 1-3), the  decoders  

 the “first pattern” of Claim 1.  ID at 141 

n.37; CX-1597C (Reinman DWS) at Q&A 263, 279.   

 

  See ID at 141-42 n.37; CX-1597C (Reinman DWS) at 

Q&A 263, 279.  If the decoders detect the “first pattern,” the  decoders  

 the “threshold” number, thereby “setting the 

setting said index value to a threshold.”  See ID at 141-42 n.37; CX-1597C (Reinman DWS) at 

Q&A 263, 279.  Importantly, if the decoder detects something other than a “first pattern” (e.g., a 

“fourth pattern” from Claim 2),  

.  See CX-1597C (Reinman DWS) at Q&A 263, 269, 

279.  Therefore, because the decoder  the 

claimed “threshold” only if a “first pattern” is detected, Funai’s argument that the index value is 

not set “in response to” the detection of the “first pattern” is flat wrong.  See Funai’s Response at 

37-39.

At minimum, the  decoders perform step (A) under the doctrine of equivalents, 

as any alleged difference between setting the “index value” by  

 the “threshold” number is insubstantially different from any other approach that sets the index 

value to a threshold, as all such approaches necessarily perform substantially the same function 

(i.e., assigning the index value to a “threshold” if a “first pattern” is detected) in substantially the 

same way (i.e., by parsing the bit stream to detect a “first pattern,” and if found, performing an 
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action that results in the index value being assigned to the “threshold” value), with exactly the 

same result (i.e., the index value has been assigned the “threshold” value  as a direct result of the 

“first pattern” being detected).    

B. The  Decoders Perform Step (B) and Step (C) of Claim 11 of the 
‘663 Patent.

The  decoders used in certain accused Funai products practice steps (B) and (C) 

of Claim 1.  Steps (B) and (C) of Claim 1 read: 

(B) adding an offset to said index value based on a second pattern 
in a second portion of said codeword following said first portion in 
response to said first portion having said first pattern; and 

(C) adding a value to said index value based on a third pattern in a 
third portion of said codeword following said second portion in 
response to said first portion having said first pattern. 

As with step (A), the issue to be decided with respect to step (B) and step (C) is quite narrow.  In 

particular, with respect to step (B), Funai does not dispute that the claimed “second pattern in a 

second portion of said codeword” is detected, and that the “second pattern” is used to calculate 

the claimed “offset.”  See Funai’s Response at 40-43.  Nor does Funai dispute that the claimed 

“offset”  the “index value” previously set to a threshold in step (A).  See id.

Similarly, with respect to step (C) of Claim 1, Funai does not dispute that the claimed 

“third pattern in a third portion of said codeword” is detected, and that the “third pattern” is used 

to calculate the claimed “value.”  See id.  Funai also does not dispute that the claimed “value” 

 the threshold index value” previously established in step (A) of Claim 1.  

See id.      

Thus, the only question before the Commission is whether Funai can escape infringement 

simply because “the accused products  
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 the claimed “index value” set to a “threshold” in step (A).  See id. at 40.  For the reasons 

discussed below, the Commission should not allow Funai to do so.   

1. The Accused Decoders Literally Satisfy Step (B) and Step (C) of 
Claim 1. 

The  decoders found in certain Funai products literally infringe step (B) and 

step (C) of Claim 1.  The only alleged distinction alleged by Funai with respect to step (B) and 

step (C) is that “the claimed ‘offset’ [from step (B)]  the claimed ‘value,’ [from step 

(C)]  the index value [from step (A)].”  See Funai’s Response at 41-42.  That is 

the only alleged distinction.  In other words, instead of  

 

 

.  Funai illustrated this 

purported distinction in a demonstrative at the Hearing: 



PUBLIC VERSION

-17- 

RDX-2814C (Schonfeld RWS) at 448.  Funai does not dispute that the  decoders 

satisfy every other limitation from step (B) and step (C) of Claim 1. 

This purported distinction, however, is premised on the erroneous assumption that step 

(B) and step (C) must be performed in a particular order (i.e., ).  Yet there 

is nothing in Claim 1 that requires this.  See JX-0007 (‘663 Patent) at col. 7, lns. 32-42; Altiris,

Inc. v. Symantec Corp., 318 F.3d 1363, 1369 (Fed. Cir. 2003) (“Unless the steps of a method 

actually recite an order, the steps are not ordinarily construed to require one.”) (citation omitted).  

Indeed, Funai’s own expert acknowledged at the Hearing that steps (B) and (C) of Claim 1 can 

be performed in a different order than listed in the claim.  See Schonfeld, Tr. 1600:14-24 

(testifying that “depending on the order of where you perform steps B and C, you can change one 

or the other”).  Importantly, this also means that step (B) and step (C) can be performed  

.  Thus, the “offset” of step (B) and the “value” of step (C) can be added to the 

threshold “index value” of step (A) .

That is exactly what happens in the accused decoders.  The accused decoders  

 the “offset” from step (B) and the “value” from step (C),  

 the “index value” previously set to a “threshold” in step (A).  

ID at 142-46; see also CX-1597C (Reinman WS) at Q&A 264-65; CIB 259-65.  As a 

consequence, both step (B) and step (C) are literally practiced by the accused decoders.  In other 

words, the decoders are literally “adding an offset to said index value” as required in step (B).  

And the decoders are literally “adding a value to said index value” as required in step (C).  The 

accused decoders simply perform both of these steps  the 

“offset” of step (B) and the “value” of step (C)  the 

threshold “index value” of step (A) .
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2. If Not Practiced Literally, the Accused Decoders Perform Step (B) 
and Step (C) of Claim 1 Under the Doctrine of Equivalents. 

 Moreover, even if not practiced literally, any difference between the operation of the 

accused Funai products using  decoders and each of step (B) and step (C) from Claim 

1 is insubstantial.    

(a) The Purported Distinction Between Step (B) of Claim 1 and the 
Accused Decoders Is Insubstantial. 

The purported distinction identified between step (B) of Claim 1 and the accused 

decoders is entirely insubstantial.  Specifically, the accused decoders perform the exact same 

function as step (B) of Claim 1 by increasing the threshold “index value” from step (B) by the 

claimed “offset.”  CX-1597C (Reinman WS) at Q&A 268; see ID at 144.  The accused decoders 

do this in substantially the same way as step (B) of Claim 1, i.e., by adding an “offset” calculated 

“based on a second pattern in a second portion of said codeword.”  See id.  And the accused 

decoders produce the exact same result as step (B) of Claim 1, i.e., the magnitude of the 

threshold “index value” has been increased by the value of the added “offset.”  Id.  Therefore, 

even if not practiced literally, the decoders used in the  decoders at issue practice step 

(B) of Claim 1 under the doctrine of equivalents.  Id.; Pozen Inc. v. Par Pharm., Inc., 696 F.3d 

1151, 1167 (Fed. Cir. 2012) (“One way of proving infringement under the doctrine of 

equivalents is by showing on a limitation by limitation basis that the accused product performs 

substantially the same function in substantially the same way with substantially the same result 

as each claim limitation of the patented product.”) (citation omitted).  

(b) The Purported Distinction Between Step (C) of Claim 1 and 
the Accused Decoders Is Insubstantial. 

The purported distinction identified between step (C) of Claim 1 and the accused 

decoders also is entirely insubstantial.  Namely, the accused decoders perform the exact same 
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function as step (C) of Claim 1 by increasing the threshold “index value” from element A by the 

claimed “value.”  CX-1597C (Reinman WS) at Q&A 268; see ID at 144.  The accused decoders 

do this in the substantially the same way as step (C) of Claim 1, i.e., by adding a “value” 

calculated “based on a third pattern in a third portion of said codeword.”  Id.  And the accused 

decoders produce the exact same result as step (C) of Claim 1, i.e., the magnitude of the 

threshold “index value” has been increased by the added “value.”  Id.  Therefore, even if not 

practiced literally, the  decoders used in certain Funai accused products practice step 

(C) of Claim 1 under the doctrine of equivalents.  Id.; Pozen Inc., 696 F.3d at 1167. 

(c) Elementary Mathematics Confirm that the Alleged 
Distinctions Between the  Decoders and Step (B) and 
Step (C) of Claim 1 Are Insubstantial. 

Elementary mathematics confirms that the alleged distinctions between the steps 

performed by the  decoders and Steps (B) and (C) of Claim are insubstantial.  As 

mentioned earlier, the distinctions alleged by Funai are summarized in the following 

demonstrative presented by Funai at the Hearing: 
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RDX-2814C (Schonfeld RWS) at 448; see Funai’s Response at 41-43.  Yet nothing more than 

grade-school mathematics is needed to show the insubstantiality of these purported distinctions.  

Specifically, the associative property of addition instructs that the two equations shown in 

Funai’s demonstrative above are the same for all relevant purposes: 

In other words, a fundamental property of mathematics – the associative property of addition –

conclusively demonstrates how utterly and ridiculously meaningless the purported distinctions 

are between the accused decoders and each of step (B) and step (C) of Claim 1.   

In particular, the above equations capture both alleged distinctions between the accused 

decoders and the final two steps of Claim 1 (i.e., both the alleged distinction between the accused 

decoders and step (B) and the alleged distinction between the accused decoders and step (C)).  

As such, it stands to reason that neither of the two purported distinctions – not the alleged 

distinction between step (B) and the  decoders or the alleged distinction between step 
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(C) and the  decoders – is independently substantial in any way whatsoever.  

Therefore, the Commission should find that, even if not literally practiced, step (B) and step (C) 

of Claim 1 each is practiced under the doctrine of equivalents by the  decoders used in 

certain accused Funai products. 

V. QUESTION 5 

Please discuss and cite the record evidence, if any, that shows a 
third party user of each of the Funai products accused of 
infringing the ‘663 patent performed each and every step of 
asserted claims 1-9 of the ‘663 patent.

The record evidence demonstrates that a third party user of each of the Funai products 

accused of infringing the ‘663 patent performed each and every step of asserted claims 1-9 of the 

‘663 Patent.5  In particular, as described at the hearing and acknowledged by the ALJ, the end 

users of the accused Funai products directly infringe Claims 1-9 of the ‘663 Patent.  ID at 156-

58; CX-1597C (Reinman WS) at Q&A 287-88.   

Nonetheless, Funai asserts without support that somehow “the evidence offered by LSI is 

insufficient to prove direct infringement by the users of Funai’s products.”  Funai’s Response at 

46.  This is incorrect.  In particular, Complainants’ expert Dr. Reinman testified that the accused 

Funai products necessarily infringe when playing high-definition H.264-encoded Blu-ray discs 

or when streaming high-definition H.264-compliant videos.  CX-1597C (Reinman WS) at Q&A 

287-88.  Dr. Richardson corroborated this testimony, testifying that the infringing functionality 

“is a critical feature of the Blu-Ray disc players and the ‘smart’ TVs that constitute the Funai 

5 Given the complete overlap of disputed issues between method Claim 1 and apparatus 
Claim 11 of the ‘663 Patent, the question of indirect infringement of Claim 1 and its dependent 
claims (i.e., Claims 2-9) largely is moot.  In other words, if the common elements of Claim 11 
and Claim 1 are satisfied by each of the relevant Funai products, then Funai necessarily directly 
infringes Claim 11 of the ‘663 Patent.  As such, the relevant accused products should be subject 
to an exclusion order based on direct infringement of Claim 11 alone, regardless of whether 
Funai also is found to indirectly infringe Claim 1 or any of its dependent claims. 
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Accused Products.”  CX-1644C (Richardson RWS) at Q&A 499-500.   Thus, contrary to Funai’s 

argument, the record is replete with the type of circumstantial evidence the Federal Circuit has 

found sufficient to show direct infringement by end users.  Vita-Mix Corp. v. Basic Holding, 

Inc., 581 F.3d 1317, 1326 (Fed. Cir. 2009).   

Moreover, Funai completely ignores the fact that Dr. Reinman himself provided detailed 

demonstration evidence at the Hearing of a representative accused product actually performing 

infringing operations in the United States.  CX-1597C (Reinman WS) at Q&A 215-20; CX-

0503C (Reinman Report Ex G).  This direct evidence demonstrated that an end user playing a 

simple 90-second movie trailer using the accused Funai products necessarily practices the 

asserted method claims . See id.  Therefore, any end user that uses one of 

the Funai accused products for the most basic of video-related tasks necessarily would perform 

each and every step of Claims 1-9 of the ‘663 Patent.  And  

 by playing something as trivial as a 90-second movie trailer.  Therefore, 

Funai’s argument is refuted by significant record evidence – both circumstantial and direct – of 

direct infringement by end users of the accused Funai Products. 

VI. QUESTIONS 6 & 76

Please discuss and cite the record evidence, if any, that shows 
Funai actively and knowingly aided and abetted another’s direct 
infringement of claims 1-9 of the ‘663 patent.

Please discuss and cite the record evidence, if any, of Funai’s pre-
suit knowledge of the ‘087 patent and/or the ‘663 patent and 
Funai’s pre-suit knowledge that the induced acts constitute 
infringement of the ‘087 patent and/or the ‘663 patent.

Funai does not (and cannot) deny that it has had knowledge of the ‘663 Patent since at 

least , or that Complainants  

6 This section addresses Question 7 as it relates to the ‘663 Patent.
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.  Yet Funai still claims that it 

could not have induced infringement of the ‘663 Patent because “it had no belief that the ‘663 

patent was infringed by its downstream” customers.  Funai’s Response at 44.  Ostensibly in 

support of this proposition, Funai cites to three exhibits: CX-1147, CX-1515, and CX-1397.  

Two of these exhibits (CX-1515 and CX-1397) are not part of the record and should not be 

considered.7  Moreover, the one exhibit actually in the record (CX-1147) does not show or 

suggest that Funai believed that the ‘663 Patent was not infringed by its downstream users.  

Indeed, that exhibit indicates nothing more than Funai  

  See

e.g., CX-1147C ( ) at 5 (“  

”).  Moreover, this exhibit has no bearing whatsoever regarding Funai’s belief as to the 

accused products incorporating components .   

Funai further argues that “LSI offers no evidence that Funai actually believed that the 

H.264 processes infringed the ‘663 patent.”  Funai’s Response at 45.  It has long been the law, 

however, that “‘[w]hile proof of intent is necessary, direct evidence is not required; rather, 

circumstantial evidence may suffice.’” DSU Medical Corp. v. JMS Co., Ltd., 471 F.3d 1293, 

1306 (Fed. Cir. 2006) (quoting Water Technologies Corp. v. Calco, Ltd., 850 F.2d 660, 668 (Fed. 

Cir. 1988)).  As set forth in more detail in Complainants’ Response with respect to Question 6 

(see Complainants’ Response at 33-34), the record evidence shows that Funai’s specific intent 

can be inferred from Funai’s continued and deliberate promotion of functionality in the accused 

7 Even if CX-1515 and CX-1397 were part of the record evidence, they do not support 
Funai’s contention that it did not believe the ‘663 Patent was infringed by its downstream 
customers, particularly with respect to the accused products that incorporate  chips.  
These exhibits  

.
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products that necessarily practices asserted Claims 1-9 of the ‘663 Patent – promotion that 

occurred prior to the filing of the complaint in this investigation and continues to this day.  See

ID at 156-58; CX-1597C (Reinman WS) at Q&A 290-95.  Therefore, the Commission should 

affirm the ALJ’s determination that Funai actively and knowingly aided and abetted another’s 

direct infringement of Claims 1-9 of the ‘663 Patent.

VII. QUESTION 8 

What record evidence supports or does not support the conclusion 
that the ‘958 patent is entitled to the July 30, 1996 priority date of 
U.S. Patent No. 5,862,182? 

The ALJ correctly concluded that the U.S. Patent No. 5,862,182 (“the ‘182 Patent”) 

discloses all elements of the asserted claims of U.S. Patent No. 6,452,958 (“the ‘958 Patent”).  

Funai mischaracterizes the record in an effort to overturn the ALJ’s finding.

A. Funai’s Arguments Regarding the ‘182 Patent Lack Merit.

First, Funai makes a vague reference to the stipulation from the Sony litigation 

concerning the priority date of the ‘958 Patent.  Funai’s Resp. at 48.  However, Respondents 

have never provided any context for this stipulation and thus there are no facts in the record 

concerning why the stipulation was entered into.  There could have been any number of reasons 

for the parties to agree not to contest the priority date of the ‘958 Patent, and there is no basis to 

assume that it was based on an inability to demonstrate that the ‘958 Patent is entitled to its 

claimed priority date.  In any case, the stipulation is not legally binding on Complainants or the 

Commission, and Respondents have never argued otherwise. 

Funai also wrongly asserts that “Complainants’ expert conceded that, unless the asserted 

claims are accorded an earlier date than April 22, 1998, Mr. van Nee’s 1996 article . . . is prior 

art that would disclose or render obvious the asserted claims of the ‘958 patent.”  Funai’s Resp.

at 48.  But Dr. Katti merely testified that the Van Nee Article would disclose or render obvious 
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the asserted claim limitations.  Hg. Tr. (Katti) at 1877:9-16.  Dr. Katti never testified that the Van 

Nee Article would anticipate or render obvious the combination of limitations claimed in the 

‘958 Patent, even if it were prior art to the ‘958 Patent.  Complainants have extensively 

demonstrated that the combination of the Harris Proposal and the Van Nee Article was not 

obvious at the time of invention.  Accordingly, even if the ‘958 Patent is limited to its filing date, 

Respondents cannot show by clear and convincing evidence that any asserted claim is invalid. 

Funai then persists in arguing that five discrete claim elements are missing from the ‘182 

Patent specification.  However, each of these elements is fully disclosed by the ‘182 Patent 

sufficiently to “reasonably convey[] to the artisan that the inventor had possession at that time of 

the later claimed subject matter.”  Martek Biosciences Corp. v. Nutrinova, Inc., 579 F.3d 1363, 

1369 (Fed. Cir. 2009). 

B. The ‘182 Patent Discloses the Asserted Claims of the ‘958 Patent. 

1. The ‘182 Patent Discloses M>N

The OFDM modulation system in the ‘182 Patent discloses a code set in which M=4,096 

and N=8.  Complainants’ position is not based solely on the fact that Matrix A is non-square, as 

Funai insinuates, but on the fact that the ‘182 Patent explicitly discloses deriving codes of eight 

phase chips in length, with 4,096 possible codes based on groups of twelve data bits using Matrix 

A.  Funai mischaracterizes Complainants’ explanation by asserting that the code length is twelve, 

and M must be 4 or 8.  But the ‘182 Patent makes clear that codes of length eight are chosen in 

response to sequences of twelve bits.  In particular, “[t]he vectors forming the complementary 

code may be represented by respective output phases 1 to 8 . . . .”  CX-0878 (‘182 Patent) at 

2:22-24 (emphasis added).  Thus, the eight phases form a code and correspond to eight chips, 

just as the phases in QPSK modulation correspond to chips.  See CX-1596C (Negus DWS) at 20.   
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Funai also erroneously asserts that, because there are four input phases, M=4.  But the 

eight phase vectors are chosen based on “group[s] of twelve bits.”  CX-0878 (‘182 Patent) at 

2:51-52.  Indeed, the four input phases themselves are different for each group of twelve bits.  As 

the ‘182 Patent specification states, “the values of symbols 1 through 4 would be different for a 

subgroup having a different combination of twelve bits.”  CX-0878 (‘182 Patent) at 3:28-30.

Thus, a different set of four input phases exists for each group of twelve bits, and there are 212 =

4,096 possible sets of input phases.  For this reason, Funai’s assertion that “Complainants do not 

identify which of these 4,096 possible codes are actually in the code set” is incorrect.  Funai’s 

Resp. at 49.  In this particular system, because there is a different set of input phases for each 

group of twelve bits, the set of input phases, and thus the set of codes, is equal to 4,096. 

This is not true of all code sets, as Funai implies.  Funai’s Resp. at 50 n.22.  In particular, 

Prasad does not disclose a code set with 216 possible codes because Prasad explicitly discloses 

only (1) a code set in which N=16 and M=4 and (2) a general formulation for orthogonal code

sets, in which M=N. See Section VIII.A, infra.  In the ‘182 Patent, it is explicitly stated that a 

different set of input phases, and thus a different sequence of eight phase chips, is given for each 

of 4,096 data sequences. 

Funai then vaguely asserts that Complainants have not shown “how Matrix A in the ‘574 

application comply [sic] with the additional claim limitations associated with the ‘code set’ in the 

claims.”  Funai’s Resp. at 50.  While it is impossible to determine what “additional claim 

limitations” Funai is referring to, Complainants have shown that all contested claim limitations 

are disclosed by the ‘182 Patent.  To the extent that Funai, like Realtek, seeks to belatedly 

identify additional undisclosed limitations, those limitations are disclosed as set forth in 

Complainants’ Reply to Realtek’s Response to the Commission Notice.  In particular, the code 
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set is derived from a complementary code that provides autocorrelation sidelobes suitable for 

multipath environments, and an RF transmitter including a mixer modulates a carrier wave using 

various forms of PSK in accordance with the code.  A scrambler is inherently present to 

scramble the data bits according to Respondents’ own expert, and one of the complementary 

codes described to derive the code set (the sequence {111-111-11}) is in the form ABAB’.

2. Additional Claim Limitations 

Funai misrepresents Dr. Katti’s testimony by falsely asserting that Dr. Katti admitted that 

certain claim terms are not disclosed in the ‘182 Patent.  In fact, Dr. Katti testified that “a person 

of ordinary skill in the art would have known” or “would have understood” the claim limitations 

to be disclosed within the four corners of the ‘182 Patent.  CX-1641C (Katti Direct WS) at Q&A 

141-143 (emphasis added).  This is precisely the legal standard for establishing an earlier priority 

date.  Complainants need only show that “the disclosure of the application relied upon 

reasonably conveys to the artisan that the inventor had possession at that time of the later 

claimed subject matter.”   Martek, 579 F.3d at 1369 (Fed. Cir. 2009) (internal quotations 

omitted).  Importantly, “‘the earlier application need not describe the claimed subject matter in 

precisely the same terms as found in the claims at issue.’” Id. (quoting Tech. Licensing Corp. v. 

Videotek, Inc., 545 F.3d 1316, 1331 (Fed. Cir. 2008)) (emphasis added).  Thus, Dr. Katti’s

testimony that the claim elements would have been known or understood by one of ordinary skill 

in the art even if they are not described “in precisely the same terms as found in the claims at 

issue” supports the ALJ’s determination that the July 30, 1996 priority date is proper.

(a) Autocorrelation Sidelobes 

As explained in Complainants’ Response, Equation 1 in the ‘182 Patent and the {111-11-

11} sequence would have been understood by one of ordinary skill in the art to disclose a 

complementary code that provides low autocorrelation sidelobes suitable for multipath 
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environments.8  The fact that the ‘182 Patent is directed toward an OFDM system does not alter

this fact, nor does Dr. van Nee’s  

 

 has no bearing on the question of whether the claims of the ‘958 Patent are adequately 

described by the specification of the ‘182 Patent.  This inquiry is instead based on the disclosure 

of the ‘182 Patent itself as interpreted by one of ordinary skill in the art.  Complainants’ expert, 

Dr. Katti, testified that a person of ordinary skill in the art would interpret the ‘182 Patent to fully 

disclose the asserted claims of the ‘958 Patent.  The ALJ properly credited Dr. Katti’s testimony 

and the Commission should affirm this factual determination. 

In addition, Dr. van Nee’s  

 

  RX-1789C (  

 Transcript) at LSIAgere837-01077137-38.   

 

  See, e.g., RX-1787C (  

) at 208:1-15.   

  RX-1788C (  Dep. 

Tr.) at 58:21-59:23.  Dr. van Nee  

 the technology of the ‘958 Patent was in 

fact fully developed at the time of the ‘182 Patent and disclosed in the specification of that 

8 Funai asserts that “[t]he ‘182 patent describes using complementary codes for a 
different purpose.”  Funai’s Resp. at 51 n.25.  But the “purpose” for the complementary codes in 
the ‘182 Patent is irrelevant.  The fact is that the ‘182 Patent discloses a code set derived from a 
complementary code with low autocorrelation sidelobes suitable for multipath environments, as 
is clear from Dr. Katti’s testimony.
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patent.  The PTO agreed by allowing the claim of priority.  And this is in fact confirmed by the 

disclosure of the ‘182 Patent, . 

(b) Scrambler 

Funai then persists in denying the testimony of its own expert by asserting that the ‘182 

Patent specification’s description of a digital communication system fails to inherently disclose a 

scrambler.  Funai characterizes its expert testimony as “nebulous,” Funai’s Resp. at 51, but Dr. 

Heegard’s unequivocal statement that a scrambler is “inherent” or “inherit” in any digital 

communication system defeats Funai’s argument.  

To establish inherency, the extrinsic evidence must make clear that 
the missing descriptive matter is necessarily present in the thing 
described in the reference . . . . Inherency, however, may not be 
established by probabilities or possibilities. The mere fact that a 
certain thing may result from a given set of circumstances is not 
sufficient. 

In re Robertson, 169 F.3d 743, 745 (Fed. Cir. 1999)).  Funai’s own expert testified that any 

disclosure of a digital communication system inherently discloses a scrambler.   

(c) QPSK 

Regarding QPSK, the ‘182 Patent explicitly discloses PSK and explicitly suggests using a 

type of PSK with fewer phases that 8-PSK.  QPSK is a type of PSK with fewer phases than 8-

PSK.  While the example that the ‘182 Patent specification provides is BPSK, QPSK can also be 

arrived at by starting with 8-PSK and “decreasing the number of phases” as described in the ‘182 

Patent specification.  CX-0878 (‘182 Patent) at 7:42-43.  Thus, the ‘182 Patent specification 

describes QPSK.   

By disclosing 8-PSK and describing “decreasing the number of phases,” the ‘182 Patent 

specification discloses “structural features common to the members of the genus so that one of 

skill in the art can visualize or recognize the members of the genus.”  Hynix Semiconductor Inc. 
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v. Rambus Inc., 645 F.3d 1336, 1352 (Fed. Cir. 2011).  Dr. Katti’s testimony concerning how a 

person of ordinary skill in the art would interpret the discussion of PSK reflects “the state of the 

art and the nature and breadth of the genus.”  Id. Accordingly, Dr. Katti’s testimony and the 

plain text of the ‘182 Patent establish that one of ordinary skill in the art would have understood 

the ‘182 Patent to disclose QPSK.

3. Funai’s Additional Arguments Should Be Ignored.

Finally, Funai asserts that “Complainants only addressed five elements.”  Funai’s Resp.

at 51.  But Respondents only ever contested these five elements throughout the Investigation.  

This is not surprising, as the ‘182 Patent is directed toward a digital communication system and 

includes extensive discussions of modulation, phase shift keying, and other basic aspects of 

digital communication that would be readily apparent to one of ordinary skill in the art.  Again, 

Funai’s attempt to belatedly raise new arguments should be rejected, and in any case these 

arguments are refuted in Complainants’ Reply to Realtek’s Response.9

VIII. QUESTION 9 

Please discuss and cite the record evidence, if any, that shows the 
asserted claims of the ‘958 patent are invalid as being anticipated 
or rendered obvious by Prasad.  Assuming the priority date of the 
‘958 patent is April 22, 1998, please discuss and cite the record 
evidence, if any, that shows the combination of the Harris 
Proposal in view of the van Nee article, and the combination of the 
Proakis textbook in view of the Weathers patent render the 
asserted claims of the ‘958 patent obvious. 

A. Prasad Does Not Anticipate or Render Obvious any Claim of the ‘958 Patent.

Prasad only clearly discloses one code set, and Dr. Heegard admitted that in that code set 

M=4 and N=16.  Heegard, Tr. 1125:1-20.  Funai fails to identify any code set clearly and 

convincingly disclosed in Prasad in which M>N.  Instead, Funai creatively interprets Prasad to 

9 Complainants do not repeat those arguments here to avoid redundancy. 
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arrive at code sets that have no basis in – and are in fact contradicted by – the disclosure. 

Funai asserts that, in Prasad, “[f]or a code set where M=16, Prasad discloses that the 

length of each sequence and set ‘can vary in length from 2 bits to 32 bits.’”  Funai’s Resp. at 52 

(quoting RX-0590 (Prasad - Data Transmission) at 837MEDIATEK000023289, 23291 (fig. 4d); 

RX-0006C (Heegard Direct WS) at QA 335, 344).  As an initial matter, the string of citations 

following Funai’s assertion demonstrates that this alleged code set in which M=16 and 2 N 32 

is not clearly and convincingly disclosed in the text of Prasad.  In fact, the full context of this 

quote reveals that Prasad is discussing orthogonal sequences in which M=N:   

The simulation generates M orthogonal sets of complementary 
sequences with each sat having M sequences (representing sub-
carrier channels) and each sequence can vary in length from 2-bits 
to 32-bits.

RX-0590 (Prasad - Data Transmission) at 837MEDIATEK000023289 (emphasis added).  The 

fact that the sequences are “orthogonal” means that, in each sequence, M=N.  

 And while Funai asserts that the set in which M=4 and N=16 is “only a single 

embodiment,” Funai’s Resp. at 52, this is the only code set clearly disclosed in Prasad, and Funai 

has identified no other code set. 

Funai then attempts to muddle the issue by analogizing Funai’s interpretation of Prasad to 

Complainants’ infringement analysis.  This comparison fails, however, as the manner in which 

the codes are counted in the 802.11 Standard is completely different from how the code set is 

determined in Prasad.  The fact that a “code can be a set of matrices” does not mean that a single 

code transmitted “over parallel sub-channels” constitutes multiple codes, as Funai asserts in 

describing Prasad.  Funai’s Resp. at 53-54.  Further, even applying Dr. Heegard’s interpretation 

of Prasad, Funai is still unable to identify a single code set in Prasad in which the number of 

codes exceeds the code length in chips.  Nowhere in Dr. Heegard’s description summarized in 
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Funai’s Response is a value for M or N.  Funai’s Resp. at 54. 

Funai then denies that “inversions” were disclaimed during prosecution of the ‘958

Patent.  But the disclaimer during the prosecution of the ‘574 Application is clear.  The 

Applicant added a limitation to each of the independent claims “specifically addressing the 

independence of the M>N limitation of the claims from any inversions occurring in the symbols 

themselves.”  JX-0004 (‘958 File History) at 65.  Importantly, the Applicant’s remarks make 

clear that the amendment did not change the code set, but merely clarified that the code set was 

independent of inversions by “specifically addressing the independence . . . from any 

inversions.”  Id.  While the claims were later amended again and the specific inversion-related 

limitation does not appear in the final claims, from that point on the “code set,” and specifically 

the “M>N” limitation, were understood by the Applicant and the Examiner to be independent of 

inversions.  The ALJ was correct in making this factual determination.  ID at 213. 

Further, the lack of inversions in the code set of the ‘958 Patent is clear from the ‘958 

Patent itself.  The specification states, “[i]n this example, there are 16 codes, which can be 

inverted to get 32 codes.” JX-0003 (‘958 Patent) at col. 7 lns. 62-63 (emphasis added).  But this 

passage only confirms that the “codes” and “inverted” codes are separate sets, and the code set 

here is 16 codes (not 32). 

In sum, Funai cannot show that Prasad discloses the claim limitation M>N under any 

reasonable interpretation of the ‘958 Patent or the Prasad reference.  Therefore, Prasad does not 

anticipate any claim of the ‘958 Patent.

 Because Prasad is missing the claim limitation M>N, it cannot render obvious any 

asserted claim.  The extended code set is a key feature of the ‘958 Patent that did not appear in 

the prior art, and the fact that Prasad teaches away from an extended code set and toward an 
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orthogonal code set precludes any finding of obviousness.   

Further, even if Prasad were somehow interpreted to disclose a code set in which M>N, 

Prasad nonetheless fails to disclose or render obvious the ABAB’ limitation based on Dr. 

Heegard’s own testimony.  See Heegard Tr. 1144-1145 (describing the ABAB’ limitation as 

“silly” and “a travesty”).  Dr. Heegard’s “denigration of the ABAB’ limitation,” as Funai refers 

to it (Funai’s Resp. at 59), reveals that a person of more than ordinary skill – indeed, an expert in 

the field – would have no reason to implement the ABAB’ limitation and would have avoided it.

This precludes a finding of obviousness.While it is true that sequences in the form ABAB’ were 

known in the general field of mathematics, it was not obvious to incorporate such a code into 

digital signal modulation in the manner claimed by the ‘958 Patent until Dr. van Nee did so.  Dr. 

Heegard’s testimony confirms this.  Further, while Funai attempts to minimize the importance of 

the ABAB’ limitation by asserting that it is an “incidental property of the complementary code . . 

. with no accompanying benefits of properties,” Funai’s Resp. at 58, the ABAB’ limitation is 

nonetheless a novel, non-obvious feature of the ‘958 Patent that was not present in the prior art.  

Funai cannot simply ignore this limitation and declare that any asserted claim that includes this 

limitation is invalid for obviousness. 

Finally, Funai is incorrect in asserting that “the fact that Prasad discloses a multi-carrier

system has no actual effect on whether the system anticipates or can be modified to anticipate 

any of limitations of the asserted claim.”  Funai’s Resp. at 59.  The multi-carrier aspect of Prasad 

affects the manner in which codes are counted, as discussed above and in Complainants’ 

previous submissions.  The ‘182 Patent, too, is a multicarrier system.  Unlike Prasad, however, 

the ‘182 Patent clearly discloses a set of codes derived from a complementary code in which the 

code set is greater than the code length in chips.  Arriving at a code set in the ‘182 Patent in 
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which M>N does not require double-counting codes as it does in Prasad.  Instead, Prasad 

discloses one code set in which M=4 and N=16, and describes conventional orthogonal code sets 

in which M=N.  These “conventional” code sets were improved upon by the invention claimed in 

the ‘958 Patent.

B. The Harris Proposal in View of the Van Nee Article Does Not Render any 
Claim Obvious. 

Funai offers very little in the way of arguing that the Harris Proposal in view of the Van 

Nee Article renders any claim invalid for obviousness.  Funai’s characterization of the Harris 

Proposal glosses over the glaring deficiencies in that system, including the fact that it was not 

based on complementary codes and was not suitable for multipath.  More importantly, the 

number of codes in the Harris Proposal code set is not greater than the code length in chips.  And 

Funai cannot deny the factual history of the 802.11b standardization process in which the Harris 

Proposal was rejected and Dr. van Nee’s improvements upon the Harris Proposal rendered the 

system acceptable to the IEEE.  The Harris Proposal cannot render any claim of the ‘958 Patent 

invalid for any reason, in combination with any other reference.  The Harris Proposal was riddled 

with the very problems the ‘958 Patent solved.

Regarding the Van Nee Article, Funai asserts that Dr. Katti admitted that the Van Nee 

Article by itself would render the asserted claim limitations obvious.  Funai’s Resp. at 62.  But 

Dr. Katti never testified that Van Nee would render obvious the combination of limitations 

claimed in the ‘958 Patent, even if it were prior art to the ‘958 Patent.  In any case, Funai does 

not even allege that the Van Nee Article alone renders any claim obvious.  Rather, Funai asserts 

that he Van Nee Article in combination with the Harris Proposal renders the claims invalid for 

obviousness.  But Complainants have extensively explained that, even if both references are 

considered prior art to the ‘958 Patent, the disclosure of Dr. van Nee’s own work cannot remedy 
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the deficits in the Harris Proposal.  This was shown in Complainants’ Response, Complainants’ 

Post-Hearing Brief, Complainants’ Reply Post-Hearing Brief, and in Complainants Response to 

Respondents’ Petitions for Review.  Complainants’ Response at 51-52; Complainants’ Post-

Hearing Br. at 417-418; Complainants’ Reply Post-Hearing Br. at 111-112; Complainants’ 

Response to Realtek’s Contingent Petition for Review at 16-19; Complainants’ Response to 

Funai’s Petition for Review at 56-57. 

The Harris Proposal was a conventional, orthogonal system with no complementary 

codes that was not suitable for multipath.  Dr. van Nee alone “fixed” the Harris Proposal using 

the concepts that he himself had developed.  This combination was apparent only to Dr. van Nee, 

not to the IEEE and not to anyone else of ordinary skill in the art.  Thus, Funai cannot show by 

clear and convincing evidence that the combination of the Harris Proposal and the Van Nee 

Article render any claim of the ‘958 Patent invalid for obviousness.

C. Proakis in View of Weathers Does Not Render any Claim Obvious. 

Funai provides very little discussion of Proakis and Weathers and fails to overcome the 

fact that Proakis does not disclose the claim limitation “wherein the code set is derived from a 

complementary code that provides autocorrelation sidelobes suitable for multipath 

environments” as required by all asserted claims of the ‘958 Patent.  Funai makes no attempt to 

show that this critical limitation is disclosed in Proakis.  Further, Weathers does not disclose a 

code set in which M>N and fails to address the specific indoor multipath issues addressed by the 

‘958 Patent.  The single “group-complementary” code in Weathers means that M=1 and N M.  

Dr. Heegard and Funai interpret Weathers differently, but Dr. Katti testified that a person of 

ordinary skill in the art would interpret Weathers as disclosing a single code rather than multiple 

codes, and the ALJ properly credited his testimony.  ID at 216.  Funai cannot show by clear and 

convincing evidence that Weathers discloses this critical limitation where the ALJ accepted Dr. 
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Katti’s testimony that it does not. 

Weathers also fails to address the specific indoor multipath issues to which the 

autocorrelation sidelobes of the ‘958 Patent relate.  And even if Weathers did disclose 

autocorrelation sidelobes suitable for multipath environments, Weathers is concerned with radar

technology rather than digital communication.  Accordingly, Weathers is non-analogous art and 

there would be no reason to combine Weathers with Proakis.  Funai’s cursory statement that “the 

very purpose for which the system of Weathers was designed was to improve coding 

performance in multipath environments,” Funai’s Resp. at 66, cannot overcome these 

fundamental differences.  Instead, Funai mischaracterizes Dr. Katti’s testimony by asserting that 

“low” autocorrelation sidelobes are all that is required for this element.  But the claim language 

is clear that the system must be “suitable for multipath environments” for digital communication 

systems, which Weathers does not address. 

Finally, Funai does not even attempt to argue that either Proakis or Weathers discloses 

the non-obvious ABAB’ limitation.  Instead, Funai asserts that this limitation would have been 

obvious, which is belied by the testimony of Funai’s own expert.  Thus, even if the claims that 

do not include this limitation are rendered obvious, Claims 29 and 35 are nonetheless valid. 

Funai has therefore failed to show by clear and convincing evidence that Proakis in view 

of Weathers renders any claim of the ‘958 Patent invalid for obviousness.

D. Secondary Considerations Defeat any Showing of Obviousness. 

Funai focuses on a single statement by Complainants’ corporate witness and asserts that 

this statement led the ALJ to disregard Complainants’ strong showing concerning secondary 

considerations of non-obviousness.  Funai is incorrect.  Dr. Negus provided extensive testimony 

concerning the adoption of the ‘958 Patent technology, namely, CCK modulation, as the IEEE’s 

802.11b WLAN standard.  Dr. van Nee’s CCK approach solved the problem of high data rate 
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modulation that had been plaguing the IEEE.  Without Dr. van Nee’s solution, the consumer 

WLAN industry would not have taken off in the way it did.  Thus, Dr. van Nee’s CCK 

technique, claimed by the ‘958 Patent, is a critical aspect of the WLAN industry, and his 

invention was non-obvious. 

Funai’s mischaracterizations of Dr. Negus’s testimony do not defeat this showing.  Dr. 

Negus’s testimony was based on his extensive knowledge of the 802.11 Standards and the 

WLAN industry after decades of experience in the field, as well as evidence in the Investigation 

record.  Negus, Tr. 1921:22:-1922:3.  While Dr. Negus testified that “there were other ways to 

achieve 10 megabits per second in 1996, other than CCK modulation,” Negus Tr. at 1921:2-6, 

the record is clear that none of these “other ways” were adopted as widely as CCK modulation.  

Further, it was CCK modulation, not these alternatives, that was mandated by the 802.11b 

Standard after other proposals were rejected.  Further, Dr. Negus testified that using 802.11b 

modulation is “highly likely” to constitute copying the ‘958 Patent.  Negus, Tr. 1921:12-21.  

Similarly, Dr. Negus testified that “praise for 11 megabits per second CCK” is “highly likely” to 

constitute praise for the ‘958 Patent.  Negus, Tr. at 1922:14-20. 

Thus, Dr. Negus’s extensive and well-founded testimony concerning secondary 

considerations defeats any showing of obviousness. 

IX. QUESTION 10 

What record evidence supports or does not support the conclusion 
that U.S. Patent Application No. 08/155,661 was abandoned in 
December 2001 because the applicant failed to file a reply to the 
Office Action mailed on June 7, 2001 within the six-month 
statutory deadline (35 U.S.C. § 133)? Please discuss and cite the 
record evidence, if any, showing proof of the USPTO’s grant of an 
extension in December 2001. 

As explained in Complainants’ Response, the prosecution of the ‘661 Application was 

kept active when the Applicant simultaneously filed a Petition for Extension of Time and a 
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Notice of Appeal on December 7, 2001, within the six-month statutory period following the June 

7, 2001 Office Action.  Respondents, including Funai, have been aware of these documents since 

at least December 17, 2012, when former Respondents MediaTek and Ralink filed their brief to 

the ALJ.  Complainants’ Response at 56-57.  These documents are also explicitly reflected in the 

file history of the ‘661 Application itself, and the validity of these documents is confirmed by the 

fact that the Examiner allowed prosecution to continue at least until the ‘295 Application was 

filed.

Funai acknowledges that the Applicants would have kept the ‘661 Application active by 

filing a reply by December 7, 2001.  Funai’s Resp. at 69.  However, Funai mischaracterizes the 

record by emphasizing that “[t]he ‘661 prosecution history does not contain any reply to the June 

7, 2001 Office Action rejecting all of the claims.”  Funai’s Resp. at 69.  But Funai acknowledges 

that the prosecution history itself includes evidence that a reply was filed, including an entry in 

the table of contents.  Id.  Funai asserts that the date of both documents is January 8, 2002, but as 

explained in Complainants’ response, this is simply the date that the PTO returned the postcard 

to the Applicant confirming receipt.  The postcard itself shows that the documents were mailed 

together on December 7, 2001, within the statutory deadline.   

Indeed, Funai points out a “CM 12-7-01” notation next to the extension of time in the 

table of contents, but asserts that this date cannot be attributed to the notice of appeal itself.  The 

PTO postcard, however, confirms that both documents were mailed at the same time and 

received at the same time.  Thus, the “12-7-01” notation is further evidence that a notice of 

appeal was timely filed.  Funai’s statement that “[t]here is no official record of any reply to the 

June 7, 2001 Office Action” is therefore plainly false.  The “official record,” i.e., the prosecution 
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history, contains numerous references to the notice of appeal, and the Investigation record 

contains the notice of appeal itself as well as evidence that the PTO accepted it as timely filed. 

Regarding the Notice of Abandonment, the reference to the June 7, 2001 Office Action in 

that document is a ministerial error or, at best, reflects the fact that there was no box to check on 

the form to indicate that no reply brief was filed within the extended time period following the 

Notice of Appeal.  RX-1165 (‘661 File History) at 233.  Funai asserts that “[t]he applicants for 

the ‘661 application did not seek to correct the Notice of Abandonment,” Funai’s Resp. at 71, but 

does not identify any mechanism by which the Applicant could have done so.  Furthermore, 

there was no need to “correct” the Notice of Abandonment because the PTO had allowed the 

claim of priority in the ‘295 Application.  Thus, the PTO itself determined that the ‘661 

Application had not been abandoned at the time the ‘295 Application was filed, and there was no 

need to revisit the issue the following year when the PTO issued its Notice of Abandonment. 

Complainants have thus “come forward with evidence” of the earlier priority date and 

satisfied their burden. PowerOasis, Inc. v. T-Mobile USA, Inc., 522 F.3d 1299, 1305-06 (Fed. 

Cir. 2008).

X. QUESTION 11 

Please discuss and cite any record evidence of the standard 
essential nature of the ‘663, the ‘958, and the ‘867 patents.

A. The ‘958 Patent Is Essential to the 802.11 Standard.

Funai incorrectly asserts that the ‘958 Patent is not essential to the 802.11 Standard.  As

recognized by the ALJ, implementation of the 802.11 Standard infringes the ‘958 Patent if 

Complainants’ position concerning the construction of the claim term “code” is adopted.  

Further, because Respondents’ proposed construction of “code” is “a sequence of chips 
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representing a real value,” implementation of the 802.11 Standard likewise infringes under 

Respondents’ proposed construction.

Contrary to these facts, Funai asserts that implementation of the 802.11 Standard does not 

infringe the ‘958 Patent because the ‘958 Patent does not cover so-called “complex codes.”  In 

support of this claim construction argument, Funai improperly relies on  

.  Funai’s Resp. at 74.  However, 

irrelevant to claim construction as a matter of law.  Howmedica Osteonics Corp. v. Wright Med. 

Tech, Inc., 540 F.3d 1337, 1346-47 (Fed. Cir. 2008).   

There are other reasons to give  little weight. As an initial matter, 

 

 

.  See Negus, Tr. 454:8-23.  In addition,  

 only illustrates the reasoning underlying the Howmedica decision.   

 

  In particular,  

 

  RX-1789C (  

 Transcript) at LSIAgere837-01077136-37 (emphasis added).   

 

which is legally irrelevant. 
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RX-1789C (  Transcript) at LSIAgere837-01077135 (emphasis 

added).  As discussed above,  

, under U.S. patent law, the work he did in developing the ‘182 Patent also 

supported the claims of the ‘958 Patent. 

 also confirms that Respondents’ purported distinction between 

“real code” and “complex code” is meaningless.   

 

  RX-1789C (  Transcript) at 

LSIAgere837-01077135.   

  Id. Finally, nothing  

 indicates that a CCK code is not “a sequence of chips representing a real value.”  

Negus, Tr. 454:24-455:4.  Thus, the totality  does not support 

Respondents’ positions and should be given little weight.

Indeed, there is no meaningful difference between so-called “complex codes” and so-

called “real codes” under the claim constructions proposed by any party.  Funai acknowledges 

that each “complex code” is made up of “8 complex chips,” and that “[e]ach ‘complex chip’ is a 

pair of bits.”  Funai’s Resp. at 75.  But because each “complex chip” is a “pair of bits,” a 

sequence of “8 complex chips” is a sequence of 16 bits – a code.  Respondents’ expert, Dr. 

Vojcic, admitted that the data sequences used in CCK modulation are sequences of code bits that 
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represent real values.  Vojcic, Tr. 1227:16-20; CDX-1207C.  Thus, Funai’s allegations 

concerning “complex chips” are irrelevant.

Further, while Funai asserts that the Sony litigation limited “codes” to “complex codes,” 

Funai omits the fact that, after the claim construction ruling in that case,  

.  See CX-0025C ( ).  The claim 

construction in Sony did not result in a finding of noninfringement.  Rather,  

.

Finally, Dr. Negus’s analysis did not “focus[] on isolated bits of a complex code,” as 

Funai states.  Funai’s Resp. at 76.  Instead, Dr. Negus’s analysis focused on the claim 

constructions advanced by the parties, the 802.11 standard, and the operation of the accused 

products in this Investigation.  Funai’s attempts to use idiosyncratic terminology and 

mathematical notation to escape the fact that the accused products meet Respondents’ definition 

of “code” letter for letter should be rejected.

Funai does not raise any other arguments against the standard-essentiality of the ‘958 

Patent.  Accordingly, because the codes in the 802.11 Standard meet the definition of “code” in 

the ‘958 Patent under any proposed construction, the ‘958 Patent is essential to the 802.11 

Standard. 

B. The ‘867 Patent Is Essential to the 802.11 Standard.

Funai’s argument against standard-essentiality for the ‘867 Patent is premised on Funai’s 

contention that the ‘867 Patent is limited to “timers or counters that roll over or reset upon 

reaching the transmission signal interval value.”  Funai’s Resp. at 77.  This is incorrect as 

extensively detailed in Complainants’ Petition for Review.

Further, an 802.11 WLAN does employ timestamps to “inform the receiver of the 

expected time of the next transmission signal,” contrary to Funai’s assertion.  Funai’s Resp. at 
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77.  As Dr. Heegard admitted at the hearing, a receiver in an 802.11 WLAN could estimate the 

timing of the next signal based on multiple timestamps.  In particular, Dr. Heegard testified: 

A. So in 802.11, it was decided that it wasn’t that important, that 
when you receive a beacon signal, that from that one beacon signal 
you could, you could estimate when the next scheduled beacon 
was. They didn’t think that was particularly important thing.

And so what they did is they just put a timer out there, for which if 
you watched multiple beacons, you can synchronize, and then you 
can start, you know, estimating when the next beacon is.

Hearing Tr. at 1161:13-23 (emphasis added). 

Because a transmitter typically sends up to six hundred timestamps every minute (see

RX-2813C (Heegard Rebuttal Statement) at 85), synchronization using multiple timestamps can 

be attained in a negligible amount of time.  Thus, an 802.11 WLAN operates according to 

Funai’s characterization of the ‘867 Patent.  

Funai acknowledges that an 802.11 receiver can “estimate roughly when the next Beacon 

may arrive,” but draws no meaningful distinction between this estimation process and the 

synchronization of the ‘867 Patent.  Indeed, there is no such distinction, and an 802.11 WLAN 

performs synchronization in the manner claimed and described by the ‘867 Patent.

C. The ‘663 Patent Is Essential to the H.264 Standard.

As detailed in Complainants’ Response, the methods and system described in the asserted 

claims of the ‘663 Patent represent the only commercially feasible way to decode UEGk index 

values as required for H.264-Standard compliance.  None of the alleged exceptions to this 

statement argued by Funai in its brief have any merit.  See Funai’s Response at 78.  In particular, 

two of Funai’s purported exceptions simply repeat its flawed non-infringement arguments 

regarding the  decoders.  See id.  The other purported exception – reliance on “lookup 
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tables” to generate portions of an index value – was shown by Dr. Reinman to be completely 

infeasible from a commercial perspective.  CX-1597C (Reinman WS) at Q&A 223-230. 

Moreover, Funai’s counsel knows that its argument “that there is no evidence that  

 

” is false.  In particular, Funai’s counsel was present at the deposition of  

, during which the source code for one of the decoders used in the Funai accused 

products was discussed and authenticated.10  That source code  

.  Therefore, for this additional reason, the 

Commission should ignore Funai’s disingenuous argument that the H.264.2 Reference Software 

promulgated by the H.264 standard body itself  

. 

Therefore, the evidence proves that there are no feasible commercial alternatives to the 

asserted claims of the ‘663 Patent for decoding UEGk index values as required for H.264 

Standard compliance. 

XI. QUESTION 12 

Please discuss, in light of the statutory language, legislative 
history, the Commission’s prior decisions, and relevant court 
decisions, including InterDigital Commc’ns, LLC v. Int’l Trade 
Comm’n, 690 F.3d 1318 (Fed. Cir. 2012), 707 F.3d 1295 (Fed. 
Cir. 2013), and Microsoft Corp. v. Int’l Trade Comm’n, Nos. 
2012-1445, -1535 (Oct. 3, 2013), whether establishing a domestic 
industry based on licensing under 19 U.S.C. §1337(a)(3)(C) 
requires proof of “articles protected by the patent” (i.e., a 

10 See Ex. 1 (  Dep. of ) at 3:13-17; 14:8-20; 17:2-3.  Due to 
 initial refusal to provide discovery in response to the Commission’s Subpoena, and 

the delay associated with subsequent enforcement proceedings by the Office of the General 
Counsel in district court,  

.  Pursuant to Order No. 12, Complainants can make copies of 
the relevant source code page describing  

 available at the Commission’s request.
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technical prong).  If so, please identify and describe the evidence 
in the record that establishes articles protected by the asserted 
patents.

A. Commission and Federal Circuit Precedent are Clear: Establishing a 
Domestic Industry Based on Licensing Activities Does Not Require a 
Technical Prong.  

Respondents agree that the Federal Circuit recently addressed this specific issue, i.e.,

whether a domestic industry based on licensing under 19 U.S.C. § 1337(a)(3)(C) requires proof 

of “articles protected by the patent,” i.e., a technical prong.  Funai’s Resp. at 80.  Respondents 

further agree that the Federal Circuit unequivocally rejected Nokia’s proposition that establishing 

a domestic industry through licensing under Section 337(a)(3)(C) requires a technical prong.  Id.;

see also InterDigital Commc’ns, LLC v. Int’l Trade Comm’n, 690 F.3d 1318 (Fed. Cir. 2012) 

(“InterDigital I”), 707 F.3d 1295 (Fed. Cir. 2013) (“InterDigital II”).  Respondents further 

concede that the Federal Circuit’s decision in Microsoft Corp. v. Int’l Trade Comm’n, Nos. 2012-

1445, -1535 (Oct. 3, 2013) (“Microsoft”) related to the issue of whether establishing a domestic 

industry based on research and development required a technical prong, and “did not specifically 

deal with a licensing domestic industry . . . .”  Id. at 96.  Nonetheless, Respondents suggest that 

the Commission should reject its precedent over the last ten-plus years, overturn the Federal 

Circuit’s two recent binding InterDigital decisions,11 and create, based on facts substantially 

similar to InterDigital I and InterDigital II, a brand new precedent for a licensing-based 

domestic industry, i.e., one that requires that a licensee actually practice the asserted patent 

somewhere in the world.  Respondents’ position lacks merit, would contradict binding precedent, 

and, if adopted, would create a perverse interpretation of the statute.   

Irrespective of the parties’ differing interpretations of the statute and legislative history, 

the Federal Circuit’s decisions in InterDigital I and InterDigital II control the interpretation of 
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the statutory text.  The Federal Circuit has held, twice, that a complainant relying on licensing as 

a basis for satisfying the domestic industry requirement of Section (a)(3)(C) does not need to 

demonstrate satisfaction of the technical prong. 

Section 337(a)(3) makes clear that the required United States 
industry can be based on patent licensing alone; it does not require 
that the articles that are the objects of the licensing activities (i.e.,
the “articles protected by the patent”) be made in this country.  
That is, the domestic industry requirement is satisfied if there is a 
domestic industry based on “substantial investment in [the 
patent’s] exploitation” where the exploitation is achieved by 
various means, including “licensing.”

InterDigital I, 690 F.3d at 1329.  In denying the request for a rehearing en banc, the Federal 

Circuit reiterated its holding that: 

Section 337 makes relief available to a party that has a substantial 
investment in exploitation of a patent through either engineering, 
research and development, or licensing.  It is not necessary that the 
party manufacture the product that is protected by the patent, and it 
is not necessary that any other domestic party manufacture the 
protected article.  As long as the patent covers the article that is the 
subject of the exclusion proceeding, and as long as the party 
seeking relief can show that it has a sufficiently substantial 
investment in the exploitation of the intellectual property to satisfy 
the domestic industry requirement of the statute, that party is 
entitled to seek relief under section 337. 

InterDigital II, 707 F.3d at 1303-4.  Congress has determined that “section 337 protects 

American industries, including American industries that are built on the exploitation of 

intellectual property through . . . licensing.”  Id. at 1304. 

The Commission and the Federal Circuit have correctly and repeatedly recognized that 

requiring a complainant relying on licensing activities to identify a product covered by the 

intellectual property right is contrary to the statute and Congressional intent behind the 1988 

amendments.  The word “its” in subsection (3)(C) can only refer to exploitation of the 

11 The last of which was denied certiorari by the Supreme Court. 
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intellectual property right at issue, and not an article protected by the intellectual property right.  

InterDigital I; InterDigital II; and Certain Semiconductor Chips with Minimized Chip Package 

Size and Products Containing Same, Inv. No. 337-TA-432, Order No. 13 (unreviewed Initial 

Determination (June 6, 2002); Certain Microcomputer Memory Controllers, Computers Thereof 

and Products Containing Same, Inv. No. 337-TA-331, Order No. 6 (unreviewed Initial 

Determination), 1992 ITC LEXIS 19, at *19 (Jan. 8, 1992); and Certain Digital Processors and 

Digital Processing Systems, Components Thereof, and Products Containing Same, Inv. No. 337-

TA-559, Initial Determination at 95 (unreviewed on domestic industry issues) (June 21, 2007). 

The Commission and Federal Circuit have rightly held that U.S. production activities 

(under subsection (3)(A) and (B)) and engineering and research and development activities 

(under subsection (3)(C)) can be found to exploit a patent when the nexus between the activities 

and the patent is a product practicing the patent, i.e., the product is the necessary nexus.  

However, they also correctly held that one “exploits” an intellectual property right, such as a 

patent, directly by licensing it.  Id.

In addition to lacking support in the language of the statute, Respondents’ suggestion that 

a licensing industry must show that a product exists that is covered by its licensed intellectual 

property right leads to one of two absurd results.  If the licensor must show the existence of a 

covered product, that product must be made either domestically or outside the United States.  If 

the product is made domestically, subsection (3)(C) is wholly redundant with subsections (3)(A) 

and (B).  Moreover, legislative history is clear that a licensing industry need not demonstrate any 

domestic production of articles protected by the patent: 

The first two factors [subsections (3)(A) and (B)] in this definition 
have been relied on in prior Commission decisions finding that an 
industry exists in the United States.  The third factor [subsection 
(3)(C)], however, does beyond the ITC’s recent decisions in this 
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area.  This definition does not require actual production of 
articles in the United States if it can be determined that 
substantial investment and activities of the type enumerated are 
taking place in the United States.

S. Rep. No. 71, 100th Cong., 1st Sess., at 129 (1987) (emphasis added).   

Consequently, if a covered product (i.e., the technical prong) is necessary in order to 

satisfy subsection (3)(C), the statute would require foreign production of that covered product in 

order to satisfy subsection (3)(C).  But Section 337, and licensing under subsection (3)(C) in 

particular, were intended to protect and further the interests of United States’ industries, not 

foreign industries.  It would be absurd to argue that, in providing subjection (3)(C), Congress 

intended that a complainant did not need to show that the patented article was produced in the 

United States but did need to show that a patented product was produced by a licensee outside of 

the United States.  Subsection (3)(C) must be given meaning distinct from subsections (3)(A) 

and (B), and it certainly should not be interpreted as an actual requirement of foreign production. 

Accordingly, for the reasons outlined in multiple prior Commission decisions, the Federal 

Circuit in InterDigital I and InterDigital II, and in Complainants’ Response, a complainant that 

relies on its domestic licensing activities to satisfy the domestic industry does not need to also 

establish that its licensees are practicing the asserted patent. 

B. Even Under Respondents’ Interpretation of InterDigital I and InterDigital II,
Complainants Have Established A Domestic Industry With Respect to Each 
Asserted Patent. 

In attempting to justify the Commission’s and Federal Circuit’s finding of domestic 

industry in InterDigital I and InterDigital II, Respondents admit that a domestic industry was 

found in that case “because ‘the patents in suit protect technology that is, according to 

InterDigital’s theory of the case, found in the products that it has licensed and that it is 

attempting to exclude.’”  Funai’s Resp. at 80 (citing InterDigital II, 707 F.3d at 1299).  In this 
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investigation, there is ample evidence of record proving that numerous licensees practice the 

asserted patents through the manufacture and/or sale of products.   

For example,  Sony was found to infringe the asserted ‘867 patent by a district 

court. See e.g., CX-1617 (district court finding that licensee Sony infringes the ‘867 Patent).  

Likewise, licensee  researches, develops, markets and sells  devices in the 

United States that practice the asserted ‘958 and ‘867 Patents.  See JX-028C ( ) at 30:25-

31:4, 42:24-43:6; ID at 330; CX-649 to CX-658 (data sheets, product manuals, and certificates of 

compliance with IEEE 802.11 for  products.); CX-

1643C (Negus Rebuttal Witness Statement) at 4, Q&A 11; pg. 8, Q&A 42).  Furthermore, the 

record shows that, as part12 of their substantial licensing activities in the United States, 

Complainants purchase, reverse engineer and  

potential licensees practice each  patent.  See CX-1083C (licensing 

proposal and “reverse engineering activities” showing  use of the asserted ‘958 and ‘867 

patents); CX-1217C and CX-1218C (licensing proposals to licensee  showing its use of the 

asserted ‘087 patent); CX-1159C (licensing proposal showing  

products that practice the asserted ‘663, ‘867 and ‘958 patents); CX-1508C (licensing proposal to 

 showing  products that practice the asserted ‘867 and ‘958 patents); CX-

1194C (licensing proposal showing  products that practice the asserted 

‘663 patent); CX-1152C (licensing proposal to  showing  products that 

practice the ‘087 patent); CX-1196C (licensing proposal to  showing  

 products that practice the ‘087 patent); CX-1185C (licensing proposal showing licensee 

12 Complainants also seek to license, and have licensed, companies that intend to produce 
products that may be covered by Complainants’ asserted patents.  See CX-1078C (  
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 practices the asserted ‘087 patent); CX-1078C (licensing proposal to licensee  

showing how its products practice the asserted ‘958 patent.).  Based on these and other technical 

proposals of record,  major companies have licensed the asserted patents, including, 

among others,  

.  CX-0027C ( ); CX-0693C ( ); CX-0034C 

( ); CX-0398C ( ); CX-0036C ( ); 

CX-0038C ( ); CX-0039C ( ); CX-0026C (  

); CX-0704C ( ); CX-0042C ( ); CX-0667C (  

); CX-0668C ( ); CX-0028C ( ); CX-0672C (  

); CX-0694C ( ); CX-0673C ( ); CX-0674C 

( ); CX-0035C ( ); CX-0695C ( ); CX-

0677C ( ); CX-0682C ( ); CX-0684C ( ); 

CX-0703C ( ); CX-0669C ( ); CX-0670C (  

); CX-0698C ( ); CX-0705C ( ); CX-0676C  

 
).
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( ); CX-0696C ( ); CX-0681C (  

); CX-0678C ( ); and CX-0025C ( ). 
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