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UNITED STATES INTERNATIONAL TRADE COMMISSION
WASHINGTON, D.C.

Before the Honorable Robert K. Rogers, Jr.
Administrative Law Judge

In the Matter of

CERTAIN WIRELESS DEVICES WITH
3G AND/OR 4G CAPABILITIES AND
COMPONENTS THEREOF

Investigation No. 337-TA-868

COMPLAINANT INTERDIGITAL’S OPPOSITION TO

MOTION TO STAY INVESTIGATION (NO. 868-002)

Pursuant to Commission Rule 210.15(c) and Ground Rule 3, Complainants InterDigital

Communications, Inc., InterDigital Technology Corporation, IPR Licensing, Inc. and

InterDigital Holdings, Inc. (collectively “InterDigital”) respectfully oppose Respondents ZTE

Corp., ZTE (USA), Inc. (collectively “ZTE”), Huawei Technologies Co., Ltd., Huawei Device

USA, Inc., Futurewei Technologies, Inc. (collectively “Huawei”), Nokia Corp., and Nokia Inc.'s

(collectively “Nokia”) (all collectively the “Moving Respondents”) Motion to Stay Investigation

(Motion No. 868-002).1

I. Introduction

The Commission’s Investigation into the Respondents’ unfair acts should proceed,

unfettered, pursuant to the Commission’s statutory authority. Nothing about the stage or scope

of this Investigation, the preceding investigation in Certain Wireless Devices with 3G

1 ZTE and Huawei moved to stay the Investigation on February 22, 2013. On February 28, 2013,
Nokia filed a notice of joinder in the Motion.
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Capabilities and Components Thereof, Inv. No. 337-TA-800 (hereinafter “the 800

Investigation”), nor the parallel district court proceedings justifies a stay of the this Investigation.

Moving Respondents’ arguments in favor of a stay are based on speculation upon

speculation. Respondents speculate that their counterclaims would survive a motion to dismiss,

though similar counterclaims have not. Respondents then speculate that the district court would

grant the motion to bifurcate and expedite Huawei’s and ZTE’s counterclaims, though they have

cited no authority for such bifurcation and expedition, and have already been denied such relief

by the Delaware District Court and Delaware Court of Chancery in prior cases. Respondents

then speculate that the district court would “set a FRAND rate,” and that this would occur with

sufficient haste, although district court schedules are generally longer than those in the ITC.

Finally, Respondents represent that such a “FRAND rate” would be binding on them, even

though they reserve their right to appeal and their right to contest a royalty as to patents that are

not valid, infringed, or essential— facts they contest as to all of the asserted patents. Moving

Respondents’ arguments in favor of a stay are based on speculation as to what the Delaware

District Court and the ALJ in the 800 Investigation might decide at some later date, and what the

parties may do with such decisions, without real analysis as to the timing, scope, or effect of any

such decisions on the issues in this Investigation.

This is the latest in a series of efforts by the Respondents to attempt to divest the

Commission of its jurisdiction over their unfair acts.2 The Moving Respondents engage in

2 See 800 Investigation, Order No. 29 (May 31, 2012) (denying Nokia’s motion to terminate on
the basis of purported FRAND obligations where Nokia argued that it “has repeatedly stated that
it is willing to take a license from InterDigital, and that the only dispute remaining between the
parties is over the FRAND terms and conditions of a license”; finding that extent of
InterDigital’s obligations is disputed, Commission did not lack jurisdiction over investigation,
and Nokia did not establish that the investigation was foreclosed due to FRAND obligations);
800 Investigation, Order No. 53 (Aug. 16, 2012) (denying motion to certify interlocutory review
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extensive policy discussion and unsupported hyperbole regarding InterDigital’s alleged

“campaign of litigation,” and purported “sea change” of authority which allegedly “has found

InterDigital’s chosen course of action to constitute unfair competition.” The Moving

Respondents, however, do very little to address the specific relevant facts and the relevant

statutory and binding framework on the Commission in deciding on a motion to stay. None of

the relevant factors the Commission analyzes when considering such motions weigh in favor of a

stay.

Respondents’ Motion turns judicial efficiency and economy on its head, in attempting to

have the district court “set a FRAND rate” without adjudicating Respondents’ challenges to

patent infringement, validity, and essentiality -- all while Respondents maintain their ability to

withdraw their request, and refuse to pay, in the event their other defenses are successful.

Indeed, at the outset of the 800 Investigation, the Delaware District Court and the Delaware

Court of Chancery previously rejected Huawei and ZTE’s argument that counterclaims seeking

the setting of a “FRAND rate” should go forward on an expedited track and before the issues of

patent infringement and validity are decided.3

of Order No. 29 and stating “It is found that completion of this investigation will be materially
advanced if the Commission is presented with respondents’ full FRAND defenses, and a relevant
evidentiary record”); Order No. 95 (Jan. 24, 2013) (denying Huawei’s motion for summary
determination on FRAND license where issues remained concerning at least whether InterDigital
had made discriminatory demands as alleged). Additionally, upon the filing of the Complaint in
this Investigation, Huawei formally requested that the Commission delay or decline institution
due to the FRAND issues Huawei now raises. The ITC did not grant Huawei’s request and this
Investigation was duly instituted.
3 InterDigital v. Huawei, Case No. 11-cv-654-RGA, Hr’g Tr. At 17-18, 100 (D. Del. Mar. 2,
2012) (rejecting Huawei’s approach to seek a FRAND rate before the ITC and this Court ruled
on the issues of patent infringement, validity and essentiality); Huawei Technologies v.
InterDigital Technology Corp., C.A. No. 6974-CS, Order of Dismissal (Del. Jun. 6, 2012)
(denying renewed motion for expedited proceedings).
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II. Background

The Commission instituted the 800 Investigation on August 31, 2011, based on

InterDigital’s complaint against ZTE, Huawei, and Nokia, which alleged a violation as to certain

wireless devices with 3G capabilities and components thereof by reason of infringement of seven

patents.4 An evidentiary hearing was held from February 12-21, 2013. The Initial

Determination on Violation is due on June 28, 2013.

On January 2, 2013, on the same day it filed the Complaint in this Investigation,

InterDigital filed four actions for patent infringement in Delaware District Court against Huawei

(C.A. No. 13-00008-RGA), ZTE (C.A. No. 13-cv-00009-RGA), Nokia (C.A. No. 1:13-cv-

00010-RGA); and Samsung (C.A. No. 1:13-cv-00011-RGA). The district court cases against

Huawei and ZTE assert infringement of three patents related to 3G and 4G wireless

communication technology. These patents have not previously been asserted against the same

respondents. In addition, 4G functionality has not previously been accused. The case against

Nokia asserts one of the three patents asserted against Huawei and ZTE. The case against

Samsung asserts the same three patents asserted against Huawei and ZTE, along with four

additional patents that were previously asserted against Huawei and ZTE in the 800

Investigation. Huawei filed its Answer and Counterclaims on January 24, 2013 (D.I. #8). ZTE

filed its Answer and Counterclaims on January 31, 2013 (D.I. #7). Nokia filed its Answer and

Counterclaims on February 28, 2013. Samsung has an extension of time to answer until April

24, 2013.

In the district court, Huawei and ZTE each pled six counterclaims relating to their

assertions about alleged FRAND commitments made by InterDigital, and Nokia asserted nine

4 One patent was terminated from the investigation and another was added, making the final
number of asserted patents seven.
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such counterclaims. Although FRAND obligations are applicable only to “essential patents” that

are necessarily infringed by a manufacturer of standardized products, these defendants also have

asserted defenses and counterclaims seeking to have the patents in suit declared not infringed, as

well as invalid and unenforceable. Further, in its counterclaims, Nokia states that “Nokia has

informed InterDigital that it is ready and willing to agree to FRAND license terms for the

Combined Asserted Patents and InterDigital’s other FRAND-encumbered U.S. patents to the

extent that Nokia actually requires a license to such patents (i.e., to the extent they are valid,

essential, and actually practiced by Nokia in relevant products).” D.I. # 8 at 13. Respondents

have also denied infringement, validity, and enforceability of the patents asserted in this

Investigation. Consequently, Respondents’ own positions show that they do not consider any

standards-essential patents to be at issue in this Investigation and that they stand willing to accept

FRAND terms only for patents found to be “valid, essential, and actually practiced,” all facts

they contest here and in district court.

Defendants have until March 6, 2013, the date of this Opposition, to elect to invoke the

mandatory stay of those actions under 28 U.S.C. § 1659, an election they all made in the

previous action between the parties. As of the filing of this Opposition, none of the Respondents

have sought to invoke a stay under 28 U.S.C. § 1659.

On January 20, 2013, Huawei submitted a letter to Judge Andrews in the District of

Delaware requesting the setting of an early Rule 16 conference. Judge Andrews denied that

request via oral order, stating that the Court “will conduct the Rule 16 Conference when the three

related cases to this one (13cv09-RGA, 12cv-10-RGA, and 13cv-RGA) are prepared to go

forward with a scheduling conference.” On February 11, 2013, ZTE and Huawei filed their

motions “to Expedite Proceedings for the Declaration of FRAND License Terms.” D.I. #9, 10,
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16, 17. InterDigital filed its opposition to the motions to expedite on February 28, 2013, and

Huawei and ZTE’s Reply is due March 11, 2013.

III. Argument

A. Legal Standard

“Congress[] [has] mandate[d] that section 337 investigations be expeditiously

adjudicated.” Certain Semiconductor Chips with Minimized Chip Package Size and Products

Containing the Same, Inv. No. 337-TA-605 (May 27, 2008) (“Semiconductor Chips with

Minimized Chip Package Size”); 19 U.S.C. § 1337(b)(1). Thus, it is “Commission policy that, to

the extent practicable and consistent with requirements of law, investigations be conducted

expeditiously to avoid delay.” Id. (citing 19 C.F.R. § 210.2; Certain Organizer Racks, Inv. No.

337-TA-466, Comm’n Op. at 3-4 (Feb. 8, 2002); Certain High-Brightness Light Emitting

Diodes, Inv. No. 337-TA-556, Comm’n Op. at 18-19 (Sep. 11, 2007); Certain EPROM,

EEPROM, Flash Memory, and Flash Microcontroller Semiconductor Devices, Inv. No. 337-TA-

395, Comm’n Op. at 90 (Dec. 11, 2000)).

Specifically,

It is the policy of the Commission that, to the extent practicable and consistent
with requirements of law, all investigations and related proceedings under this
part shall be conducted expeditiously. The parties, their attorneys or other
representatives, and the presiding administrative law judge shall make every
effort at each stage of the investigation or related proceeding to avoid delay.

19 C.F.R. § 210.2; see also 19 U.S.C. § 1337(b)(1) (mandating that the Commission “shall …

promote expeditious adjudication … .”) (emphasis added). The legislative history of the 1994

amendments to Section 337, which eliminated the statutory twelve month requirement for

completion of most investigations, underscored that by “expeditious adjudication,” Congress

expected no slowdown in the speed with which Section 337 investigations would be completed

See S. Rep. No. 412, 103d Cong., 2 Sess. 119 (1994) (“Although the fixed deadlines for the
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completion of section 337 investigations have been eliminated, the Committee expects that,

given its experience in administering the law under the deadlines in current law, the ITC will

nonetheless normally complete its investigations in approximately the same amount of time as is

currently the practice.”). “As the Commission should complete an investigation in an expedient

manner, a stay or suspension should only be granted when there is good cause.” Certain

Integrated Circuits, Chipsets, and Products Containing Same, Inv. No. 337-TA-709, Order No.

13 (July 28, 2010).

The Administrative Law Judge has the authority pursuant to Commission Rule

210.15(a)(1) to stay an investigation pending resolution of a related litigation or administrative

proceeding. In deciding whether to stay an investigation, five factors are typically considered:

(1) the state of discovery and the hearing date;

(2) whether a stay will simplify the issues and hearing of the case;

(3) the undue prejudice or clear tactical disadvantage to any party;

(4) the stage of the parallel proceedings; and

(5) the efficient use of Commission resources.

See Semiconductor Chips with Minimized Chip Package Size, Comm’n Op. at 3.

B. Argument

The five factors to consider in deciding whether to grant a stay all weigh against staying

the Investigation pending resolution of the Moving Respondents’ counterclaims in district court

or the completion of the 800 Investigation. Tellingly, the Moving Respondents spend less than

three pages of their fifteen-page Memorandum in Support even addressing the relevant factors.

Nokia does not address the factors at all in its joinder.
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1. The State of Discovery and the Hearing Date

The first factor, the state of discovery and the hearing date, is at most neutral. All parties,

including the Staff, have served discovery requests. All Respondents have served discovery

responses. Within a matter of days, InterDigital will also have served discovery responses. The

parties have already been engaged in active discovery committee conferences and appeared

before the ALJ for a preliminary conference setting the procedural schedule. The evidentiary

hearing is scheduled to occur by the end of the year. See Certain Semiconductor Chips and

Products Containing Same, Inv. No. 337-TA-753, Order No. 22, at 4-5 (May 9, 2011)

(“Semiconductor Chips”) (finding first factor neutral where “discovery had only been ongoing

for a couple months and the hearing date was over 7 months away”).

2. Whether a Stay Will Simplify the Issues and Hearing of the Case

Respondents argue that a stay will simplify the issues by (1) (as to the district court

counterclaims) “provid[ing] the Moving Respondents with the opportunity to accept a license”

that would “provid[e] grounds for termination of the investigation altogether;” and (2) (as to the

800 Investigation) “streamlin[ing] the Commission's consideration” of claim construction,

“domestic industry issues” and “the same facts concerning InterDigital's FRAND obligations.”

Neither of these arguments is sound.

a. The District Court Counterclaims Will Not Resolve or Simplify
the Issues in this Investigation

The Moving Respondents have not established that their district court counterclaims will

provide “grounds for termination of the investigation altogether.” In Semiconductor Chips,

respondents argued that the Federal Circuit’s opinions regarding two pending appeals would

“provide guidance on critical issues in this Investigation,” including guidance as to the alleged

unenforceability of some patents in view of alleged spoliation of evidence. Semiconductor
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Chips, at 5. Disagreeing with respondents and holding that “this factor weighs against granting a

stay,” the ALJ held that:

[W]hether the Federal Circuit’s rulings … will ‘provide guidance on critical issues in

this Investigation’ depends on the Federal Circuit’s final decision and the scope of those

opinions. Should the Federal Circuit decide to uphold the Commission’s decision in the

661 Investigation, then any guidance from the Federal Circuit would be minimal …. In

other words, the issues in this investigation will not have been simplified. The ALJ finds

that staying the investigation based on speculation as to not only when, but also how the

Federal Circuit will decide the [appeals] are insufficient to warrant a stay at this time.

Id. The same deficiency applies here. The Moving Respondents base their arguments on

unfounded speculation and assumptions as to how and when the parties, the district court, and

the ALJ in the 800 Investigation might act. Respondents’ counterclaims will not resolve or

simplify all or even a majority of the issues in this Investigation for numerous reasons.

First, not all Respondents have moved for a stay. The Samsung respondents have not

moved for a stay and have not asserted FRAND counterclaims in the district court action.5 Thus,

Huawei’s, ZTE’s, and Nokia’s FRAND counterclaims will have no bearing on the allegations as

to Samsung and that portion of the Investigation must either proceed or be unnecessarily stayed.

Second, even if Samsung ultimately pleads similar counterclaims and joins in the request

for a stay, only respondents ZTE and Huawei have moved for consideration of their district court

FRAND counterclaims on an expedited basis.

Third, the Motion assumes that the district court will grant the motion to expedite. This

is unlikely for the many reasons explained in InterDigital’s Answering Brief in Opposition to

Motions to Expedite FRAND Licensing Counterclaims, attached hereto as Exhibit 1. More

specifically, in prior actions, the Delaware Court of Chancery and Delaware District Court have

5 The Samsung respondents are not set to answer the district court complaint until April 24,
2013.
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both previously rejected Huawei’s arguments that counterclaims seeking the setting of a

“FRAND rate” should go forward on an expedited track before the issues of patent infringement

and validity are decided, and before a parallel ITC investigation.6 In particular, both the Court of

Chancery and District of Delaware rejected Huawei’s suggestion that Huawei needed expedited

relief in those forums because proceeding in the ITC would cause irreparable harm to Huawei.7

Moreover, in their motion to expedite before the district court, Huawei and ZTE cited no

precedent in which a court has granted the relief requested. In fact, the weight of authority goes

against such a course. Absent expedition, it could be years before the district court case even

goes to trial on any relevant issues, not to mention the time for appeals.8

Fourth, even if the district court did grant the motion to expedite, there is no indication as

to when, or even whether, a decision “setting a FRAND rate” would even occur. InterDigital

intends to move to dismiss the FRAND counterclaims asserted by Huawei, ZTE, and Nokia, as

they are legally deficient for numerous reasons. Courts do not have jurisdiction to provide the

kind of advisory opinion that Huawei, ZTE, and Nokia request, and other courts have dismissed

or stayed such counterclaims precisely because they will not resolve anything when the accused

infringer maintains the ability to decline to accept the determined royalty. See Rembrandt

Techs., L.P. v. Harris Corp., 2009 WL 1509103, at *1 n.6 (Del. Super. May 22, 2009) (staying

claims to set a FRAND rate when party continually changed position about whether it would pay

6 See supra n. 3.
7 See Huawei Technologies v. InterDigital Technology Corp., C.A. No. 6974-CS, Hr’g Tr. at 27-
28 (Del. Ch. Jun. 11, 2012) ; InterDigital v. Huawei, Case No. 11-cv-654-RGA, slip op. (D. Del
Mar. 2, 2012) (noting that Huawei raised FRAND issues as defense that would be adjudicated in
ITC).
8 Median time to trial statistics for the Delaware District Court in patent cases are just over two
years. Lex Machina U.S. District Court for the District of Delaware Median Time to Trial
statistics (indicating median time to trial of 733 days for cases 2000-Present); LegalMetric Time
to Trial District Comparison—Patent Cases (January 2013) (indicating median time to trial of
28-months for patent cases in the District of Delaware).
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such royalties and not seek recoupment); Apple, Inc. v. Motorola Mobility, Inc., No. 11-cv-178,

2012 WL 5416931 (W.D. Wis. Nov. 2, 2012) (dismissing Apple claims for FRAND rate

determination when, on eve of trial, Apple stated that it reserved right not to pay determined

rate).

Fifth, even if the court did make a pronouncement of such a rate, the Moving

Respondents during the meet and confer process were unwilling to indicate whether they would

cease to pursue their noninfringement and invalidity arguments and waive any subsequent right

of appeal and unconditionally accept a district court rate. Indeed, in the Motion to Stay, the

Moving Respondents freely admit that what they are seeking from the district court is nothing

more than an “opportunity to accept” a rate determined by the district court (Mot. at 7) – which

of course entails a concomitant “opportunity to decline” that rate. The Moving Respondents

claim that they have “committed to the Delaware court that they will be bound by the district

court’s determination” (Motion at 6) and that “each has agreed to be bound by the court’s

determination” (Motion at 11), without directing the ALJ or Commission to any such statements

that are binding on Respondents beyond mere attorney argument. 9 It is not even clear that

Respondents could make such binding statements, as nothing prevents them from later changing

their positions due to new developments, or from withdrawing their FRAND counterclaims at

any point in the future (after they have accomplished their goal of delaying this Investigation).

Indeed, Nokia in its Joinder implicitly reserves its right to contest a FRAND rate and terms. See

Nokia Joinder at 1 (“Nokia’s answer further states its willingness (i) to agree to FRAND

9 Respondents do not explain what they mean by “bound by the district court’s determination.”
To the extent Respondents simply mean to convey that they agree that res judicata applies to a
district court judgment, that misses the point entirely. The problem is that Respondents are
asking for an advisory opinion on what a rate might potentially be if they chose to accept it,
which is not a proper subject for determination by a court in the first instance.
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licensing terms for any of InterDigital’s U.S. patents that are valid, essential, and actually

practiced by Nokia in its products.”) (emphasis added).

Sixth, Respondents inaccurately characterize the law that they claim is applicable to their

motion. For example, Respondents proclaim in the Introduction of their motion that the

“Western District of Wisconsin” has concluded that seeking an exclusion order is “violative of a

FRAND commitment.” Mot. at 1. They provide no citation for this assertion, and it is obvious

why: that court has repeatedly held exactly the opposite of what Respondents assert. See Apple,

Inc. v. Motorola Mobility, Inc., No. 11-cv-178-bbc, 2012 WL 5416941, at *15 (W.D. Wis. Oct.

29, 2012) (holding that “Motorola did not breach its contracts simply by requesting injunction

and exclusionary order” and observing that ETSI is silent on availability of injunctive relief)

(emphasis added); Apple, Inc. v. Motorola Mobility, Inc., No. 11-cv-178-bbc, 2012 WL 5416931

(W.D. Wis. Nov. 2, 2012) (dismissing Apple’s claims for alleged breach of FRAND

commitments).

Respondents further rely on a proposed settlement between Google/Motorola and the

FTC (which has not even been entered yet) as alleged authority for the proposition that ITC

investigations cannot go forward when the accused infringer seeks a “FRAND rate” in another

forum. Putting aside that the Google/Motorola situation is inapposite in a number of ways, an

administrative consent decree is not law. It is a settlement agreement between third parties who

have no relationship to this Investigation, and is not precedent binding on the ALJ, the

Commission, or any other tribunal. Consent decrees are not legal determinations, and have no

precedential weight even in the context where they arose (FTC administrative proceedings under

Section 5 of the FTC Act), much less in a Section 337 investigation by the ITC. United States v.

Lane Labs-USA, Inc., 324 F. Supp. 2d 547 (D.N.J. 2004) (administrative consent decrees are “by
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their very nature consensual, and carry no precedential weight”); Beatrice Foods Co. v. FTC, 540

F. 2d 303 (7th Cir. 1976) (“The entering of a consent decree, however, is not a decision on the

merits and therefore does not adjudicate the legality of any action by a party thereto. Nor is a

consent decree a controlling precedent for later Commission action.”).

In short, Respondents’ assertions about alleged efficiencies to be gained by staying this

Investigation in favor of their district court counterclaims are largely speculative, overstated, and

without legal support, and should be rejected.

b. A Stay Pending the Resolution of the 800 Investigation Would
not Simplify the Issues or Conserve Commission Resources

A stay pending the resolution of the pending 800 Investigation would not simplify the

issues in this Investigation. Whether the outcome or ID of the 800 Investigation will provide any

relevant guidance depends on the ALJ’s final initial determination and the scope of that

determination. Any speculation as to the outcome or effect of that determination is just that:

speculation. See Semiconductor Chips, at 5 (“The ALJ finds that staying the investigation based

on speculation as to not only when, but also how the Federal Circuit will decide the NVidia

Appeal are insufficient to warrant a stay at this time.”).

Beyond generalities that “the 800 Investigation includes issues that overlap substantially

with the issues in this Investigation,” the Moving Respondents make no analysis as to any

specific preclusive effect any finding in the 800 Investigation would have on the parties or the

ALJ. Certainly, there is an absence of complete overlap where different patents are asserted

against different parties and 4G technology is additionally accused. Notably, none of the patents

asserted against the Moving Respondents in this investigation were asserted against them in the

800 investigation, although two are related to two previously asserted patents. In addition, the

FRAND and domestic industry issues are likely to have different relevant facts between the two
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investigations. The Commission has stated that this factor is limited where it is based on

“general considerations rather than on the particular facts specific to the present case.”

Semiconductor Chips with Minimized Chip Size, Comm’n Op. at 7. Even where, for example, a

parallel proceeding, “could resolve the validity of the [] patent, a stay will not simplify any of the

issues in this case” without some showing of an impending resolution that will resolve

outstanding issues regarding validity or enforceability. Certain Authentication Systems, Inv,

337-TA-697, Order No. 11 at 4 (April 27, 2010).

Respondents’ reliance on Integrated Circuits is misplaced. Respondents cite to

Integrated Circuits for the proposition that “[p]rior investigations before this Commission have

been stayed pending resolution of parallel investigations in the later stages of completion.”

(Motion at 13) (citing Certain Integrated Circuits, Chipsets, and Products Containing Same

Including Televisions, Inv. No. 337-TA-822, Order No. 17 at 7 (Aug. 6, 2012)). In Integrated

Circuits, the ALJ found that the two investigations were “identical in almost all respects.” Both

investigations had the same complainant, same asserted claims and patents, same chip

suppliers/manufacturers of the same accused products, and identical scopes of the investigation.

Only the downstream customer respondents were different. Here, none of the same patents

asserted in the 800 Investigation are asserted again as to the same respondents and products.

Moreover, the scope of investigation is broader with respect to new patents, a new Respondent, a

new technology generation (4G), and new products.

3. The Undue Prejudice or Clear Tactical Disadvantage to Any Party

The Commission has repeatedly refused to grant stays in part because of the prejudice to

complainants from such a stay. Staying an investigation results in a “clear disadvantage to

[complainant] because the Commission does not have the authority to award damages for past

infringement.” Semiconductor Chips, Order No. 22; see also Certain Course Management
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Systems Software Products, Inv. No. 337-TA-677, Order No. 5 (July 24, 2009) (Complainant

“would be unduly prejudiced” by stay). “[G]ranting a stay in this investigation is tantamount to

granting Respondents a royalty free license during the length of the stay.” Semiconductor Chips,

Order No. 22.

As noted in Semiconductor Chips in discussing this factor:

The Commission and the ALJ are required, pursuant to Section 337, to
complete the investigation as expeditiously as possible once the investigation
has been instituted. Here, the ALJ finds that Respondents[’] speculations as
to how the Federal Circuit’s decisions may affect the instant investigation do
not outweigh the statutory mandate of completing the investigation as
expeditiously as possible.

Id. at 7 (citing 19 U.S.C. 1337(b)(2) (“The Commission shall conclude any such investigation

and make its determination under this section at the earliest practicable time after the date of

publication of notice of such investigation”).

The Moving Respondents claim that “InterDigital will suffer only minimal, if any,

prejudice” because “[t]he very point of the District Court claims brought by the Moving

Respondents is to set a FRAND royalty rate for license agreements with InterDigital” and any

“delay would be the result of InterDigital’s decision to file its claims in three separate

investigations.” Mot. at 14. “[T]he Commission has explicitly held[, however,] that no weight

should be given to the availability of alternative remedies in Federal Court.” Certain Blu-Ray

Disc Players, Components Thereof and Products Containing Same, Inv. No. 337-TA-824, Order

No. 13 at 9 (Apr. 16, 2012); Semiconductor Chips with Minimized Chip Package Size, Comm’n

Op. at 3-4 n.2 (“remedies potentially available in the courts are irrelevant to our analysis of

whether to stay this proceeding”). “Also contrary to the Respondent’s arguments, the

Commission [has] indicated that the motivation behind Complainant’s filing an investigation at

the Commission is irrelevant to the analysis.” Blu-Ray Disc Players, Order No. 13 at 10.
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The Moving Respondents’ arguments as to this factor also are premised largely on

unfounded speculation as to what the district court may do, what effect that may have on the

instant claims, what InterDigital could have done in the 800 Investigation, and what the Moving

Respondents will be willing to do upon a district court ruling. Such arguments should carry little

weight. See Blu-Ray Disc Players, Order No. 13 at 10 (noting this factor weighs against stay

where “the results of the [parallel] proceedings are far from certain” and respondent’s arguments

as to the prejudice were “uncertain and speculative”). What is indisputable, however, is that

staying this Investigation would prejudice InterDigital, as the Complainant, who seeks redress

for the unfair acts of Respondents in an expeditious manner.

4. The Stage of the Parallel Proceedings

The district court counterclaims are still in their infancy. Discovery has not yet opened,

no Rule 26(f) conference has occurred, and the court has not yet set a Rule 16 conference.

Indeed, InterDigital is not even due to respond to the first of the counterclaims until March 20,

2013. InterDigital intends to move to dismiss the counterclaims, and due to their legal

deficiencies, the counterclaims should not go forward at all. It would make no sense to stay this

Investigation in favor of counterclaims that should not proceed because they fail to state a claim

upon which relief can be granted.

Further, InterDigital has opposed expedited consideration of the counterclaims for the

reasons set forth in InterDigital's Answering Brief in Opposition to Motions to Expedite FRAND

Licensing Counterclaims, attached hereto as Exhibit 1, discussed above. Thus, it is completely

unknown when (or even whether) a final resolution of those counterclaims will occur. As

previously noted, it could be years before the district court rules on any relevant issues. See e.g.

Certain Semiconductor Chips Having Synchronous Dynamic Random Access Memory

Controllers and Products Containing Same, Inv. No. 337-TA-661, Order No. 7 (Mar. 4, 2009)
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(denying a stay pending completion of a Federal Circuit appeal in part because “the Federal

Circuit has not yet set the appeals on its hearing docket, so the parallel proceeding is at best in its

earliest stages, assuming it will be heard at all.”); Semiconductor Chips with Minimized Chip

Package Size, Comm'n Op. at 10-12 (finding lack of certainty as to when reexamination

proceedings would conclude weighed against granting a stay); Certain Bassinet Products, Inv.

No. 3370-TA-597, Order No. 11 (Sep. 20, 2007) (denying a motion to stay pending

reexamination due to the inability to discern a likely time frame for the reexamination); compare

Certain Course Mgmt. Sys. Software Products, Inv. No. 337-TA-677, Order No. 5 at 8 (Jul. 24,

2009) (granting motion to stay where parties agreed that the requested stay was expected to last

only “a few weeks” given the advanced stage of the parallel appellate proceedings). As noted

above, there is no indication that the counterclaims will in fact be expedited and on what

schedule they may or may not be decided.

Where the parallel proceedings “are still at initial phases,” this factor weighs against

granting a stay. Semiconductor Chips with Minimized Chip Package Size, Comm’n Op.; see also

Semiconductor Chips, Order No. 22 (denying motion to stay, noting that the parallel proceeding

“is still in its early stages.”). Parallel proceedings with unclear deadlines further weigh against a

stay, regardless of counsel’s optimism that they would proceed with haste. Certain

Authentication Systems, Inv. No. 337-TA-697 (“Authentication Systems”), Order No. 11 (April

27, 2010) (denying motion to stay, holding that “[w]hile counsel for [movant] is optimistic that

the [parallel] proceedings will be resolved quickly, there is no clear deadline for processes to be

completed.”); Semiconductor Chips, Order No. 22, at 7 (denying motion to stay, noting that “it

remains unclear when the Federal Circuit will ultimately issue its decision.”).
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In Authentication Systems, respondent moved for a stay of the investigation for 45 days

pending parallel reexamination proceedings. Order No. 11 at 1. Despite respondent’s request

for a stay of the investigation for a finite period, the ALJ held that “[respondent] offers no

evidence that the PTO has any clear deadline for action and offers no evidence that resolution of

the reexamination will be completed in 45 days, 45 weeks, or some other period of time. As the

parties and the Commission have a strong interest in swift resolution of section 337

investigations, the ALJ finds this militates against a stay of the proceedings to await action by

the PTO.” Id. at 5. The ALJ further disregarded any pledged optimism on behalf of the

respondent:

While [respondent’s] patent prosecution attorney, Mr. Martin, has opined that he
expects the PTO to act quickly on the matter, he has not provided any evidence to
support his expectation. He does not provide any context as to what “quick”
means with regard to this action by the PTO, and his optimism in this matter is
not supported by any evidence before the ALJ.

Id. (denying stay).

The same reasoning applies here. The request to stay pending resolution of the Moving

Respondents FRAND counterclaims is indefinite as to time and scope. The Moving

Respondents’ optimism that the district court will proceed on an expedited basis is premature,

unfounded, and incomplete (as no request to expedite is even pending as to Nokia’s

counterclaims and Samsung has not even filed counterclaims). As the Moving Respondents

“offer[] no evidence that resolution of [their counterclaims] will be completed in 45 days, 45

weeks, or some other period of time,” this factor weighs against a stay. Authentication Systems,

Order No. 11 at 5.

As to the request for a stay pending the conclusion of the 800 Investigation, a final Initial

Determination is due on June 28, 2013. According to the Procedural Schedule entered in this

Investigation on March 1, 2013, this will be around the time the parties are exchanging



19

contention interrogatory responses, will be two months before the end of fact discovery and

exchange of expert reports and six months before the hearing. In short, the parties will have

sufficient time to address any outcome of the 800 Investigation, if any, that is relevant to this

Investigation.

5. The Efficient Use of Commission Resources

Respondents have not shown that staying the Investigation pending resolution of either

their district court counterclaims or the 800 Investigation would promote the efficient use of

Commission resources.

“[I]ssuing a stay could add costs to the investigation by extending the time of the

investigation.” Certain Integrated Circuits, Chipsets, and Products Containing Same, Inv. No.

337-TA-709, Order No. 13 (July 28, 2010) (denying motion to stay). Further, where allegations

of savings of Commission resources are fueled by speculation, they are rejected:

While Respondents are correct that Commission resources would be saved by
avoiding litigation surrounding the [patents] should the Federal Circuit ultimately
rule in [Respondent’s] favor, such a scenario rests on speculation and several
assumptions, including that [Respondent] will ultimately prevail in the [other]
proceedings.

Semiconductor Chips, Order No. 22, at 8. Notably, almost regardless of the outcome in the 800

Investigation and potentially the district court counterclaims, the parties and the Commission

will have to expend the same or nearly the same resources during discovery. At least as to the

800 Investigation, this Investigation encompasses additional patents, respondents, and products.

In Semiconductor Chips, respondents moved for a stay of the full investigation pending a

Federal Circuit appeal of only some of the patents-in-suit (the “Barth I Patents”). Order No. 22.

Respondents argued that because the Barth I Patents were “closely intertwined” with the other

patents-in-suit (the “Dally Patents”), the pending Federal Circuit disposition of the Barth I
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Patents required a stay of all patents, including the Dally Patents not subject to the appeal. Id.

The ALJ rejected this argument, holding:

Furthermore, since the issues surrounding the Dally Patents must still be resolved
regardless of the outcome of the Federal Circuit’s decisions, the efficient use of
the Commission’s resources and the statutory mandate of the Commission, which
requires the Commission to conclude any investigation and make its
determination at the earliest practicable time after the date of publication of notice
of the investigation, are served best by going forward in this matter.

Id. at 8.

The same reasoning applies here. Accordingly, a stay of the Investigation is unwarranted

and the Commission’s interests are “served best by going forward in this matter.”

Semiconductor Chips, Order No. 22 at 8.

IV. Conclusion

For the foregoing reasons, InterDigital respectfully requests that the ALJ deny the

Moving Respondents’ Motion to Stay.
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